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In modern legal systems the phenomenon of “intellectual property” is widespread in various spheres of social relationships, so legal regulation of intellectual (creative) activity is a matter of different fields of law, in particular: civil, administrative, customs, fiscal, economic, international and others. 

The problem of legal regulation of intellectual property became urgent at the end of XX and at the beginning of XXI centuries and gathered momentum due to appearance of new digital technologies, fast duplication, reproduction and use of intellectual property, change of its carrier and means of distribution (cable distribution, satellite broadcasting etc.)., new program means of protection of rights, new objects of intellectual property and change of emphasis from industrial property to copyright and especially related rights. 

In Ukraine protection system of the objects of intellectual property is being formed, so the protection of intellectual property is far from being perfect. However, we can not underestimate the role of intellectual property nowadays, as in the nearest future the production will become the means of implementation of intellectual property achievements.

The current legislation on intellectual property contains a lot of gaps and contradictions. Therefore, it is necessary to bring this legislation to conformity with both national and international laws.    
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	Unit 1

INTELLECTUAL PROPERTY. 
GENERAL PRINCIPLES


Key words: intellectual property, copyright, patent law, related rights, industrial property right, material rights of intellectual property, intangible rights of intellectual property, subjects of intellectual property.

1.1. The definition of intellectual property, its legal protection
In recent years the accent of social and economic development of the countries all over the world has moved from production to intellectual activities. The experience of the developed countries shows a firm and purposeful tendency to the priority of such social activities as science, technique, culture, creative work. The new priorities of generally useful activities have necessitated due legal protection of all types of creative work. Therefore, at the end of the last century many countries started to revise and update intellectual property legislation, especially the issue of its legal protection. The new laws on intellectual property protection were adopted and international organizations revived their activities concerning legal protection of creative results in many countries.

The conclusion of the Parliamentary deliberation on the issue “Protection of intellectual property rights in Ukraine: problems of legal protection” was the following: nowadays the system of legal protection of intellectual property in Ukraine is at its final stage. In 1990s the basis of national regulation of this important sphere was formed. At the same time there arose serious drawbacks resulting in stagnation of the development of national scientific and creative activities and innovation model of the country. This situation complicated relations of Ukraine with the leading countries of the world, so it was necessary to seek new forms of cooperation and interaction in the sphere of intellectual property protection. 

It is really difficult to solve the above-mentioned problems as intellectual property relations are highly dynamic and versatile. The meaning of the term “intellectual property” and its structure is constantly extended and revised.

The problem of intellectual property protection in the modern world is solved under circumstances when the system of regulation of intellectual property protection has already been formed. The World Intellectual Property Organization plays a leading role in this process. For the first time the term “intellectual property” was used in the Convention 1967 under which the World Intellectual Property Organization was established.

There was no intellectual property legislation in Ukraine; however, having applied international experience Ukrainian lawmakers succeeded to create legislative basis for protection of intellectual property in the early 90s of the last century.

In the Soviet legislation the term “intellectual property” appeared in the early 90s of the XX century. The Law of the USSR of the 6 of March 1990 “On property in the USSR” stated that relations regulating creation and use of intellectual property are governed by the special legislation of the USSR, republics and autonomies of the USSR and other acts.

However, the final definition of intellectual property was given in the Constitution of Ukraine of the 28 of June 1996. Article 41 defines that each person has the right to possess, use and dispose of his property, the results of his intellectual and creative activities. Later some other legislative acts and the Civil code of Ukraine were adopted in order to regulate legal regime of intellectual property objects in a new way. Special laws regulating intellectual property in Ukraine are the following: the Civil code of Ukraine, the Law of Ukraine “On copyright and related rights”, the Law of Ukraine “On cinematography”, “On television and broadcasting”, “On distribution of copies of audio works and phonograms”, “On publishing”, “On peculiarities of state regulation of economic agents’ activities connected with production, export and import of laser disks”.

The basic laws regulating industrial property in Ukraine are the following: “On the protection of rights to inventions and utility models”, “On the protection of rights to industrial models”, “On the protection of rights to trade and service marks”, “On the protection of rights to plant breeds”, “On protection of rights to the topography of integrated circuit”, “On protection of economic competition” and others.

Ukraine is a member of the majority of the multilateral international conventions and treaties in the spheres that regulate the process of creation and use of intellectual property. It is also a member of 18 multilateral international treaties that are the part of national legislation. However, Ukraine does not take an active part in the intellectual property protection, not all results of intellectual activities have necessary legal protection in our legislation, and especially this concerns commercial secret, topography of integrated circuit, discoveries and innovations.

In modern legal systems the phenomenon “intellectual property” covers different spheres of social relations and is regulated by various fields of legislation – civil, criminal, and administrative. Intellectual property investigations within the frameworks of any scientific branch are characterized by the specific number of features of this legal phenomenon. 
Appearance of the term “intellectual property” had a great importance not only in political and economic, but also in legal life of the society:

– firstly, the category “intellectual property” consolidated  the number of separate legal phenomena in order to systematize legislation. It allowed to examine intellectual results and to consider the means of individualization as independent objects of legal relations;
– secondly, the creators of intellectual products have exclusive and absolute right to results of intellectual activities and individualization means. The functions of this right were similar to the functions of property right to material objects; 
– thirdly, social importance of the results of intellectual activities and individualization means, commercial and other interests of their creators and rightholders were officially recognized.

Thus, appearance of the category “intellectual property” provided a new attitude of the state and law to intellectual activities and their results based on respect to creative persons and their interests.

There are different ways of understanding the phenomenon “intellectual property” in jurisprudence.

A number of legislators and the current legislation of Ukraine sometimes identify intellectual property and intellectual property right. But the others distinguish these two institutions. O.A. Pidiprygora says that the term “intellectual property” has two basic meanings: civil and legal institution and a set of subjective rights of creators to the result of their creative work. 

The last approach restricts the meaning of intellectual property to subjective rights of intellectual property and that is why it is not correct. In our opinion, the approach according to which intellectual property is considered to be relations of intellectual property subjects with the results of intellectual activities and means of individualization recognized and protected by the state is more appropriate. Intellectual property law is a body of legal norms that regulate intellectual property relations, or a set of subjective rights of the creator to the results of his creative work.

Article 418 of the Civil code of Ukraine defines that “intellectual property is a right of a person to the results of intellectual, creative work or other object of intellectual property”.

Intellectual property right covers personal material and intangible rights of intellectual property, in contrast to the right of ownership where a person possesses, uses and disposes of the property of his own. Intellectual property right is inviolable. Nobody can be deprived of intellectual property right or restricted of its implementation, unless the law provided for otherwise. 

Legal protection of intellectual property is impossible without the state protection system of intellectual property that has two components: current regulatory and legal base in the sphere of intellectual property and appropriate infrastructure to implement the above-mentioned laws. 

Traditionally the structure of intellectual property is divided into: copyright and related rights, industrial property right. This division is specified in two conventions: Paris Convention for the protection of industrial property and Bern Convention for the protection of literary and artistic works.

Copyright law is a body of law that gives the authors exclusive right for reproduction, distribution or performance of their creative works. The Law of Ukraine “On copyright and related rights” is a legal protection basis for works of many important industries including book printing, creation of art works, music recording and software.

Copyright protects works which are the result of the creative work of the author. They are traditionally divided into: literary and art works. According to Article 433 of the Civil code of Ukraine the objects of the copyright are: literary and art works, software, database if they are the result of intellectual activities. This protection does not cover data or material used for creation of the mentioned objects.

According to the current legislation the works are the objects of copyright without any formalities and regardless of their completeness, purpose and value, the way and form of expression. 

The objects of related rights are very important part in the system of intellectual property objects. They include reproduction, performance of works. The related rights are similar to copyright that are legally protected.

Related rights objects include: performance, phonograms, video grams, broadcasting.

The objects of industrial property right are the second group of intellectual property objects. 

Industrial property right is the institution of civil law that regulates relations connected with technical creation. In contrast to copyright, industrial property right is used in the other sphere of creative work dealing with natural laws of the material world. They do not reveal the individuality of their creators as copyright objects do. That is why objects of technical creation are reproducible. They may be created separately, by different persons, so they must be officially registered. Moreover, the results of technical creation are intended to solve practical tasks and have practical significance.

In the legal literature there are two approaches to the industrial property objects: wide and narrow.

Paris Convention for the protection of industrial property of the 6 of March 1883 includes the following objects of the industrial property: inventions, industrial models, trade marks, commercial (brand) and geographical names and also repression of unfair competition.      

Ukrainian researchers refer to the objects of industrial property only those specified by the current legislation: inventions, utility and industrial models, topography of integrated circuit, innovations, plant and animal breeds, commercial and geographical names, trade marks (for goods and services), commercial secrets, scientific discoveries. 
Patent law objects which are the results of technical creation are essential in the group of industrial property objects. They include inventions, utility models and industrial designs. First of all, patent legislation should promote the development of scientific and technical creation and use its achievement in the national economy of Ukraine. Patent legislation is developing actively as such form of protection of creative results meets the requirements of market economy, though it is not perfect.
The second group of industrial property objects includes the means of individualization of goods and services: trade marks, commercial and geographical names.
The other group includes non-traditional objects of intellectual property. They are: commercial secrets, innovations, topography of integrated circuit, plant and animal breeds, scientific discoveries. 
International legal protection of intellectual property originated in 1873 in Austro-Hungary where the first international exhibition of inventions took place. That year the Viennese Congress on patent reform took place where the leading principles of patenting were adopted. The next step in this direction was the Diplomatic conference which was held in Paris in 1880. There was agreed the project of international covenant which later became the basis of international covenant – Paris Convention for the protection of industrial property which was adopted in 1883. 
Another very important step in the creation of the world system of intellectual property protection was the signing of Berne convention for the protection of literary and artistic works. The above-mentioned conventions provided for the establishment of separate secretariats known as “International bureau”. In 1893 these bodies were united and continued their work up to 1970, when the World Intellectual Property Organization began its activity. 
International protection of copyright and related rights promotes the development of literature, art, science and use of literary and music works, works of art, phonograph works, software, performances etc. But it is impossible to establish modern system of intellectual property recognized by international community without harmonization of national legislation with international law norms. Ukraine does its best to coordinate the legislation with these norms. International exchange of scientific, technical, patent information and  technologies promotes the development of scientific and technical potential in Ukraine. 
International protection of industrial property is intended to create the single method for maintaining legal protection of industrial property objects (inventions, utility models, industrial designs). 
In August 1991 Independent Ukraine declared prolongation of Paris Convention for the protection of industrial property, Patent Law Treaty, Madrid Convention concerning international registration of marks, WIPO Copyright Treaty etc. in its territory. 
International cooperation in the sphere of intellectual property protection influences deeply the development of foreign trade, business activity, investment and innovation processes in Ukraine.      

1.2. Objects and subjects of intellectual property
The current legislation of Ukraine provides for two ways of interpreting the term “an object of intellectual property”: the object of intellectual property and the result of creative activity of the person. 
I. Yakubivsky says that the matter is about different legal categories, as the correlation between the above-mentioned notions is defined by the article 418 of the Civil code of Ukraine which states that intellectual property right is the right of  the person to the results of intellectual and creative activity or another object of intellectual property.
Article 199 of the Civil code of Ukraine provides for the similar provision. So, we can conclude that the object of intellectual property is a general notion that includes the results of intellectual, creative activity and other objects of intellectual property specified by the law.
According to Articles 199 and 418 of the Civil code of Ukraine not all objects of intellectual property are the results of intellectual, creative activity. Such approach of the legislator was subjected to criticism by O.Pidoprygora who noted that neither the Civil code nor other laws speci​fied the object which was not the result of intellectual, creative activity.
A. Sergeev says that according to the legislation of Russia intellectual property is the whole range of exclusive rights to the results of intellectual activity and other objects, in particular, individualization facilities of civil circulation participants and their manufactured products (work, services).
Other objects of intellectual property include, first of all, individualization facilities of civil circulation participants, goods and services. According to the legislation of Ukraine the services include trade (brand) name, trade marks (label for goods and services), and geographic names. Certainly, these objects are products of human intelligence and often contain creative elements, especially as regards to trade marks which are connected with some creative efforts. However, they are the objects of civil rights because they give opportunity to individualize the participant of civil circulation or his manufactured products (work, service), but not because they are the results of intellectual activity. Moreover, in some cases the subject of intellectual property bears no relation to the appearance of some names. First of all, this concerns geographic names that are used by the subject of intellectual property.
The objects of intellectual property which are not the results of intellectual, creative activity include not only individualization facilities of civil circulation participants, goods and services. They also include audio records (video records) and broadcasting programs. A. Sergeev thinks that program-makers do not create any new works, in contrast to performers engaged in creative activity.
When specifying the essence of the object of intellectual property it is important to take into account that this object of civil rights is intangible (Article 199, Chapter 15 of the Civil code of Ukraine “Intangible property”). Therefore, the important feature of the objects of intellectual property is their intangibility that differs them from the objects of property – res (lat.) which are specified as material objects by Article 179 of the Civil code of Ukraine. This fact is a forcible argument against the property theory whose adherents apply the legal regime of property to the objects of intellectual property.
The Civil code of Ukraine specifies the following list of the objects of intellectual property: literary and art works, computer programs, compilation of data (data bases), performance, audio records, video records, broadcasting programs, scientific discoveries, inventions, utility models, industrial designs, topography of integrated circuits, innovations, plant and animal breeds, trade (brand) names, trade marks ((label for goods and services), geographic names, trade secrets.
According to the general rule, the subject of intellectual property is a person, company or another social institution having subjective rights and legal duties, and so able to enter in legal relationships.
The subject of intellectual property is a person possessing the intellectual property right after the claimed proposal has been recognized as the object of intellectual property according to the established legal procedure. The subject of intellectual property does not exist until the claimed proposal or scientific, literary and art works have been recognized as the objects of intellectual property. 
In the opinion of R. Shishka, the problem of the subject of law, in particular the subject of intellectual property is one of the most complicated problems of philosophy, art and jurisprudence. It is difficult to determine the limits of freedom of the creator, to assure protection of the created work and determine the interests of the state, society and other persons. The interests of other persons grow if the object of intellectual property considerably influences the development of productive forces, it is the masterpiece (hit), enjoys wide popularity, it is sold quickly and highly paid, leads to the labor productivity and market competitiveness.
The current legislation on intellectual property recognizes the creator (the author) of the object as the primary subject. If the work is created by two or more persons it is considered a joint work of co-authors. The work is considered to be joint if it is created by two or more natural persons. Therefore, in order to be recognized as a co-author it is necessary to make contribution to the creation of the work. For example, the authors of audiovisual work are the authors of screen versions, dialogues, musical works specially created for this audiovisual work, as well as production directors, camera operators etc. unless otherwise agreed by the contract. The author of the audiovisual work that was created earlier and modified, or it was partly included in this audiovisual work is also considered as the co-author. 
The subjects of intellectual property are divided into two main categories according to their participation in the creation or to the disposal of rights to the object of intellectual property. First of all, they are the creators of intellectual property. Only natural persons may be the creators of intellectual property. Therefore, the subject of intellectual property is any natural person regardless of citizenship, permanent residence, occupation and other factors – the citizen of Ukraine, another state or stateless person.  
The authors are any persons or a group of persons who create their works in any field with the purpose of profit earning or other purposes. The users are any persons or a group of persons who use the results of the creative work in any field with the purpose of profit earning or other purposes. 
Generally speaking, according to the legislation of Ukraine on intellectual property the subjects of intellectual property are, first of all, the authors of scientific, literary and art works, as well as the authors of scientific and technical inventions, applicants, employers and legal successors.
The International Declaration on intellectual property specifies two categories of persons in the field of intellectual property: the authors and users. 
Legal status of subjects and protection of their rights in civil law have been thoroughly studied by R. Shishka. In his opinion, “taking into account the acquisition of rights and duties by the subject of intellectual property, the subjects of legal rights should be separated from infringers of intellectual property rights.” The owners of material rights are: the author (co-authors), employer, legal successor, the owner who has acquired the rights on the agreement basis, by the decision of the court or competent state authority, on the legal ground and his unilateral legal action when using material rights.
The infringers become subjects of intellectual property owing to infringement of the rights of above-mentioned subjects. Regardless of nature and classification of committed offense they are called debtors in civil law. According to committed offenses they may be called: plagiarists, pirates, hackers, imitators, smugglers. 
Under the current legislation of Ukraine (Article 421 of the Civil code) the subjects of intellectual property are: creators of the objects of intellectual property (the author, performer, inventor etc.) and other persons possessing intangible and (or) material rights of intellectual property according to the law or the agreement.
If the object of intellectual property lost its legal force (for example, the period of validity expired, or the legal owner failed to pay on time in order that the title of protection be valid), this object may be used by any natural or legal person, that is, it becomes public property.
The Constitution of Ukraine (Article 54) guarantees freedom of literary, art, scientific and technical activity, protection of intellectual property, copyright, moral and material interests that arise in connection with different kinds of intellectual activity. Every citizen has the right to the results of his intellectual activity. Nobody has the right to use these results without the consent of the author or his legal successors.
The author is a person who consciously creates one or another object of intellectual property. The common criterion of the right of authorship is creative nature of the work. 
However, some objects of intellectual property may be created as a result of co-authorship. Thus, O.Yurchenko says that co-authorship has the following criteria: joint work; this work is creative; the achieved joint result is the result of creative activity of each participant. 
According to the civil theory there are two categories of co-author​ship:
(a) joint co-authorship – when it is impossible to separate the work of co-authors. Joint co-authorship is widespread in copyright, but mostly – in scientific and technical activity. 

(b) separate co-authorship – when the components of the work are clearly determined and it is known who created one or another part of the work. Such cooperation provides for the agreement of cooperation. This agreement is concluded in writing or orally. Co-authorship should be voluntary. 
In case of joint co-authorship the object of joint work may be used only by mutual consent of all the co-authors. However, the right of publishing or using the work, the right of applying for the object of industrial property belongs to all the co-authors unless otherwise agreed. The composition of the co-authors may be revised at the request of persons specified in the application as co-authors. The fee for using the object of intellectual property is divided equally between all co-authors unless otherwise agreed.
In jurisprudence the issue of co-authorship of the completed work is still controversial.
V. Serebrovsky says that there is no co-authorship if a new work is created on the basis of the completed work; however, it is possible in some cases. He gives examples of co-authorship of the author of the novel and the dramatist who remakes the novel into the play, the composer and the author of the text, the photographer and the artist who paints the picture from the photograph. In these cases the first work was the basis for the other. 
The issue of co-authorship of the writer and painter is rather ambiguous. The text and pictures may be considered as separate objects of copyright. V. Serebrovsky suggests that the writer and painter should be considered as co-authors only in cases when the text and pictures are integrated (for example, books-pictures for children).

The co-authorship differs from cooperation when several authors take part in creative activity at the request of a certain organization (client). Such collective object belongs to the legal person – client. 
N. Khalaim thinks that not only authors, but the other persons who possess the legal right to the object of intellectual property may be the subjects of copyright – for example, an employer. As a general rule, these are legal persons, but sometimes also natural persons. The matter is about the employers. This term is new for our legislation in form, but not in essence, as the matter is about the so-called company results of creative activity. An employer is not a legal successor, as the right of intellectual property is not transferred by the author. In certain circumstances the employer is considered to be the subject of this right regardless of the author’s will. 
Social and commercial value of the objects of intellectual property necessitates consolidation of interests of the owner (legal owner), other members of society and the state in order to establish the term of validity of intellectual property right, to impose restrictions on using the objects of intellectual property and to control them by the state. According to the legislation of Ukraine such restrictions are the following:

– according to the term of  validity of intellectual property right: the rights to the object of intellectual property terminate when the term of validity expires, and the object of intellectual property becomes public property. As a general rule, the copyright is valid during the life of the author and 70 years after his death, the right to patented inventions and utility models – 20 years, the right to patented industrial designs – 
10 years, to trade marks – 10 years after obtaining the certificate;
– according to particular territory: the protection of intellectual property is in most cases restricted by the territory of the state where the object of intellectual property is registered (except well-known trade marks).

The only reason when the intellectual product may lose its value is its moral depreciation – the situation when this product is not of interest anymore, that is the product goes on keeping its “appearance”, but loses the qualities of the goods and drops out of circulation. Nevertheless, such a product belongs to the result of intellectual activity. 
1.3. Legal regime of intellectual property rights
The peculiarity of intellectual property right is that the subjects of intellectual property possess both property and non-property rights.
Personal non-property rights are legally specified opportunities of a natural person to conduct his private life at his own discretion. According to Article 269 of the Civil code of Ukraine personal non-property rights belong to each natural person since birthday (or under the law) till death. These rights do not have economical content and are closely linked to the natural person. Nobody can deprive the person of these rights; however, there may be restrictions of personal non-property rights in cases specified by the national legislation. 

Personal non-property rights of a natural person are specified in the Constitution of Ukraine, the Civil code of Ukraine and other legislative acts. However, the list of these rights is not complete and may be supplemented by the Civil code of Ukraine or other laws. 
Personal non-property rights of intellectual property are the type of personal non-property rights that belong exclusively to the creators of intellectual property objects. 

As a general rule, personal non-property rights of intellectual property belong only to the creator. They do not depend on property rights; they are inalienable, protected permanently and not transferred to other persons except the cases specified by the law. At the same time other persons (heirs, legal successors) have the right to protect the authorship of the work, to prevent it from falsification or another modification that may damage honor and reputation of the author (Article 29 of the Law “On copyright and related rights”). 
Personal non-property author’s rights do not have economical content, they are “deprived of negotiability” – this is their essential difference from property rights.

In general, personal non-property rights of intellectual property include:

– the right to recognize the person as the creator of the object of intellectual property;
– the right to prevent from encroachments on the intellectual property rights that may damage honor and reputation of the creator of intellectual property object;
– other personal non-property rights of intellectual property.

Property rights are subjective rights of the participants of legal relations connected with possession, use and disposal of property, as well as with those material requirements that arise during the division and exchange of property. 

Material rights of intellectual property are the following:

– the right to use the object of intellectual property;
– the exclusive right to allow use of intellectual property object;
– the exclusive right to prevent from illegal use of intellectual property object.

Material rights of intellectual property have the term of validity specified by the Civil code of Ukraine and special laws. 

Material rights of intellectual property may be transferred fully or partly to another person according to the terms of the license agreement.

Articles 429 and 430 of the Civil code of Ukraine contain general provisions concerning the objects of intellectual property created under the labor agreement or by order. In such cases materials rights belong to both the creator and employer. 
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Discussion points
1. Describe the objects of intellectual property.

2. Specify the terms of validity of property rights of intellectual property objects. 

3. Describe the structure of intellectual property.

4. Give legal characteristics of the subjects of intellectual property.

5. Analyze the legal protection of intellectual property objects. 
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Checking test

1. Choose the right variant. The objects of intellectual property do not include:

(a) plant breeds;

(b) state symbols;

(c) animal breeds;

(d) res.

2. Choose the right variant. The objects of copyright are:
(a) laws;

(b) court decisions;

(c) literary works;

(d) regulations of the Cabinet of Ministers.

3. Choose the right variant. The objects of copyright do not include;

(a) folk arts;
(b) music compositions;

(c) dramatic works;

(d) scenario.

4. Choose the right variant. The term “intellectual property” appeared for the first time in the legislation of Ukraine:

(a) the Constitution of Ukraine;

(b) the Law of Ukraine “On companies”;

(c) the Law of Ukraine “On property”;

(d) the Civil code of Ukraine. 

5. Choose the right variant. The rights to the objects of intellectual property are regulated by:

(a) the Criminal code of Ukraine;

(b) the Civil code of Ukraine;

(c) the Code of civil procedure of Ukraine;

(d) the Family code of Ukraine.

6. Choose the right variant. The term “intellectual property” appeared for the first time in the following international acts:

(a) the Convention on the establishment of the World Intellectual Property Organization of 14.07.1967;
(b) Paris Convention for the protection of industrial property of 20.03.1883;

(c) Madrid Convention concerning the international registration of trade marks of 14.04.1891;

(d) Trademark Law Treaty of 1994.
7. Choose the right variant. The objects of the exclusive rights are the following results of intellectual activity:

(a) folk arts;

(b) radio or newspaper reports about recent events;

(c) scientific, literary or art work;

(d) the translation of the Constitution of Yugoslavia.

8. Choose the right variant. The profit earned by one of the spouses – the author for the result of his/her creative activity is:

(a) property of one of spouses – the author;

(b) joint property of spouses;

(c) property of the author, his/her spouse and their children;

(d) joint property of all members of the author’s family.

9. Choose the right variant. The main subject in the system of intellectual property protection is:

(a) the State department of intellectual property;

(b) the Antimonopoly committee of Ukraine;

(c) the Ministry of Justice of Ukraine;

(d) the Ministry of Internal Affairs of Ukraine. 

10. Choose the right variant. The co-authors of the work are the persons:

(a) who have provided technical assistance to the author;

(b) who have created the work together;

(c) who have organized creation of the work;

(d) who have given material assistance to the author.
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	Unit 2

OBJECTS AND SUBJECTS 
OF COPYRIGHT 
AND RELATED RIGHTS


Key words: copyright, literary works, art works, objects of related rights, objects of copyright, subjects of related rights, subjects of copyright, literary and art works, software, data base compilations, performance, phonograms, videograms, broadcasting, creative unions.

2.1. Historical preconditions of copyright formation
One of the first legal acts to lay down the foundation of copyright legislation was the Censorial statute (22 April 1828) which contained the chapter “On authors and creators of books”. The provisions of that act dealt with literary works; in particular, the author or translator of the book had exclusive right to use his publication during all his life. The term of validity of copyright was 25 years from the date of author’s death. After that this work became “public property”. However, that law was not in effect for long, and in 1830 the new regulation on authors’, translators’ and publishers’ rights was adopted which extended greatly legal protection in comparison with previous legal act. The new act covered protection of articles in magazines, private letters, readers etc. According to the new legislation author’s rights were considered to be property right. The term of legal protection of works was prolonged to 35 years after an author’s death.

The development of copyright in XIX century extended the list of works and authors’ rights as objects of protection. In 1845 and 1848 rights to music and art works were recognized. In 1875 the term of copyright protection was extended to 50 years, and in 1877 the copyright regulations were removed from the Censorial statute to the tenth volume of “the Code of laws of Russian Empire”. The next document “Regulations on copyright” was adopted on March 20, 1911 which took into consideration the experience of the best foreign legislators in this field. 
In the first years of the Soviet Power some legal acts governing important matters of intellectual property right and copyright were adopted. On 30 January, 1925 “The foundations of copyright” was adopted as national legal act. In this document the term of validity of copyright after an author’s death was reduced to 25 years. 
Legal norms that regulated intellectual property were codified only in 1963 according to the Civil code of Ukrainian SSR which was adopted on 18 July, 1963 by the Supreme Rada of USSR. That Code contained Chapter IV “Copyright” and consisted of 44 articles. At the end of 70s the specialists expressed the opinion that it was necessary to bring legal relations in the sphere of copyright closer to the principles typical for the most developed countries. For this reason much work was done in order to adjust copyright legislation in accordance with the main international conventions. 
After declaration of independence Ukraine started to classify its legislation in the sphere of intellectual property. So, on 23 December, 1993 the Supreme Rada of Ukraine adopted the Law of Ukraine “On copyright and related rights” which made radical changes in the system of copyright. This law regulated copyright relations, contractual relations between the author and other persons. It also defined legal mechanism of the protection of author’s rights.
The next important step in the development of copyright was the adoption of the Law of Ukraine “On accession of Ukraine to Berne convention concerning protection of literary and art works” by the Supreme Rada. The provisions of this convention take into consideration the international experience in the sphere of copyright relations, determine legal aspects of Ukraine’s cooperation with other participants of convention, authors’ rights and protection of literary and art works. 
On the international scale intellectual property started to be legally regulated in 1996 after signing in Geneva of the Copyright Treaty of the World Intellectual Property Organization and provisions of the Berne Convention. Ukraine joined the Copyright Treaty of WIPO on 20 September, 2001. 
The next important step of development of legislation regulating intellectual property rights was the adoption of the Civil code of Ukraine on 16 January, 2003 the fourth book of which is called “Intellectual property right”. 

2.2. Civil characteristic of copyright 
and related rights objects
Among the objects of intellectual property the particular place belongs to copyright and related rights objects. Legal regulation of these objects is carried out according to the norms of the Constitution of Ukraine, the Civil code of Ukraine, international acts, the Law of Ukraine “On copyright and related rights” and other legal acts.
The main objects of copyright are literary and art works. 
According to the definition of V.O. Serebrovsky, “work is a set of ideas, thoughts and images expressed in accessible for a person form that may be reproduced”. 
In the opinion of O.V. Dzera, the work is a result of author’s creation, his ideas, images, thoughts etc. The work should be suitable for reproduction and perception.
There is no general definition of the “work” in the Law of Ukraine “On copyright and related rights”, but Article 1 gives the definition of audio, derivative, architecture, art works. 
The name of “literary works” is derived from the Latin word “letter”, that is, works that are written. Although literary works are not always based on the reliable facts, they are aimed to reflect reality, consciousness of the person creating the object of copyright. In such a way the author tries to create not only a new and original work, but also put into it his world outlook, his own viewing of the world, individual thoughts, ideas, impressions etc. That is why it is very important to provide legal protection of property and non-property rights of the author to his work.
According to the form of expression literary works may be written and oral.
Written literary works include such traditional works as novels, tales, poems, articles, scientific works, and also non-traditional works of practical application: advertising texts, instructions on equipment use, technical tasks, regulations on remuneration of labor, manuals for users and other works recorded on material data medium with help of symbols and signs.
Oral works include lectures, speeches, sermons and others. The peculiarity of the oral work is that it does not have such material object as a copy of the work. Such work may be recorded with help of audio or video tape, but the result of such recording is phonogram or videogram. 
According to the types of creation literary works are divided into: works of scientific literature, art works and fiction. 
Scientific works include reference, information and popular literature.
Art works are: pictures, drawings, painting works and others.
Fiction works are: books, magazines, brochures of different genre.
The Berne convention for protection of literary and art works and other international documents contain the list of works which are considered to be the objects of legal protection. The convention defines: the term “literary and art works” covers all works in the sphere of literature, science and art in any form of their expression. These are: books, brochures and other written works; lectures, allocutions, sermons and other similar works; dramatic and music works; choreographic works and pantomime; music works with or without text; cinematographic works expressed by the way analogous to cinematography; pictures, drawings, painting works, architectures, sculptures, graphics and lithography; photographic works expressed by means analogous to photography; applied art works; illustrations, geographic maps, schemes, sketches and plastic works connected with geography, topography, architecture or science (Clause 2 Article 2 of the Berne convention). 
WIPO Copyright Treaty of the 6 September1952, revised in Paris on 24 July 1971, contains a brief list of copyright objects.
Article 1 of this Treaty declares: the objects of legal protection are: literature, scientific works and fiction: written works, music, dramatic, cinematographic works, works of art, graphic and sculpture. 
Accrual of copyright does not require registration of the work or any other formalities. 
To be legally protected the work has to comply with requirements specified by legislation; only in this case the work may be recognized as a copyright object. Examining the current legislation of Ukraine one should come to the conclusion that the essential features of the work are:

1 – creative character of the work, the result of author’s creation;

2 – branch of science, literature, art;

3 – objective form of expression of the work;

4 – reproduction of the work.

“Creation” is an essential requirement set up by legislation in order to consider the work as an object of copyright. Moreover, the legislators agree that “objectivity of the form” and “reproduction” of the work are the obligatory features of the copyright object. 
O.O. Pidiprygora has given the definition to the term “creation”: “it is a purposeful investigative activity of a person the result of which is something new that may be distinguished by its originality, peculiarity and historical uniqueness”. The result of creative character of the work is its novelty. But there is an opinion that the feature of work novelty is absorbed by the creative feature. The feature of novelty as independent one is necessary only in patent law because it is connected with priority; it is unnecessary in copyright because it protects the form of the work. So, the creation is considered to be an intellectual activity the result of which is something new, original, peculiar and unique. 
While talking about such feature as “objective form” it is important to mention that “objective” means belonging to the object or to be defined by it. As to the real objects this concept defines that objects, characteristics or relations exist beyond the subject and independent of it. To be legally protected the creative result of the author’s work must be expressed in objective form. This requirement is set up in Article 2 of the Law of Ukraine “On copyright and related rights”.
Whereas the object of the copyright is the work, but not the activity, only the result, but not the creation can be the object of copyright. The work is a single possible result of person’s creative activity and efforts. 

According to the form of expression the works may be:

1) written (books, brochures, articles, magazines, letters etc.);

2) oral (performances, reports, lectures, speeches, sermons etc.);

3) graphic (illustrations, pictures, schemes, drawings, sketches, plastic works etc.);

4) electronic (digital), optical or others.

The object of copyright is the work on the whole, but not its separate elements. In some cases essential elements of the work may be legally protected, for example, the plot which is the result of the creation. 

A person possessing the copyright (the author of the work or any other person who has been assigned an author’s property right to this work) may use a special sign of copyright protection. This sign consists of the following elements: Latin encircled letter ”c”; the name of the person – copyright owner; the year of the first publication of the work. The sign of the copyright protection is put on the original and every copy of the work. If the work has been published anonymously or under the pen name (except the case when the pen name identifies the author), the publisher of the work (his name must be mentioned on the work) is considered to be the representative of the author and has the right to protect the rights of the latter. This provision is in force until the author has divulged his name or his authorship.
The Civil code of Ukraine has determined the following copyright objects:

· novels, poems, articles and other written works;
· lectures, speeches, sermons and other oral works;
· dramatic and music works, pantomimes, choreographic and other stage works;
· music works (with or without text);
· audiovisual works; architecture, sculpture, graphic and painting works;
· photographic works;
· illustrations, paintings, schemes, sketches and plastic works connected with geography, topography, architecture or science;
· translations, adaptations, arrangements and other revisions of literary and art works;
· collected works if they are the result of intellectual activity;
· computer programs; compilations of database if they are the result of intellectual activity; other works.

Copyright does not extend to the ideas, processes, methods or mathematic conceptions. 
Computer programs are protected like literary works. Nowadays Ukraine should choose between two possible ways: (1) “end-user” applying copyright norms for the protection of computer programs or (2) “computer programs developer” using not only the norms of the mentioned law but also patent law. The latter system of legal protection is used by the states – leaders in the development of computer programs (the USA, Japan). The majority of European states do not use the norms of patent law concerning computer programs protection, but legal practice knows the facts of their indirect use. 
According to the current legislation, computer program is a set of instructions in the form of words, numbers, codes, schemes, symbols or in any other form applicable for read-out by computer in order to achieve particular purpose or result. This concept covers both operating system and application program expressed in source or object codes.
The succession of the operation fulfillment, logical organization of computer program may be objectively expressed in the technical tasks, program description, subsidiary material, source and objective codes. Any of these objects must correspond to the criterion “sufficient to fulfill the set of commands”. 
The creator of the computer program may demand from other persons to recognize him as a true author, and other persons must admit this fact. The right of authorship is the most important right of the author. All other property and non-property rights arise from the right of authorship.
According to Article 11 of the Law of Ukraine “On copyright and related rights”, subjective copyright to the computer program belongs to the author of the program, i.e. to the person who created this program. Legal fact is the fact of computer program creation by this natural person. This person has the primary right to the computer program. Secondary right to the computer program belongs to persons who have been assigned this right according to the agreement (civil or labor). Legal fact of accrual of secondary copyright to the computer program is an agreement of assignment of property author’s rights or rights to use. 
Another object of copyright is compilation of database or another material. According to the current legislation these works are protected like literary works. This protection is not extended to data or material and does not affect copyright to data or material which are components of compilation. 
Taking into account the fact that the current norms of the Civil code of Ukraine, the Law of Ukraine “On copyright and related rights” do not contain exhaustive list of the copyright objects the legislator allows to recognize as copyright objects (including intellectual property objects) the results of creative activities not mentioned in the law. 
According to the legislation, the following objects are not considered to be copyright objects:

– news or current events’ announcement which is a simple media information;

– folklore works; political, legal or administrative official documents (laws, decrees, regulations, court decisions, state standards etc.) and their official translations issued by the state authorities;

– state symbols of Ukraine, state awards, symbols and signs of the state authorities, Armed Forces of Ukraine and other military bodies;

– symbols of territory communities; symbols and signs of enterprises, offices and organizations; currency notes; schedules of vehicles and broadcasting; telephone books and other similar database that do not correspond to the criteria of uniqueness and which are not extended the sui generis right (the right of a particular type). 

According to the legislation the author has the right to demand the recognition of his authorship by indicating author’s name on the work and its copies and every time while using the work in public if it is possible (Clause 1, Article 14 of the Law of Ukraine “On copyright and related rights”), to forbid mentioning his name if he wants to be anonymous author while using the work in public (Clause 2, Article 14 of the Law of Ukraine “On copyright and related rights”), to choose the pen name, to indicate and demand to indicate the pen name instead of the real name of the author on the work and its copies every time while using the work in public  (Clause 3, Article 14 of the Law of Ukraine “On copyright and related rights”). The set of these rights is the right to author’s name. The right to author’s name allows the author to publish the work under his real name, pen name or without indication of the name. He has also the right to demand indication of his name every time while using the work. The right to the name includes requirement not to misrepresent the author’s name (pen name) when it is mentioned by the persons that use this work.

The author of the computer program may indicate his name (pen name) in the text of the initial code, audiovisual pictures, in the materials of accompanying documents and on the package of medium containing the copy of the program.
Article 24 of the Law of Ukraine “On copyright and related rights” gives the right to the person possessing the legally produced copy of the computer program to adapt it, i.e. is to make modifications in order to provide operation of the computer program on the specific technical means (hardware) of the user.
Legal regime of related right objects is of great importance as they are closely connected with copyright objects. 
Related rights are a set of civil norms governing the relations which are the result of the copyright to use literary and art works belonging to other persons and to form a new result of creative activity on their basis.
Related rights objects are those created as a result of using copyright objects. 
So, one should distinguish the following features of the related rights objects:

– firstly, they are derivative from copyright;

– secondly, related rights arise from creative activity of the subjects of above-mentioned rights;

– thirdly, related rights have common feature with copyright. It is their creative character. 

Related rights objects are: performance, phonogram, videogram, broadcasting. 

Performance belongs to art and is considered to be a creative activity. The peculiarity of performance is the original interpretation of the art work. But the text itself, verbal work is also protected by copyright.

According to the Law of Ukraine “On copyright and related rights” public performance is presentation agreed by the subjects of copyright and related rights of the works, performances, phonogram, broadcasting by means of declamation, play, singing, dancing and by other means both in live performance and with the help of any devices (except broadcasting or cable) in the places where there may be persons who are not members or close friends of the family regardless of the fact if they are in the same place and at the same time or in different places and at different time.

Phonogram is a sound recording on the relevant medium (magnetic tape or disk, gramophone record, compact disk etc.) of the performance or any other sounds (except sounds in the form of records) included into audiovisual work. Phonogram is the initial material for producing copies. The essential peculiarity of the related rights is their dependence on the rights of authors whose works create a new result. So, phonogram is a result that is protected by the related rights and created on the basis of other results of the person’s activity. While protecting the works included to phonograms, the rights of the phonogram producer is restricted by the legislation within the agreement between the performer and the author of the phonogram recorded work.  One should bear in mind that a person who has property right to the material object, including the copy or phonogram of the work in which it is fixed, may have no rights to the work protected by the intellectual property right. 

The concept of videogram is new for the national legislation of Ukraine. The protection of the rights of videogram producers is similar to the protection of phonogram producers’ rights.  According to French legislation, the term “videogram” means the first fixation of pictures with or without soundtrack. Videogram is a video recording on the relevant medium (magnetic tape or disk, gramophone record, compact disk etc.) of the performance or any moving pictures (with or without soundtrack), except pictures in the form of recording which are parts of this audiovisual work. Videogram is the basic material for producing copies.

In the opinion of Boyarchuk O.M., the criterion of distinguishing videogram from phonogram is only the type of recording. Videogram means a video recording, that is recording of the pictures, phonogram – a sound recording. All other approaches concerning phonograms are similar to the process of producing videograms. The process of phonograms and videograms production is typical feature of related rights. Derivative feature of videogram indicates that it is a new development created on the basis of the results of other activities. 
Legal sphere of related rights covers the activities of broadcasting which is protected by the legislation of Ukraine. The result of broadcasting is air or cable broadcasting. Intellectual property right to broadcasting arises from the moment of its first appearance. 

A person possessing related rights may use a special symbol established by legislation in order to inform about his rights.  

2.3. Subjects of legal relationships in the sphere 
of copyright and related rights
Lawyers are constantly discussing the issues concerning the subject of creative activity, the protection of both creative activity and the rights of this subject. 

The issues concerning the subjects of creative activity, their legal regime and protection attract interest of such well-known legal scholars in the field of intellectual property as R. Shishka, O. Melnik, L. Glu​khivsky, O. Pidoprygora and others. 

In the opinion of R.Shishka, the first aspect of the problem of the subject of creative activity is that in most cases his legal behavior is connected with his active and passive capacities. But it is not quite correct as to creative activity because the right to creation does not depend on active and passive capacities of the person. 

The second aspect of the problem of the subject of creative activity consists in engaging animals in this activity: monkeys, elephants, dolphins etc. and evaluation of such activity. This problem would not deserve attention if it was just entertainment and the pictures painted by animals were not sold at a symbolic price. 

The third aspect is the person’s creative activity under the influence of his contacts with animals, especially with dolphins. The contacts with dolphins may improve person’s health; excite aesthetic feelings and associations which influence the person. 
The fourth aspect consists of using artificial intelligence. There is no doubt that the computer can reproduce all the programmed functions. In future the role and significance of computer technologies in creative process will increase in geometric progression. In the opinion of R. Shishka, the question of partnership with artificial intelligence will arise sooner or later. 

The fifth aspect consists of evaluation of creative activity of other civilizations. Thus, some works can not be explained from the point of view of potentialities of those times. There may be other displays of such creative activity. 
Nature itself is “a creator”. The shape and internal design of stones, natural panorama etc. became the reality. 

However, decisive importance is attached to the human being. Only people are able to create works.

In the opinion of R. Shishka, the problem of the subject of intellectual property is complicated because the result depends not only on the idea (even brilliant one), but on the ability to demonstrate this idea to the audience and to represent it in the best way by means of masterly performance. A considerable number of people are engaged in this process, each of them makes contribution to the final result by his creative activity. 

However, despite of the number of science-based approaches to the subjects of intellectual property the current legislation considers the author of the work as a primary subject. 
O. Sergeev defines the right of authorship as a legal opportunity of a person to be considered as an author of the work and to require recognition of his authorship by other persons.

O. Melnik thinks that only real creator of the work has the right to call himself an author. In his opinion, the right of authorship indicates the fact of creation of the work by the particular person, and this is very important for the social appreciation of both the work and the author.

Only people may be authors regardless of their legal, social, political status etc. The person indicated as an author on the original or copy of the work is considered to be an author of the work (presumption of authorship).     
In accordance with Article 435 of the Civil code of Ukraine the subjects of copyright are also other natural and legal persons who have acquired the rights to the works according to the agreement or the law. For example, the authors of audiovisual work are: the production director, the author of screen version and/or texts and dialogues; the author of music (with lyrics or without) composed for this audiovisual work; art director, director of photography. 

The translators or authors of other derivative works acquire the copyright if they do not infringe the rights of the author whose work has been translated, adapted, arranged or remade. 

Thus, the right of authorship is inalienable from the author’s personality. It belongs only to the creator and is not transferred in any case, even under the agreement or by right of succession. Moreover, this right may not be waived. It results from the fact of creation and does not depend on its publication, use etc. 

The right of authorship arises since the moment of  creation of the work and is valid during the life of the author, and it is protected permanently after his death. The person indicated as an author on the original or copy of the work is considered to be an author of the work (presumption of authorship) unless otherwise proved. 

The current legislation does not require legal capacity of the author to be recognized as the creator of the object of intellectual property. Juveniles, minors and legally incapable persons may be authors of the works.

During the period of protection of copyright the author may register his copyright in relevant state organs in order to legalize the fact of authorship (copyright) to the published or not published work.

Co-authors have special legal status. 
According to the current legislation the co-authors are persons who jointly created the work. Co-authors possess the copyright regardless of the fact whether the work is inseparable or it consists of independent parts. The relations of the co-authors are specified by the concluded agreement. The right of publication or use of the work belongs to all co-authors. If the work is inseparable no co-author may refuse the others to publish, use or modify it without reasonable grounds. In case of infringement of joint copyright each of the co-authors may enforce his right in court. If the work consists of independent parts each of the co-authors has the right to use his part at his discretion, unless otherwise agreed. The copyright to interview is also considered to be co-authorship. The co-authors of interview are an interviewee and interviewer. The publication of interview is allowed only by the interviewee. The fee for use of the work belongs equally to the co-authors, unless otherwise agreed.     
Another subject of intellectual property is an employer. Nowadays the majority of objects of intellectual property are created at work, so the property right of authors and employers to the objects created under the labor agreement is a controversial question. According to Clause 2 of Article 429 of the Civil code, the property rights to the object created under the labor agreement belong both to the employee who created this object and to the natural or physical person-employer, unless otherwise agreed.

The work is considered to be a company’s work if it was created by the author at work under the labor agreement concluded between the employer and the author. According to the Law of Ukraine “On copyright and related rights” non-property right to the company’s work belongs to its author.

The exclusive property right to the company’s work belongs to the employer, unless otherwise specified by the labor agreement and civil agreement between the author and employer. For the creation and use of company’s work the author is supposed to get the fee the amount of which is determined by the labor agreement or the civil agreement between the author and employer. 

While concluding the labor agreement the employer and employee may regulate the matter of division of the property rights to the objects of intellectual property. In particular, they may agree that the exclusive property rights to the objects of intellectual property created by the employee under the labor agreement completely belong to the employer. 

However, the employer and employee do not always attain mutual agreement as they have contrary opinion concerning the property rights to the objects of intellectual property created under the labor agreement. The employer is interested in possessing personally the property rights to the object of intellectual property created by his employee. But the employee is interested in joint possession of rights to the created object of intellectual property and in obtaining profit or the fee (besides the salary) according to economic cost of this object. Thus, if the employee does not agree to conclude the agreement of assignment (cession) of property rights to the created object of intellectual property the employer does not have the right to insist on concluding the agreement which provides for waiving the employee’s exclusive rights in favor of the employer. According to Article 21 of the Labor code of Ukraine, the division of rights to the objects of intellectual property is not specified by the labor agreement and therefore may not be the subject of such an agreement. It is necessary to conclude an agreement of assignment of exclusive property rights (Article 1113 of the Civil code), but the above-mentioned agreement is concluded only by consent of the employee. So, the division of property rights to the objects of intellectual property created under the labor agreement is regulated by the agreement between the employer and employee.

The protection of objects of related rights is a recent event. Until 1993 there was no legal regime of protection of related rights in Ukraine. According to the current legislation of Ukraine the related rights are the rights of performers, the rights of producers of new phonograms and videograms, the rights of broadcasting organizations to their programs.

The subjects of related rights are performers, their heirs and persons who legally obtained the related rights.

According to the Law of Ukraine “On copyright and related rights” the performers are actors of theatre and cinema, singers, musicians, dancers, conductors of musical compositions and other persons who perform the role, sing, recite, advertise, play the musical instrument, dance or perform literary and art works, amateur and folk arts, circus, variety and puppet numbers, pantomimes. Performance is a presentation of literary and art work.

The subjects of related rights are also producers of phonograms and videograms.
The producer of phonogram is a natural or legal person who on his own initiative takes the responsibility for the first sound record of the performance or any other sounds.

The producer of videogram is a natural or legal person who on his own initiative takes the responsibility for the first video recording of the performance or any other moving pictures (with or without accompanying sound).
Any person acquired the related rights under the agreement or law may be the subject of these rights.

The state becomes the subject of copyright or related rights in case of succession under the law or testament. 

The subjects of related rights are broadcasting organizations. Broadcasting organizations (television and radio) are National television company, National radio company – national television and radio organizations that broadcast on the national channels and accountable to the Verkhovna Rada and the President of Ukraine.

Performers exercise their rights provided that they do not infringe the rights of the authors of performed works and other subjects of copyright.

Producers of phonograms and videograms may not infringe the rights of subjects of copyright and performers.

Broadcasting organizations may not infringe the rights of subjects of copyright, performers and producers of phonograms and videograms. The related rights arise from the fact of performance, audio and video production, program broadcasting. In order to exercise related rights no formalities are required.

The performer, producer of phonograms and videograms may use the sign of protection of related rights on the copies or packages of audio or video records in order to inform about their related rights. The above-mentioned sign consists of the following elements: the Latin encircled letter “P”; names of the persons possessing related rights; year of the first publication of phonogram or videogram.
In the absence of other evidence the persons whose names are specified on the copies or packages of audio or video records are considered to be performers, producers of phonogram or videogram.

So, the performers are: actors of theatre and cinema, singers, musicians, dancers, conductors of musical compositions and other persons who perform the role, sing, recite, advertise, play the musical instrument, dance or perform literary and art works, amateur and folk arts, circus, variety and puppet numbers, pantomimes.

The special subject in the sphere of protection of copyright and related rights is the State department of intellectual property. It implements national policy in the sphere of protection of copyright and related rights, exercises its authorities according to the law and carries out the following functions: monitoring of observance of the national legislation and international treaties in the sphere of protection of copyright and related rights; registration of organizations of collective management, control of their activities and assistance; mediation in negotiations and conflicts between the organizations of collective management; examination of applications for state registration of rights to scientific, literary and art works, registration of agreements etc.

The Ukrainian Agency of copyright and related rights is a main link of copyright protection; it is in the competence of the Ministry of Science and Education of Ukraine and the State department of intellectual property. The Agency carries out the following functions: protection of copyright and related rights; registration of rights to scientific, literary and art works; providing natural and legal persons with information on the objects of copyright and related rights; collective management of property rights of authors or their legal owners of copyright and related rights.

In Ukraine there are also non-governmental bodies that assure the protection of copyright and related rights, such as: National Writers’ Union of Ukraine, National Union of Theatre Workers of Ukraine, National Filmmakers’ Union of Ukraine, National Artists’ Union of Ukraine, National Union of Masters of folk art of Ukraine, National Architects’ Union of Ukraine, National Composers’ Union of Ukraine, National Photographers’ Union of Ukraine, National Journalists’ Union of Ukraine, National Union of kobza players, Advertisers’ Union of Ukraine, National Musical Union, Designers’ Union of Ukraine, Ukrainian Cultural Fund, National League of Ukrainian Composers.
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Discussion points
1. Give legal characteristics of the objects of copyright and related rights.

2. Describe the system of authorized bodies that protect intellectual property.

3. In what cases is the person recognized to be the creator of copyright object?
4. Analyze the legal protection of the objects of related rights.

5. Describe the legal status of the subjects of copyright and related rights.
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Checking test

1. Choose the right variant. Which object is not the object of copy​right?
(a) sermons;

(b) computer programs;

(c) data base;

(d) performance.

2. Choose the right variant. The primary subject of copyright is:

(a) the author;

(b) the employer;

(c) the performer;

(d) the producer of phonograms.

3. Choose the wrong variant. The authors of audiovisual work are:

(a) the production director;

(b) the author of screen version and dialogues;

(c) the employer;

(d) the producer of phonograms.
4. Choose the right variant. The objects of copyright are:

(a) reports about recent events;

(b) folk art (folklore);

(c) inventions, utility models;

(d) photographs.
5. Choose the right variant. The objects of related rights do not include:

(a) performances;

(b) broadcasting programs;

(c) videograms;

(d) audiovisual works.

6. Choose the right variant. The right of authorship to the draft of an official document belongs to:

(a) the sate organ on the instructions of which this document has been drafted;

(b) the person who has drafted the document;

(c) the international organization on the instructions of which this document has been drafted.

7. Choose the right variant. The objects of copyright do not include:

(a) folk art;

(b) drama works;

(c) musical compositions;

(d) scenario.

8. Choose the right variant. While preparing an official document by the state organ it may be modified and amended at the discretion of:

(a) the developer of the document;
(b) the person who corrects this document;

(c) the person who reviews this document;

(d) the state organ which prepares this document.

9. Choose the right variant. The copyright to the interview belongs to the persons:

(a) who has given and conducted the interview;
(b) who has given and organized the interview;

(c) who has conducted interview and provided technical assistance;

(d) who has organized interview and provided technical assistance.
10. Choose the right variant. Modifications, abridgements or amendments to the work after the author’s death are allowed by the legal owner in the following cases:
(a) they do not contradict the author’s will expressed during his life;
(b) they were discussed with the author before his death;

(c) they are specified in the author’s testament;

(d) they do not disarrange the integrity of the work.
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	Unit 3
LEGAL STATUS OF COPYRIGHT 
AND RELATED RIGHTS


Key-words: personal non-property rights, property rights, property rights to literary work, property rights to computer program, property rights to database compilation, property rights of phonogram and videogram manufacturers, property rights of performers, property rights of broadcasting organization. 

3.1. Legal regime of property and non-property rights 
of the subjects of copyright and related rights
The peculiarity of intellectual property right is that the holder of intellectual property right possess both property and non-property rights. According to the legislation the author of the intellectual property object possesses the following personal non-property rights:

– to demand the recognition of his authorship by indicating his name on the work and its copies and every time while using the work in public if it is possible;

– to forbid mentioning his name if he wants to be an anonymous author while using the work in public;

– to choose the pen name, to indicate and demand indicating the pen name instead of the real name of the author on the work and its copies every time while using the work in public; 

– to demand keeping integrity of the work and prevent any distortion, perversion and other modifications of the work and any other encroachment on the work that may harm the author’s honor and good name.
Author’s property rights (or property rights of another person – holder of copyright) include: the exclusive right to use this work; the exclusive right to allow or forbid using this work by other persons. Property rights of the author or another person – holder of copyright may be transferred to another person according to the agreement of disposal of property rights. After that this person becomes the copyright subject, i.e. the holder of property rights. The exclusive right to use this work by the author or another person – holder of copyright allows him to use this work in any form and by any means. 

Without permission of the author or another person – holder of copyright, but with obligatory indication of the author’s name and the source of information it is allowed: using quotations (short extracts) from the published works in the amount that justifies the aim, including magazine and newspaper quotation in the form of press reviews if it is caused by the critical, controversial, scientific or information character of the work which contains these quotations; free use of quotations in the form of short extracts from the performances and works included to the phonogram (videogram) or broadcasting programs; using  the literary and art works as illustrations in the publications, broadcasting programs, sound and video recording  in the amount that justifies the aim; reproduction in the press, public performance or information of the articles on current economic, political, religious or social issues  previously published in the newspapers and magazines or works of the same type in the case when the right to the reproduction or any public information is not forbidden by the author; reproduction with the aim to report current events by means of photography or cinematography, public information of the works which were seen or heard during such events in the amount that justifies the aim; reproduction in the catalogues of works exposed on the exhibitions, auctions, fairs or in the collections to report the above-mentioned events without using these catalogues with commercial aim; publication of the published works by the raised and dotted print for the blind people; reproduction of the works for judicial and administrative proceedings in the amount that justifies the aim; public performance of the music compositions during formal and religious ceremonies; reproduction of public speeches, allocutions and reports or other public information in the newspapers and other periodicals, broadcasting programs in the amount that justifies the aim. Without permission of the author or another person it is also allowed to reproduce hard copy of the work by the libraries or archives the activities of which do not intend to obtain profits.

Without permission of the author or another person – holder of copyright it is allowed: reproduction of the fragments from the published written works, audiovisual works as illustrations for studying if the amount of such reproduction justifies the aim; copying by the educational institutions of published articles and other small works and fragments from the written works with or without illustrations for studies.

Without permission of the author or another person – holder of  copyright and without paying author's royalty it is allowed to reproduce previously published works exclusively for personal or family needs, except: architecture works in the form of erections and buildings, computer programs; hard copy of the books, music compositions and art original works.

The special legal regime concerning intellectual property objects is the regime of the right of remuneration. Article 23 of the Law of Ukraine “On copyright and related rights” defines:” the author during his life and his heirs after his death within the term determined by the article 24 of the Law of Ukraine “On copyright and related rights” concerning the original art works sold by the author have inalienable right to get five per cent from the price of every next sale through auction, gallery, shops etc.”. The author's fee obtained as a result of using the right of remuneration is paid by organizations that dispose of the property rights of the authors on collective basis.

The right of remuneration, i.e. the right of the authors of the art works to per cent share from the sale of their art works on the art market was codified for the first time in the French legal act of the 20-th of May 1920. In the international conventions it emerged after the adoption of Article 14bis of the Berne convention (26 June 1948). The peculiarity of the Article 14bis is that it allows using the right of remuneration by the states-members in case of mutuality. It means that the creators of art works, in contrast to other authors, may sell their art works, sculptures only once. So, if the right of remuneration was not protected they (authors) would be deprived of the opportunity to obtain the share from any auction sale of their works after the first sale. At the same time, according to the norms of the copyright, the creative workers of another sphere (composer, writer) while using their works by means of reproduction, public performance, mechanical copying with help of audiovisual means, telecast, broadcasting may allow such reproduction in individual case or by means of license agreements with the organizations that dispose of the property rights of the authors on collective basis, and demand remuneration. Besides the right of remuneration, art work creators have the right to allow reproduction, broadcast and telecast of their works and obtain the share from payments for private copying. In comparison with other authors they obtain small remuneration as the number of their works is limited.

The right of remuneration is not applied in all countries. There arises misbalance between markets that may influence negatively the art works sold in the countries that recognize the right of remuneration. Nowadays the right of remuneration is recognized by the legislation of 47 countries, in particular, by the Law of Ukraine “On copyright and related rights” (Article 23). But the right of remuneration is applied effectively only in a number of the countries of European Union: Belgium, Denmark, Spain, Germany, Portugal, France, Sweden and Iceland. On 13 March 1965 European commission proposed to provide harmonization of this right in all countries-members. 

Necessary condition of the effective application of the right of remuneration is the availability of the large market of art works with the permanent infrastructure of art galleries and places for auctions. 

For the objects of related rights another regime of intellectual property rights is applied.

A performer of the work has the following personal non-property rights: to demand his recognition as the performer of the work; to demand indicating or informing his name (nickname) in his every performance, recording (if it is possible); to demand high-quality recording of his performance and prevent any distortion, perversion or other modifications that may harm his honor and reputation. 

The property right of the performers is their exclusive right to allow or forbid the other persons: public information of their unrecorded performances (live air); recording in the phonograms or videograms their earlier unrecorded performances; direct or indirect reproduction of their performances recorded without agreement in the phonograms or videograms, or with the agreement, but reproduction was made with another aim; distribution of their performances recorded in the phonogram or videogram by means of the first sale or another transfer of property right if performers did not allow the  producer of phonogram (videogram) further reproduction while recoding the performance for the first time; commercial license of their performances recorded in the phonograms or videograms if they did not allow such license while recording even after distribution of performances by the producer of the phonogram (videogram) or by his permission; distribution of their performances recorded in the phonograms or videograms through any means of communication in such a way that any person may have access from any place and at any time for his choice if they did not allow such distribution while recoding the performance for the first time. 

The property rights of the performers may be transferred, alienated to other persons according to the agreement which defines the way of using performances, the amount and procedure of paying remuneration, the term of validity of the agreement and use of performances, the territory where these transferred rights are effective. Rates of remuneration defined in the agreement may not be smaller than minimum rates established by the Cabinet of Ministers of Ukraine. 

In case of using performance in the audiovisual work it is considered that the performer transfers all property rights to the organization that produces audiovisual work or the producer of audiovisual work unless the law provided for otherwise. In case when the performer during the first recording of the performance allows the producer of the phonogram or videogram its further reproduction it is considered that the performer has transferred to the producer of the phonogram or videogram the exclusive right to the distribution of phonograms, videograms and their copies by means of the first sale or another transfer, and also by means of license, commercial lease and others. In addition to that the performer has the right to obtain remuneration for using his performance through organizations of collective management or otherwise.

The producer of the phonogram or videogram has the right to indicate his name (title) on each medium of the recording or its package together with the name of the authors, performers and work titles, to demand to be mentioned while using phonogram (videogram).

According to the Rome convention, a phonogram producer is entitled to allow or forbid direct or indirect reproduction of his phonogram. Indirect reproduction means that the right of the producer is infringed not only in the case of immediate reproduction of the phonogram, but also while reproducing the recording from the existing phonogram. Broadcasting organization has the right to demand to mention its name while recording, reproducing, distributing its program and its public retransmission by another broadcasting organization. 

As to property rights of the phonogram or videogram producers, they have exclusive right to use their  phonogram, videogram, and  exclusive right to allow or forbid other persons: reproduction (direct or indirect) of their phonogram and videogram  in any form and way; public distribution of phonogram, videogram and their copies by means of the first sale or another transfer of property right; commercial lease of phonogram, videogram and their copies even after their distribution by the producer of the phonogram and videogram  or with their permission; public transmission of phonogram, videogram and their copies through any means of communication in such a way that any person may have access from any place and at any time for their choice; any modifications of the phonogram, videogram; import of phonogram, videogram and their copies in the customs territory of Ukraine with the aim of their distribution.

Property rights of the phonogram and videogram producers may be transferred (alienated) to other persons according to the agreement which specifies the way of using phonogram (videogram), the amount and procedure of paying remuneration, the term of validity of the agreement, the term of using performances, the territory where these transferred rights are effective etc. The amount of the remuneration defined in the agreement may not be smaller than minimum amount established by the Cabinet of Ministers of Ukraine. 

Property rights of the phonogram or videogram producer – legal person may also be transferred (alienated) to another person according to the established procedure as a result of liquidation of the legal person – the subject of related rights.

If phonograms, videograms or their copies have been introduced by the producer into civil circulation by means of their first sale in Ukraine their further sale or donation is allowed without permission of the phonogram (videogram) producer or his legal successor and without paying remuneration. 

As to the property rights of the broadcasting organizations they have exclusive right to use their programs in any way, and exclusive right to allow or forbid other persons: public information of their programs by means of transmission and retransmission; recording of their programs on the material medium and their reproduction; public performance of their programs in the places with paid entrance.

Broadcasting organization has also the right to forbid distribution of program – carrying signals transmitted by satellite by the distributing body in or from the territory of Ukraine. Property rights of the broadcasting organization may be transferred (alienated) to other persons according to the agreement which specifies the way and term of using the program, the amount and procedure of paying remuneration, the territory where the transferred rights are effective.

Property rights of the broadcasting organization may also be transferred (alienated) to another person according to the established procedure as a result of liquidation of the legal person – the subject of related rights.
It is allowed to use performances, phonogram, videogram, broad​casting programs, their recording, reproduction and public information without agreement of the performers, phonogram and videogram producers and broadcasting organization in the following cases:

– the mentioned objects are reproduced only with educational and researching purposes;

– subjects of the related rights have the right to a just remuneration taking into account a number of reproduced copies. 

Home reproduction of the compositions and performances recorded in the phonograms, videograms and their copies is allowed exclusively for personal needs, without author’s (performers, phonogram and videogram manufacturers) agreement; remuneration is paid according to the current legislation.

According to the general rule, copyright to the work arises as a result of its creation and is valid from the moment of its creation. The copyright is effective during the author’s life and 70 years after his death except cases specified by the law (part 1,2 art. 28 of the Law “On copyright and related rights”).
As to the works published anonymously or under pen name, the term of validity of the copyright expires 70 years after publication of the work. If the pen name of the author does not raise doubts as to the personality of the author, or if the authorship of the work published anonymously or under pen name is divulged not later than 70 years after publication of the work, the period of 70 years is applied.
Copyright to the work published for the first time within 30 years after the author’s death is valid during 70 years from the moment of its legal publication. Any person who publishes the work which has not been published after the expiry of copyright protection term is entitled to protection of the author’s property rights. 
The term of protection of these rights is 25 years from the moment of the first publication (part 3–8 art.28 of the Law “On copyright and related rights”). 
Property rights of the performers are protected during 50 years from the moment of the first recording of the performance. The rights of the phonogram and videogram producers are protected during 50 years from the moment of the first publication of the phonogram (videogram) or their first recording (video recording) if phonogram (videogram) has not been published within mentioned period.
Heirs of the performers and legal successors of the phonogram (videogram) producers and broadcasting organizations obtain the right to allow or forbid to use performances, phonograms, videograms, public information, and also the right to remuneration within an established period. 

3.2. International legal acts in the sphere 
of copyright and related rights
The problem of copyright protection is of vital importance in monolingual countries (France, Belgium, Austria, Germany, Great Britain, the USA and others). Books that were not legally protected were published in other countries with a great number of copies. Illegal publication (counterfeit) of literary works without permission of copyright owners and without payment of remuneration resulted in bankruptcy of publishing companies. 

From the very beginning the aim of the Bern Convention was adoption of national laws and international standards of copyright protection. Three diplomatic conferences were held (1884, 1885, 1886) where the initial text of the Bern Convention on the protection of literary and art works on behalf of Belgium, France, Germany, Great Britain, Haiti, Liberia, Spain, Switzerland, Tunisia was signed. The countries affiliated to the Bern convention set up the Bern Union in order to protect authors’ rights to their literary and art works. The administrative functions of this Union are carried out by the World Intellectual Property Organization (WIPO).

The international system of protection of copyright and related rights promotes the development and mutual enrichment of literature, science and art, distribution and legitimate use of literary, art and scientific works.

The Bern Convention protects any original literary, art and scientific works. As specified in the preamble of the Bern convention, its aim is the most effective protection of authors’ rights to their literary and art works. The Convention is based on three essential principles:

1. National regime – every country affiliated to this Convention is obliged to protect the works in other countries just as it protects the works of its own citizens;

2. Author’s protection – grant of protection does not require any formalities;
3. Minimum standards – the laws of each country must provide some “basic” standards of copyright protection.

When specifying the subjects of protection the Bern convention uses territorial principle according to which privileges are given to the “country of origin” of the first publication of the work (Article 3 of the Convention). The authors – citizens of the countries of the Bern Union use both the rights granted by domestic laws and the rights granted by the Convention (Article 5 of the Convention). The protection is also given to the authors – citizens of the countries that are not the members of the Bern Union if their works were published for the first time in one of the countries of the Union.

The development of new technical means of using the works necessitated their regulation. The Bern Convention was gradually amended and revised at the international conferences in 1896, 1908, 1914, 1928, 1948, 1967 and 1971 in order to provide the copyright protection in the circumstances of fast technological development.

The Rome Convention for the protection of performers, producers of phonograms and broadcasting organizations of 1961 (hereinafter – the Rome convention) is based on the principles used in the Bern Convention. However, in the Rome Convention more emphasis is made on the so-called discretionary regulation. In some cases the Rome Convention provides for mutual restrictions or establishes recommen​datory rules allowing the countries to decide at their discretion the issues of minimum level of protection. 

The Convention for the protection of phonogram producers against unauthorized duplication of their phonograms of 1971 and the Convention relating to the distribution of programme-carrying signals transmitted by satellite of 1974 cover the sphere of related rights. But the first of these Conventions, instead of using the principle of mutuality, restricts the protection to the cases specified therein; the second one recommends the affiliated countries to take measures to prevent unauthorized distribution of program-carrying signals by the organization for which such signals are not intended. 

International protection of copyright and related rights promotes the development of literature, art, science and distribution of literary, musical, art works, computer programs, performances etc. 

The main issues of the Madrid Agreement are the following:

– firstly, the applicant must be the citizen of the affiliated country or natural or legal person residing in this country or owning non sham industrial or commercial company;

– secondly, the trademark intended to be internationally registered has to be registered nationally by the Department of trademarks in the home country of the applicant. Such registration is called “main registration”.

The country of national registration that is the basis for international registration may not be chosen by the applicant at his own discretion.
Article 1/3 of the Agreement specifies that the country of origin is:

– the country affiliated to the Madrid Agreement where the applicant has real non sham industrial or commercial company;

– if the applicant does not have such a company in this country the country of origin is considered to be the country affiliated to the Madrid Agreement where he resides;

– if the applicant does not have real non sham industrial or commercial company and does not reside in such a country  the country of origin is considered to be the country affiliated to the Madrid Agreement where he is a citizen.

Sometimes Article 1/3 of the Madrid Agreement is called “multi​stage”.

– thirdly, according to the Madrid Agreement, direct submission of application to the International bureau is not necessary. The application for international registration must be submitted to the Department of the country of origin which sends it to the International bureau in Geneva.

The role of the Department of the country of origin consists not only of sending applications for international registration to the International bureau of WIPO, but also of confirming that the trademarks (as well as goods and services) applied for international registration do not differ from the trade marks (goods and services) of the main registration.

– fourthly, international application must contain the list of countries affiliated to the Madrid Agreement where legal protection is requested (so-called “specified countries”). It is compulsory to pay duty. The main duty (at the amount of 653 Swiss francs) is paid for covering expenses of the International bureau connected with international procedure. There is also duty for the instruction which must be paid for every country;
– fifthly, if all necessary conditions, including the payment of duty are complied with the International bureau registers the mark in the International register,  sends the notice to the Departments of a particular country and publishes the registration in the periodical “The WIPO Gazette of International Marks”. 
– sixthly, from the date of international registration in the particular country the mark is given the same protection as if it were given in the national Department. Within a year the Department of each country has the right to refuse the protection of the mark concerning some or all goods and services. The notice of refuse has to specify all reasonable grounds of this refuse. If within the above-mentioned period there is no such a notice of refuse or the Department of this country withdraws the refuse the mark is given the same protection as if it were registered in the above-mentioned country from the date of international registration.

During five years from the date of international registration the validity of such registration depends on the main registration in the country of origin. If within this 5 year period the application is revoked the validity of international registration expires in each of specified countries. It may be revoked at the request of the Department of the country of origin or in case of bringing an action to the court before 5 years period expires. The opportunity of contestation of international registration through national registration in the country of origin is called “central attack” as it allows the owner of the mark conflicting with the owner of international registration in several countries to bring one action against the main registration in the country of origin instead of several actions in the courts of each of specified countries.

In 1967 in Stockholm the Convention that established the World Intellectual Property Organization (WIPO) was signed. It became an international administrative organization, specialized UN body (from 1974). 
Almost all countries in the world are members of the WIPO the main purpose of which is protection of all intellectual property rights, including the functions directed to harmonization of national legislation in this sphere.
The Convention that established the World Intellectual Property Organization was signed at the Diplomatic conference in Stockholm in 1967. The WIPO started its activity in 1970, and in 1974 it became one of 16 specialized organization of the United Nations. 

The main goals of the WIPO are:

– mutual understanding and development of cooperation between the states in the interests of mutual benefit with respect for their sovereignty and equality;
– promotion of creative activity, protection of intellectual property worldwide;
– modernization and improvement of efficiency of administrative activity of Unions established in the sphere of industrial property protection, as well as protection of literary and art works with respect for independence of each Union.  
The activities of the WIPO are directed at: protection of intellectual property worldwide by means of cooperation between the countries and international organizations; administrative cooperation between the Unions in the sphere of intellectual property (the Unions established within the Bern and Paris Conventions and the Treaties signed by the members of the Paris Union).
The activities of the Unions are controlled by the governing bodies of the WIPO.

The Convention that established the WIPO provides for 4 governing bodies: General Assembly, Conference, Coordinating board and International bureau of the WIPO (Secretariat).

The supreme body of the WIPO is the General Assembly of the WIPO whose members are the states – members of the WIPO provided that they are the members of the Assembly of the Paris or Bern Unions and the Swiss Confederation (the country of residence of the WIPO). Unlike the General Assembly, all the countries – members of the WIPO take part in the Conference. 72 countries are members of the Coordinating board.
The Coordinating board is an executive body of the General Assembly and the Conference which carries out consulting functions.

The General Assembly and Conference are convened at the regular session every two years, the Coordinating board – once a year. The executive chairman of the WIPO is the General Director elected by the General Assembly for the term of six years. The Secretariat of the WIPO is called “International bureau” and is located in Geneva.  
The WIPO contains the Arbitration and intermediary centre which is a part of the International bureau. The centre renders services of commercial disputes settlement between private parties concerning intellectual property. 

Since 1993 Ukraine is a part of Coordinating board of the WIPO, a member of the Standing Committees of the WIPO on information in the sphere of industrial property, since 1995 – a member of the Standing Committee of the WIPO concerning cooperation with the aim of development in the sphere of copyright and related rights. 
The WIPO gives Ukraine considerable consulting, methodical, technical and financial assistance. The WIPO carries out administrative functions of the following Unions and Treaties in the sphere of industrial property: the Paris Convention for the protection of intellectual property; Madrid Agreement concerning international registration of marks and the Madrid Protocol; Madrid Agreement for the repression of false or deceptive indications of source on goods; Treaty on the protection of the Olympic symbol; Patent Cooperation Treaty (PCT); Budapest Treaty on the international recognition of the deposits of microorganisms for the purposes of the patent procedure; Hague Agreement concerning the international registration of industrial designs; Lisbon Agreement for the protection of appellations of origin and their international registration; Strasbourg Agreement concerning the international patent classification; Nice Agreement concerning the international classification of goods and services for the purposes of the registration of marks; Vienna Agreement establishing an international classification of the figurative elements of marks; Locarno Agreement establishing an international classification for industrial designs; International Convention for the protection of literary and artistic works; WIPO Copyright Treaty; International Convention for the protection of performers’ interests; Geneva Convention for the protection of producers of phonograms against unauthorized duplication of their phonograms; Brussels Convention relating to the distribution of programme-carrying signals transmitted by satellite; WIPO perfor​mances and phonograms treaty.
[image: image9.png]


Discussion points
1. Analyze the extent of property and non-property rights of copyright subjects.

2. Analyze the extent of property and non-property rights of the subjects of related rights.

3. Characterize the main international treaties in the system of copyright protection.    

4. Characterize the right to inviolability of the work.

5. Describe the objects that are not protected by copyright.
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Checking test

1. Choose the wrong answer. The property rights of broadcasting organizations include an exclusive right to use their programs by any means and an exclusive right to allow or prohibit the other persons:

(a) public information of their programs by means of performance;

(b) recording of their programs on the material medium and their reproduction;

(c) public performance and demonstration of their programs at the places with paid entrance;

(d) to require recognition of the fact that broadcasting organization is a performer of the work.

2. Choose the right answer. The copyright is valid:
(a) during the lifetime of the author;

(b) during 70 years after the creation of the work;

(c) during the lifetime of the author and 70 years after his death;

(d) during the lifetime of the author and 50 years after his death.

3. Choose the right answer. The property rights of the performer are pro​tected:

(a) during the lifetime of the author and 70 years after his death;

(b) during the lifetime of the author and 50 years after his death;

(c) during 50 years from the date of the first record of the performance.

4. Choose the right answer. The Convention that established the World Intellectual Property Organization (WIPO) was signed at the Diplomatic conference in Stockholm in:

(a) 1967;

(b) 1968;

(c) 1986;

(d) 1978.

5. Put in the right answer. For the works published anonymously or under the pen name the term of copyright expires in _________ after the publication of the work.

(a) 30 years;

(b) 50 years;

(c) 60 years;

(d) 70 years.
6. Choose the right answer. The Claim to:
(a) the author’s right under the agreement to require the transfer of exclusive right to the work to another person; 
(b) the author’s exclusive right to the work;

(c) the author’s incorporeal right under the license agreement;

(d) income from the work is not allowed.

7. The exclusive right to literary, scientific or art work is valid during the author’s life and after his death from the first day of the year that follows the year of the author’s death during:

(a) 20 years;

(b) 50 years;

(c) 30 years;

(d) 70 years. 

8. Choose the right answer. For the works published anonymously or under the pen-name the term of exclusive right expires from the moment of their legal publication in:

(a) 5 years;

(b) 20 years;

(c) 50 years;

(d) 70 years.

9. Choose the right answer. The authorship, author’s name and invio​lability of the work are protected during;

(a) 50 years;

(b) 70 years;

(c) 100 years;

(d) unlimited term.

10. Choose the right answer. The conditions and procedure of use of the works which became public property after the expiry of exclusive rights are determined by:
(a) Multilateral agreement (CIS) “Agreement on cooperation in the sphere of protection of copyright and related rights”;

(b) the Code of civil procedure of Ukraine;

(c) the Law of Ukraine ”On copyright and related rights”;
(d) the Civil code of Ukraine.
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	Unit 4

THE CONCEPT AND STRUCTURE 
OF INDUSTRIAL PROPERTY RIGHT


Key-words: industrial property right, patent law objects, patent, invention, utility model, industrial design, non-traditional objects of industrial property, individualization facilities of the civil circulation participants, goods and services.

4.1. General characteristic 
of the industrial propertyobjects
Modern production requires new scientific and technical progress, numerous up-to-date solutions from our researchers. New goods and production means play a very important role in the renovation and replacement of outdated manufacturing technologies and, in that way, are the most effective means of using the industrial branches of economy. 
Industrial property is one of the components of intellectual property. Industrial property is the result of scientific and technical creation which may be used for the benefit of society in any sphere of human activities.
Industrial property rights are subjective rights to the various results of intellectual creation – technical and untechnical which are given special legal protection because of their great importance in the field of economic activity, production and trade.
Industrial property objects are engineering solutions which are used in production: inventions and know-how, industrial and aesthetic solutions known as industrial designs.
Industrial property objects are also trade marks and indications of places of origin of goods, commercial (firm) names. Industrial property right is also the right of protection against unfair competition.
In the opinion of O.O. Pidiprygora, the institution of industrial property includes:

a) patent law that regulates property and non-property relations closely connected with patent rights arising  due to creation and use of inventions, utility models and industrial designs. It is important to mention that term “patent law” is relatively new in the system of civil law of Ukraine. Like copyright, patent law is one of rather separate fields of the civil law in Ukraine. It is reasonable to distinguish the patent law objects in the structure of industrial property rights as all of them are the results of the scientific and technical activities and are protected by the patent though breeds of plants and animals which are the result of selection are also protected by the patent, but they are not the results of the scientific and technical activities and therefore are not related to the patent law objects;

b) institution of individualization facilities of the civil circulation participants and manufactured products concerning such objects as firm name, trade marks, geographical names;

c) institution of protection of non-traditional objects of industrial property: scientific discoveries, trade secret (know-how), topography of integrated circuits, selection results (breeds of plants and animals),innovations.
It is significant that registration of industrial property objects is of great importance: the exclusive right belonging to the creator of the certain intellectual product or another authorized person is not recognized without registration and obtaining special certificate. Regardless of the title of protection – patent or certificate – it is an individual act of the authorized state authority that certifies the priority, exclusive rights of its owner, sometimes determines the authorship and qualifies the result of intellectual activities (e.g. patent for invention).The term of validity and legal protection of relevant subjective rights on the part of the state is limited. The term of legal protection is limited for such objects as inventions (20 years), utility models (10 years), topographies of integrated circuits (10 years). For other objects of industrial property there is an opportunity of prolongation of above-mentioned document in case of payment to keep the protection document in force (the term of validity of the patent for industrial designs is 10 years with the opportunity of its prolongation).

Registration procedure is not obligatory for all objects of industrial property. In particular, the legislation does not require any obligatory procedures for legal protection of commercial (firm) names.

The right to firm and its protection accrues from the moment of actual use of the firm name, i.e. from the moment of state registration of the legal person, and no special document is required. There is no registration form of protection for trade secret and innovations legal status of which is certified and governed by the local normative acts of business entities. 

4.2. Legal status of the subjects of industrial property right
The subjects of industrial property right are the patentees and other persons who gained these rights according to the contract or law.
Under the Civil code of Ukraine the subjects of patent law are an inventor, an author of the industrial design and other persons who gained the rights to these objects according to the contract or law.
An inventor is an expert in the technical sphere who created the invention or is the author of the utility model. 
An author of the industrial design is a natural person whose creative work resulted in this work.
Patentees are persons owning a patent for invention, patent for a design and utility model. The patentees may be an inventor himself, an author; employer (while talking about company’s inventions); a person mentioned by the author in the patent application; legal successors; contractual patentee (if the patent was passed to any natural or legal person for payment according to the contract).
Licensor is a person who possesses legal document and gives permit (license) for its use. 
Licensee is a person who obtains the rights in the extent determined in the agreement to use the invention for payment.
Special subjects of the right to use the invention are the prior user and the compulsory licensee. They may use the invention without patent owner’s agreement.

Prior user is a person who created an identical invention by his own regardless of the author and used it in good faith before the date of priority (filing of an application for a patent). Prior user preserves a right to further use of invention free of charge.

Compulsory license may be granted to any person by the Higher Patent Chamber if the patentee has not used the invention for four years and refuses to conclude the license agreement. 

In case when the exclusive right to use industrial property objects belongs to the patentee the author may demand recognition of his authorship.
Besides, inventors and their legal successors including heirs have the right to file an application and the right to be granted a patent.
Legal successors are persons who are transferred a patent right by the inventor. They may be natural or legal persons regardless of the citizenship, place of residence etc.
Heirs have the right to be granted patent according to the procedure of succession under the current civil legislation. The inventor may transfer the right to file an application to any person.
According to the patent legislation of Ukraine, employers have individual, independent of inventor right to file an application and to acquire a patent. Besides, an employer has the right to make a decision concerning preservation of company's invention or utility model as confidential information. The term of information preservation does not exceed four years period.
Legal status of clients of examination and examiners is worthy of consideration. They enter into legal relations in the process of examination of applications for industrial property objects. Applicants are the clients of such examinations for industrial property objects. “Clients” and “applicants” are identical terms in this case. Any legally capable person may be an applicant.
Article 12 of the Law of Ukraine “On protection of rights to inventions and utility models” says: “a person who wants to acquire a patent and is entitled to it should file an application to the Agency”. If a person who wants to acquire a patent is legally incapacitated an application is filed by his representatives in the name of this person. 
Only the State department of intellectual property may be an examiner of applications for industrial property objects. The State department of intellectual property represented by the State enterprise “Institution of industrial property” is the only state authority which examines applications for industrial property objects. 
Patent attorney is another participant of legal relationships in the sphere of industrial property right. Patent attorney is an expert whose duties are to act on behalf of natural or legal persons: to file applications and obtain titles of protection for industrial property objects in our country and abroad, represent their interests in the patent offices, courts etc. Legal status of these persons is regulated by the Provisions on representatives dealing with intellectual property cases (patent attorneys), Provisions on the state registration of representatives dealing with intellectual property cases (patent attorneys), Provisions on the State patent commission for certification of representatives dealing with intellectual property cases (patent attorneys), Provisions on the Board of Appeals of the State Patent of Ukraine. 
Patent attorneys deal with all issues in the sphere of industrial property allowed by legislation.

4.3. International legal protection of industrial property
The objects of industrial property are protected by multilateral system of international legal protection of industrial property. The system of international legal protection of industrial property includes international legal acts and activities of international organizations.

International legal protection of industrial property became necessary when foreign participants refused to take part in the international exhibition of inventions in Vienna in 1873 in order to prevent stealing of their ideas by other countries. 
In the same year the Paris Convention for the protection of industrial property was adopted; it was the first main international treaty aimed at the assistance to citizens of a particular country to be protected in the territory of other countries. Today 140 countries have become members of this Convention and the International Union for the protection of industrial property the purpose of which is legal protection of citizens and legal persons of the countries-members of the Convention in foreign countries. 

Other important international agreements adopted in the sphere of industrial property protection are: the Patent Cooperation Treaty signed in Washington on the 19th of June 1970, Madrid Agreement concerning international registration of marks of 14.04.1891 in which more than 50 countries take part (the USSR ratified this Agreement in 1976).   
In 1973 a new international agreement in this sphere – the Vienna Agreement establishing an international classification of the figurative elements of marks was signed.
The Madrid Agreement concerning international registration of marks, Lisbon Agreement for the protection of appellations of origin and their international registration and other acts are also very important. 

In the opinion of M.Boguslavsky, agreements in the sphere of international legal protection of industrial property may be divided into three large groups:

The first group concerns international protection system, i.e. agreements that are the sources of legal protection agreed between the states at international level. This group includes the following agreements in the sphere of industrial property: the Paris Convention, Madrid Agreement for the repression of false or deceptive indications of source on goods, Lisbon Agreement for the protection of appellations of origin and their international registration, Berlin Convention and others. 

The second group includes the agreements concerning guarantee of international protection – six agreements in the sphere of industrial property and the Patent Cooperation Treaty which provides international patent applications, Madrid Agreement concerning international registration of marks, the above-mentioned Lisbon Agreement for the protection of appellations of origin and their international registration (it is included both into the first and second group), Budapest Treaty on the international recognition of the deposits of microorganisms for the purposes of the patent procedure and Hague Agreement concerning the international registration of industrial designs.

The third group includes the agreements which concern classification system and procedures for their modification. This group includes four agreements: the Strasbourg Agreement concerning the international patent classification, Nice Agreement concerning the international classification of goods and services for the purposes of the registration of marks; Vienna Agreement establishing an international classification of the figurative elements of marks; Locarno Agreement establishing an international classification for industrial designs. 

The key organizational structure in the sphere of intellectual property is the World Intellectual Property Organization (WIPO). The system of international legal bodies includes those organizations that protect the rights of industrial property. They are European Patent Office (EPO), Eurasian Patent Office (EAPO), African Intellectual Property Organization (AIPO), African Regional Intellectual Property Organization (ARIPO). 
European Patent Office was founded in 1073 under European Patent Convention signed in Munich. 

The purpose of European Patent Convention is to make the procedure of submitting patent applications easier (instead of submitting several patent applications in different languages to patent offices of different countries it is possible to submit one application in one language to European Patent Office in order to obtain patents in European countries).

On the 12th of March 1993 9 countries of CIS signed the Treaty concerning measures for protection of industrial property and establishment of the Interstate Council (ISC) for protection of industrial property. Later, in September 1994 they signed Eurasian Patent Convention according to which Eurasian Patent Office was founded. Eurasian Patent Office carries out administrative functions connected with activities of this office and issue of patents for inventions. 

In 1996 within European Union the Trademark Society was founded with the aim to harmonize national laws on protection of trademarks for goods and services in order to facilitate registration procedure for the states of European Union.

According to the Law of Ukraine “On the protection of rights to inventions and utility models” any person has the right to patent an invention (utility model) in foreign countries. Before submitting an application for obtaining the title of protection for the invention (utility model) to the Department of a foreign country an applicant must submit an application to the Public enterprise “Ukrainian institute of industrial property”. At the same time he must inform the State Department of intellectual property about his intentions to patent an invention (utility model) in foreign countries. 

The main normative document specifying the procedure of submitting application of his intentions to patent an invention (utility model) in foreign countries to the State Department of intellectual property is “Instruction concerning consideration of an application to patent an invention (utility model) in foreign countries” registered in the Ministry of Justice of Ukraine of 01.06.1995 № 163/700.

The application sent to the State Department specifies the following points: an applicant in Ukraine, the countries of patenting, patenting procedure, an applicant in foreign countries, purpose of patenting, availability of the document confirming assignment of patent for an invention (utility model) in foreign countries. 

The following documents are attached to the application: materials of application for an invention (utility model); the document certifying the submission of application for invention (utility model) to the Ukrainian Patent (notice of receipt of application, decision on fixing the date of submitting an application, notification on examination by experts); decision of experts on possibility to publish information concerning the invention (utility model) in mass-media according to the “Regulations on materials for open publication” approved by the Regulation of the Cabinet of Ministers of Ukraine of 21.07.1992 № 419; document certifying the authorities of agent or legal succession.

If there is no prohibition patent application for invention (utility model) may be submitted to the organ of a foreign country within three months from the date of receipt of application by the State Department. In some cases the State Department may permit to patent an invention (utility models) in foreign countries before this term.
If a national applicant submits an application for patent of invention (utility model) to the Department of a foreign country without the permit of the State Department the patent of Ukraine for this invention (utility model) may be invalidated by court.    
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Discussion points
1. Describe the objects of industrial property.

2. Describe the status of the subjects of industrial property.

3. Analyze the structure of industrial property right.

4. Describe legal nature of non-traditional objects of industrial property.

5. Describe peculiarities of property and non-property rights for the objects of patent law. 
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Checking test

1. Choose the right answer. The structure of industrial property right includes:
(a) objects of patent law;

(b) objects of related rights;

(c) objects of intellectual property;

(d) objects of copyright.

2. Choose the right answer. The subjects of industrial property right are:

(a) performers;

(b) authors of computer programs;

(c) inventors;

(d) authors of literary works.

3. Choose the right answer. World Intellectual Property Organization is:

(a) special UN organization;

(b) special international organization department;

(c) organization department of European Council;

(d) independent organization department.

4. Choose the right answer. Property and personal non-property relations arising in connection with creation and use of inventions, utility models and industrial designs are regulated by:

(a) the Code of civil procedure of Ukraine;

(b) the Code of economic procedure of Ukraine;

(c) the Civil code of Ukraine;

(d) the Economic code of Ukraine.

5. Choose the right answer. The term of exclusive right to an invention starts since the date of submitting patent application and lasts:

(a) 5 years;

(b) 10 years;

(c) 15 years;

(d) 20 years.
6. Choose the right answer. The term of exclusive right to an industrial design starts since the date of submitting patent application and lasts:

(a) 5 years;

(b) 10 years;

(c) 15 years;

(d) 20 years.

7. Choose the right answer. On the expiry of the term of patented exclusive right an invention, utility model, industrial design may be used by any person;

(a) without permission, but with payment of remuneration;

(b) without permission and payment of remuneration;

(c) with patentee’s permission and without payment of remuneration;

(d) with patentee’s permission and with payment of remuneration.

8. Choose the right answer. The right to be recognized as the author of invention, utility model, industrial design (right of authorship) is protected during:
(a) 20 years;

(b) 50 years;

(c) 70 years;

(d) unlimited. 

9. Choose the right answer. Utility models include:

(a) application of substance with a new purpose;

(b) embodiment of means of production and articles of consumption;
(c) strain of plant or animal cells;

(d) method, substance.

10. Choose the right answer. An industrial design is:

(a) industrial structure;

(b) object of variable form from rare or gaseous substances;

(c) art and design solution of product determining its appearance;

(d) solution  specified by technical function of the product.
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	Unit 5

LEGAL REGULATION 
OF PATENT LAW


Key-words: patent law, inventions, utility models, industrial designs, patent law subjects, patent law objects, substance, device, method, patenting, novelty, inventive step, industrial application
5.1. The concept and objects of patent law
There are two approaches to patent law interpretation: it is considered as a legal institution or as a special branch of law of Ukraine. In the opinion of the majority of legal scholars, patent law is a specific institution of civil law, as it deals with relevant objects of industrial property. 
But some legal scholars consider that patent law is a body of law that has its own subject and method.
The peculiarity of this group of objects is that they deal not with material objects, but with relations that arise in connection with intangible objects and are the result of intellectual activities. Only in the process of their subsequent use they are embodied into material devices, mechanisms, technologies, household items etc.
Pursuant to the idea that patent law is a body of law, then the subject of patent law includes the relations that arise as a result of creation of invention, utility models, industrial designs, breeds of plant and their use. These relations form the basis of the patent law subject. So, the subject of patent law includes relations of economic and spiritual recognition of invention, utility models, industrial designs, and also relations arising as a result of their use. 
As patent law is a specific branch, its method is a set of legal modes, their interconnection which is typical for regulation of these social relations. Specific features of this method are expressed in the legal position of subjects, in the principles of formation of legal relationships and ways of their content definition, in the legal instruments which are used in regulation.
There is no standard approach to this subject; we consider patent law as an institution of industrial property right which is a part of intellectual property right and a separate comprehensive body of law.
So, the main objects of patent law are inventions, utility models, and industrial designs.
Invention is a creative solution of utilitarian problem, i.e. particular original solution to satisfy this or that practical problem with the help of specific means. Invention is the result of intellectual activities which makes possible practical solution of a certain problem in any sphere of human activities. 
Article 1 of the Law of Ukraine “On protection of rights to inventions and utility models” defines the concept of invention: invention is a technologic (technique) solution that corresponds to conditions of patentability (novelty, inventive step and industrial utility). But invention remains to be invention even if it does not comply with patent norms; however, in this case it is not granted legal protection. Therefore, inventions which meet requirements of legislation become officially recognized, the others which are not legalized according to the law are not considered as inventions. The peculiarity of the current legislation is that it does not give a formal definition of invention, but only provides for a set of conditions concerning its patentability.
An invention contains a number of established characteristics. Inventive idea is realized either in material object that emerged due to creative imagination of inventor or influence on material objects created artificially or those which exist independently from person’s will. 
According to Article 6 of the Law of Ukraine “On protection of rights to inventions and utility models” an object of invention may be: product (device, substance, strain of microorganism, cell culture of plants and animals); process (manner) and also a new application of already known product or process. 
Devices as objects of invention include constructions and products (e.g. machines, devices, mechanisms, tools, transport means). 
To describe devices the following features should be used: availability of structural elements or the whole device, element parameters or other element characteristics and material used for producing elements or the whole device. Elements in device may be also described with the help of mathematic formulae. Patent claim must concern construction or the whole product, but not mathematic formula.
Substance is a material mass created artificially which is a set of interconnected elements. Substances as objects of invention are: individual chemical compounds (including high-molecular compounds, genetic engineering objects) which may be identified with the help of their physico-chemical characteristics. 
To describe composition the following features should be used: qualitative and quantitative composition of ingredients, the structure of compositions and ingredients. Indeterminate compositions may be characterized by their physico-chemical, physical indexes and also by features of their production. Nuclear raw materials are characterized by qualitative (isotope) and quantitative (a number of protons and neutrons) composition, and also by basic nuclear characteristics. 
Strains of microorganism, cultures of plants and animals are: individual stains (e.g. bacteria, microscopic fungi, yeast, protozoa algae, lichens) and also consortiums of microorganisms, cultures of cells, plants, animals (e.g. mixed strains of microorganisms, associations of microorganisms). 
Cultural and morphological characteristics with indication of incubation temperature and age are used for characteristics of individual strains of microorganisms. As a rule, individual strains of cultures of plants and animals are characterized by culture pedigree, standard conditions of incubation, information concerning genetic characteristics.
Method is a set of techniques which are carried out in a specific order or in compliance with certain rules. Being the object of invention, method is characterized by technological means  – availability of a particular action or a set of actions, the order of such actions, conditions of such activities, regime of using substance and devices.
Methods as processes of actions on material objects are divided into:

– methods directed at making products (they have accessory pro​tection);
– methods directed at changing the state of material objects without receiving specific products (transportation, processing);
– methods of testing the state of material objects (control, diag​nostics).

Objects which are not recognized as inventions:

– discoveries, scientific theories, mathematic methods;
– methods of the economy management;
– plans, reference designations, order, rules;
– methods of mental activity;
– programs for computing technique;
– results of styling;
– topography of integrated circuits.

Inventions contradicting public interest, principles of morality and humanity may not be legally protected. It does not mean they may not be granted protection. For example, a product may be protected as an industrial design on the basis of aesthetic considerations. Secret inventions are protected according to the special legislation. 

It is generally recognized that inventions are indicators of scientific and technical progress and are the basis of innovations which ensure economic growth and improvement of society prosperity. Devices, substances and means of production which implement new scientific researches, very often result in creation of new branches and markets, initiate secondary discoveries, favor innovations and introduction of leading scientific and technical innovations. 

For obtaining the title of protection an invention has to meet the requirements of patentability. According to Article 7 of the Law of Ukraine “On the protection of rights to inventions and utility models” the invention must be novel, be capable of industrial applications and result from inventive step.

Invention is considered to be novel if it is not a part of technical level. 
Technical level includes all information which became accessible to everyone before a date of filing or if the priority was applied before the date of its priority. So, a proposal may not be recognized as invention which has been already granted a patent or certificate of authorship, and also a proposal which was filed before.

Novelty will be also lost in case of divulging a proposal in any other way when it became information accessible to everyone, that is, such information may be used by the third parties. Technical level is defined not within the territory of Ukraine, but in the whole world. Therefore, it does not matter whether a proposal has been disclosed either in Ukraine or in the territory of another country. Novelty will be lost regardless of the fact who has disclosed information – the author of proposal or another person.  

At the same time there is “privilege for novelty”. Disclosure of information concerning invention by the inventor or another person who obtained this information from the inventor directly or indirectly during 12 months before the date of filing or if the priority was applied before the date of its priority does not affect the invention to be recognized as patentable according to Article 7 of the Law of Ukraine “On the protection of rights to inventions and utility models”. The burden of proof of the fact concerning information disclosure is imposed to a person who is interested in applying this norm. 

The second condition of invention patentability is its inventive step that distinguishes an invention from utility model for which inventive step is not the condition of patentability. An invention has an inventive step if it is non obvious for an expert, that is, it does not result from technical level. The notion “nonobviousness” is used in the legislations of some countries as equivalent to inventive step. Thus, an invention may be recognized if it distinguishes considerably from its analogs and non-obvious for experts.

Invention is considered to be capable of industrial application if it may be used in the industry or another sphere. In this case the notion “capable of industrial application” is interpreted as an opportunity to use the invention not only in the industry, but in agriculture, capital construction, transport and in any other spheres of economy. In that way invention is a solution that may have practical application in a certain sphere of activities. There is an opportunity to make proposals implementation of which requires special equipment or non-existent material. Therefore, such proposal may be practically applied in future when appropriate technical conditions have been created. 

Utility model is substantially used for such intellectual activity results as devices and equipment. These are specific solutions in the sphere of technique. Utility model is a technical solution of a particular device in the stage of its embodiment, i.e. a particular design. It must be novel and capable of industrial application.

”Utility model” means such technical decisions and innovations the design of which is similar to patentable inventions, but their contribution in the technical level is less substantial. 

An object of utility model may be the embodiment of device which meets the requirements of patentability. 

Decisions concerning means, substances, strains of microorganisms, culture of cells of plants and animals are not protected as utility models. 

So, the difference of utility models from inventions is that utility models protect only those innovations that concern the design of devices. Compliance with inventive step is not compulsory for utility model. It does not mean that solution obvious for expert may be considered as a utility model.

Thus, the sphere of utility model objects is narrower as compared with invention.

A substance, strain of microorganism, culture of cells of plants and animals, a way of using earlier known product or method of using according to new purpose may not be a utility model object. Moreover, discoveries, scientific theories and mathematical methods; methods of economy management; plans, reference designations, schedules, rules; methods of mental work; computer program; results of styling; topographies of integrated microcircuits; breeds of plants and animals etc. may not be utility model objects.

To characterize a device one should use the following features: availability of structural component (components); availability of connections between elements; relative arrangement of elements; form of connection e between elements; parameters and other characteristics of elements and their interconnection; material the element(s) or device are made of, medium that performs the function of element.

According to Article 6 of the Law of Ukraine “On protection of rights to inventions and utility models” a utility model is legally protected if it does not contradict public interests, principles of humanity, morality and meets the requirements of patentability. 

The Law of Ukraine “On protection of rights to inventions and utility models” provides for a range of special norms concerning legal regime of company's and secret inventions (utility models). That is why it is very important to define which inventions (utility models) are considered as company's and secret ones. 

According to Article 1 of the Law of Ukraine “On protection of rights to inventions and utility models”, company's invention (utility model) is an invention created by an employee while carrying out 
his job responsibilities or by employer’s orders using his 
experience, professional knowledge, secrets of production and employer’s equip​ment.

So, creation of a company's invention (utility model) presupposes labor relationships between an employer on the one hand and an employee – on the other hand. According to the legislation, an employer is a person who hired an employee under the labor agreement. That is why an invention (utility model) may be created only in the conditions of legal relationships between an employer and employee arising according to the agreement. Thus, it is not a company's invention (utility model) if it is created by a person who perform certain work according to the civil contract, especially contractor’s agreement.

Secret invention (secret utility model) is an invention (utility model) containing information which is considered to be a state secret (art. 1 of the Law of Ukraine “On protection of rights to inventions and utility models”).

Legal regime of information considered to be state secret is regulated by the Law of Ukraine “On state secret” of the 21 of January 1994 with further modifications and amendments. 

According to Article 1 of the  Law of Ukraine “On state secret”, state secret is a kind of secret information containing data in the sphere of defense, economy, foreign relations, state security, law and order protection, divulgation of which may harm important interests of Ukraine. 

The decision which information is considered to be state secret is made by the State expert. Information is considered to be state secret from the moment of including it to the Record list of data which make up state secret (Article 7 of the Law of Ukraine “On state secret”). The period during which information is considered to be a state secret is determined by the State secret expert taking into account secrecy level and other circumstances and can not exceed 30 years. On the expiry of this term it may be prolonged by the decision of the State secret expert.

Information considered to be the state secret is classified by putting a stamp (“top secret”, “classified”) on a relevant document, or another material object.

Industrial design is a styling design of product appearance. It must be novel, original and capable of industrial application. Industrial design combines utilitarian and art side; its purpose is to obtain maximum advantages with help of its appearance.

Object of the industrial design may be a form, drawing, range of colors or their combination that defines the appearance of industrial design and intended for satisfying aesthetic and ergonomic needs. 

At the same time objects of architecture (except small architectural forms), industrial, hydro technical and other stationary structures; printed products; objects of unstable form from liquid, gaseous, powdery or analogous to them substances are not considered as industrial design. 

Industrial design may be defined as ornamental or aesthetic form of product. In addition to that, a product must be capable of reproducing; otherwise this product may be defined as the work of art and protected by copyright. 

As to industrial designs, the accrual of rights to this object is sometimes complicated because it is really difficult to distinguish such design from analogous objects of industrial property. For example, industrial design may be an object of copyright or decorative and applied arts. Unsuccessful discussions how to distinguish the mentioned objects have been held for a long time in the special literature. There are no clear criteria to distinguish industrial designs from analogous objects of industrial property. To our mind, the best criterion for such distinguishing is the purpose of this object. If the developed model is intended to give exterior form to industrial product, it is an industrial design. If such model is intended for decoration it should be considered as object of decorative and applied arts. 

5.2. Legal status of patent law subjects
According to the legal theory the subject of rights is a person that may have rights and be a holder of these rights. Under general definition, the subject of rights is a legal or natural person having legal rights and duties and capable to be participant of legal relations.

Both an inventor and his legal successors – any natural or legal persons that obtain property right to the results of his creative work may be subjects of intellectual property right to an invention. The heirs, other persons and the state may be such legal successors.

Legislative acts on industrial property provide for the cases when legal persons, the state or its organs are subjects of rights to the results of creative work.

The citizen of Ukraine, citizen of any foreign country or stateless person (only natural person) may be an author of any result of creative work. The above-mentioned persons may be authors of invention, utility models or industrial design irrespective of their age. Sometimes juvenile authors submit valuable proposals which are used in the production.

The primary subject of intellectual property right to the objects of patent law is an inventor and author of industrial design – natural persons who created the object of intellectual property. As a general rule, they have right to obtain the patent, unless otherwise determined by legislation. It should be mentioned that the person who has not made any contribution to creation of the invention, utility model or industrial design, but only has given technical, organizational or material assistance during its creation or while filing an application has no right to obtain the title of protection.

An invention, utility model or industrial designs are often created by several authors. In this case there arise relations that are called co-authorship. Co-authorship is a joint creative work. Technical assistance to the author is not considered to be co-authorship (for example, consulting services, calculations, manufacturing of models, graphical works etc.).
Legal literature has always paid much attention to co-authorship, but it is not clearly regulated by legislation and gives rise to debate concerning particular situations. The legislation provides for co-authorship only in case of works (Article 436 of the Civil code of Ukraine). However, inventors, innovators, authors of plant and animal breeds, creators of industrial designs and utility models, trademarks may be co-authors. So, co-authorship is possible in different kinds of creation. The relations between co-authors have to be regulated by the agreement. This agreement specifies property rights to the object that has been created as a result of joint work. In such case co-authors have equal right to obtain the patent, unless otherwise agreed. 

The state may become the subject of above-mentioned rights in cases specified by the law. For instance, the rights to inventions, utility models or industrial designs whose term of protection has expired are deemed to be public property.  
When granting the title of protection the principle of the first applicant is applied: it means that the state has no purpose to find out who achieved the result the first. The person who informed the society of his achievement is entitled for protection of his rights.    
In case of simultaneous invention – when two or more persons have created an invention, utility model or industrial design independently – the right to obtain a title of protection belongs to the person who was the first to submit the application to the State Department of intellectual property. 

According to legislation on industrial property patent owners are obliged to use in good faith exclusive rights granted by patent. Bona fide use is the one that is harmless for other patent owners, natural and legal persons, environment, social interests, national safety etc. The patent owner must pay relevant patent taxes and use in good faith exclusive rights granted by patent.

According to the legislation of Ukraine the patent owner is obliged to use his patented invention, utility model or industrial design for needs of social development. If invention, utility model or industrial design are not used in Ukraine within three years from the date of published information about issue of patent, or their use has been suspended, the person who intends to use invention, utility model or industrial design makes an offer to conclude a license agreement to the patent owner. If the patent owner rejects the offer to conclude a license agreement the above-mentioned person may have recourse to the court in order to obtain permit to use invention, utility model or industrial design (to issue compulsory license). The court may decide to grant the permit to use invention, utility model or industrial design to the interested person. The court decision specifies the extent of use of patented object, terms of validity, the amount of remuneration paid to the patent owner.   
However, it should be taken into account that compulsory license may be granted to the interested person if the patent owner has not proved in the court that non-use of invention, utility model or industrial design was caused by justifiable reasons.

The World Organization of Intellectual Property defines compulsory license as the one which is opposite to voluntary license. The owner of voluntary license is entitled to actions covered by exclusive rights with the permission of the patent owner. Such permission is usually called license agreement which is concluded between a patent owner and a licensee.      
The owner of voluntary license is entitled to actions covered by exclusive rights with authorities’ permission irrespective of the patent owner’ will. A compulsory license is also called nonvoluntary license.  

New legislation on intellectual property has considerably raised the role of employer with whom an author has entered into labor relations under the agreement of engagement.

According to the legislation on inventions, utility models or industrial designs both an employer and inventor are entitled to obtain the patent (under the Civil code of Ukraine) if an invention, utility model or industrial design has created during fulfillment of duties or by order of an employer, unless otherwise agreed by the labor agreement. The employer and the author must conclude a written agreement under which the latter is entitled to remuneration according to economic value of invention, utility model or industrial design and another profit from above-mentioned objects of intellectual property gained by the employer. In his turn the author of invention, utility model or industrial design has to submit to the employer a written notice describing the purpose and practical application of invention, utility model or industrial design. However, it should be taken into account that the author is sometimes unable to describe clearly his invention, utility model or industrial design and has to seek assistance of his employer. 
The right to invention, utility model or industrial design is protected by the state and certified by the patent.  
A patent is a legal technical document which certifies that a claimed proposal is recognized as an invention, utility model or industrial design and confirms their authorship, priority and property right.

The rights to inventions, utility models or industrial designs are divided into two groups: personal non-property rights and property rights.

Personal non-property rights include the right of authorship, right of name (special name), the right to apply for a patent for invention, utility model or industrial design. It should be taken into account that extent and nature of personal non-property rights and personal rights include only legally protected creative results.

As stated above, the right of authorship is a right of real creator to be referred to as the author of an invention, utility model or industrial design. All persons using the above-mentioned objects are obliged to mention the author’s name. The right of authorship certifies the fact of creation by this particular person, which is of great importance for public opinion.

In case of using invention, utility model or industrial design it is compulsory to mention the author’s name.

An invention, utility model or industrial design is not given the author’s name or special name according to the current legislation of Ukraine. However, to give the author’s name or special name to above-mentioned objects is not forbidden. Moreover, the Rules of application for the patent for invention and utility model require reference to the name. According to Clause 6.2.1. of these Rules “The name of the invention (utility model) defines its purpose and nature and, as a rule, corresponds to International patent classification”.

It should be mentioned that personal non-property rights of authors of scientific, literary and art works and those of scientific and technical achievements are different. The legislation does not provide for the right of inviolability or the right of publication for inventors or authors of industrial designs. The right of integrity does not concern technical results; an invention may be improved by any person. It is not allowed to conceal finished invention from the public.

Patented rights become valid from the date of publication about the issue of patent, provided that annual fee for the patent has been paid. It should be taken into account that annual patent fee is paid for each year of effect of patent from the date of application. The document of the first payment of the above-mentioned fee has to be submitted to the Patent office of Ukraine simultaneously with the document confirming the payment of fee for the issue of patent. Without this payment patent is not issued.
The use of invention, utility model or industrial design is manufacture, offer for sale, introduction into economic circulation or application of the product protected by patent. In other words, any sale of the product protected by patent in the territory of Ukraine, offer for sale (display of the product at exhibitions, fairs, show-cases etc.) is considered to be the use. Any use of invention is considered to be application. However, there is exception to this general rule. According to the Law “On protection of rights to inventions and utility models” (Article 25) the person who uses in good faith a claimed invention, utility model or industrial design before the date of application or the date of convention priority has the right to prolong the use of this invention, utility model or industrial design free of charge. 
The right of the owner of patent for invention or utility model not to allow other persons to use this invention or utility model is called an exclusive right to invention or utility model. The content of exclusive rights is determined by current legislation. In practice, acquisition of exclusive rights has two essential objectives: to protect from infringements and to create opportunity to transfer the right to invention or utility model (fully or partly).   

The first aspect of the exclusive right includes protection from infringements – that is unauthorized use of the patented invention or utility model by any person except the patent owner. The creation of invention or utility model and, in particular, its industrial implementation usually requires considerable expenses. The patent owner tries to recover these expenses and to make profit by selling products which are produced on the basis of invention or utility model. 

The second aspect is an opportunity to grant the permit by the patent owner to other persons to carry out the activity covered by exclusive right. The patent owner is interested in granting such permit if he has no necessary conditions or does not need the use of invention or utility model. Sometimes the patent owner has no rights (for example, a foreign citizen) or practical opportunities to realize invention or utility model in this country; – in this case he has to seek for other persons. Most often the patent owner is interested in granting the permit for use of invention or utility model with certain limitations (limitation of production volume or duration of permit).

The terms, procedure and the amount of fee payment for the actions connected with the protection of rights to inventions and utility models are specified by the Procedure of fee payment for the actions connected with the protection of rights to intellectual property objects approved by the Regulation of the Cabinet of Ministers of Ukraine of 23.12.2004 
№ 1716. 
5.3. The procedure of registration of rights to inventions, 
utility models and industrial designs
Obtainment of the rights to invention, utility models and industrial designs requires a range of formalities, in particular: submission of duly executed application to the Patent office of Ukraine, examination, issue and registration of relevant titles of protection etc.

The application is executed in Ukrainian and concerns only one result of creation. It is not allowed to combine two inventions, utility models and industrial designs in one application. 

An application must contain: petition for invention, utility model or industrial design; description of invention or utility model; drawing (if it is referred to in the description); abstract; document confirming fee payment for application.

The application is sent to the Ukrainian Institute of industrial property. An application for the grant of patent is submitted under the established form. An applicant must specify one of two objects of industrial property (invention or utility model) in that section of application which contains request for grant of patent.  

The application for grant of patent of Ukraine for invention or utility model has to meet the requirements established by the Rules of execution and submission of application for grant of patent of Ukraine for invention or utility model approved by the order of the State Patent of Ukraine of 17.11.1994. The application for industrial design has to meet the requirements established by the Rules of execution and submission of application for grant of patent of Ukraine for industrial design approved by the order of the State Patent of Ukraine of 15.01.1995.
The application for grant of patent must contain the applicant’s name, his address and the author(s) of claimed proposal. 

The description of invention and utility model is executed according to the established procedure. An invention or utility model is revealed fully and clearly in order to be understood by the specialist of the particular field. The description specifies the extent of legal protection, index of International patent classification, technical branch of invention or utility model, technical level, essence of invention or utility model, list of figures and drawing (if available), information confirming possible implementation of invention or utility model.    
The patent claim of invention or utility model is based on the description and executed clearly and briefly according to the established procedure. The patent claim of invention or utility model is a brief verbal description of technical content of invention or utility model containing a set of features sufficient for achieving technical result specified by the applicant. If the proposal is recognized to be an invention the patent claim must be a single criterion determining the extent of invention use. Only the patent claim determines the fact of use or non-use of invention. The patent claim and description of invention or utility model must describe invention or utility model using the same ideas.
An abstract is drawn up only for informative purposes. It is not taken into account for another purpose, in particular for interpretation of the patent claim of invention or utility model and for evaluation of technical level.

After the application has been received by the Patent office of Ukraine, in particular by the State Department of intellectual property, it is subjected to special examination. All applications are examined according to formal criteria (formal examination). Besides, application for invention is liable to substantive examination (qualification examination).   

The aim of formal examination is to find out whether the claimed proposal belongs to invention objects, if the application complies with the law and contains the document confirming payment of fee.

If formal examination has revealed that all necessary documents are available and they comply with requirements the State Department of intellectual property is obliged to grant the patent or to make decision on substantive examination.  The State Department of intellectual property informs an applicant if the application does not comply with the law. All revealed defects must be removed within two months from the date of receipt of notification by the applicant. If these defects are not removed within the above-mentioned period the date of receipt of documents by the Patent Office will be the date of filing an application. If the application is not corrected it is considered to be unfiled.  
The application is considered to be unfiled if its description refers to the drawings which are not available. If within a certain period the drawing is not enclosed the application is considered to be unfiled.  
The State Department of intellectual property sends to the applicant its decision concerning the date of submitting an application only after the receipt of the document confirming payment of fee. If the above-mentioned document has not been received the application is considered to be recalled.

According to the legislation, after the publication of information on application for invention the applicant is given interim protection of the patent claim. The validity of interim protection expires from the date of official publication of information on patent issue or termination of procedure in the Patent office. The validity of interim protection of international application starts from the date of its international publication.  
During the period of interim protection of the claimed proposal an applicant is entitled to indemnity for losses owing to unauthorized use of invention by other persons. But an applicant is entitled to indemnity if the person who used the invention had known about the publication of information on the application for invention or had received written notice (in the Ukrainian language).  
Substantive examination (qualification examination) is carried out at the request of the applicant or any other person. The applicant has the right to take part in this examination, to amend and elaborate the application on his own initiative before the decision on application has been made. While publishing information on the application for the grant of patent for invention amendments and elaborations are taken into account if they were received by the State department of intellectual property 6 months before the date of publication.
The applicant is entitled on his own initiative or at the request of the State department of intellectual property to consider the issues connected with examination personally or through his representative. 
After the submission of application and the document confirming fee payment the State Department of intellectual property carries out formal examination in order to determine whether the claimed object is an invention and whether the submitted application complies with statutory requirements. If the application for the grant of patent for invention complies with statutory requirements the State Department of intellectual property sends to the applicant the notice of conclusion of formal examination and possibility of qualification examination.

On the expiry of 18 months from the date of submitting the application for the grant of patent for invention and if priority is claimed the State Department of intellectual property publishes information on the application in its official bulletin in order to acquaint all interested persons with the application for invention. At the instance of the applicant the above-mentioned information may be published before the set term. At the instance of the applicant his name is not mentioned when publishing information on the invention. After the publication any person may peruse the application materials.

After conclusion of examination the State Department of intellectual property has to decide whether the claimed proposal may be regarded as an invention (if it is patentable). Otherwise the application is rejected.

The applicant is entitled to withdraw application at any stage of its consideration. He may also replace an application for invention with application for utility model and vice versa. Such replacement is allowed before the patent decision or rejection of patent application.   
Extensive patent and information base of the Ukrainian Patent established according to the official list of sources and approved by the State Department of intellectual property is used during examination.

There are relevant national patent classifications necessary to handle patent applications. The development of international cooperation in the field of industrial property necessitated the creation of international patent classification which consolidated function-oriented and branch principles. This classification is based on the Strasbourg Agreement 1971 adopted by the International bureau of the World Intellectual Property Organization. The classification includes 8 sections:

A – satisfaction of vital personal needs;

B – engineering procedures, transportation;

C – chemistry, metallurgy;

D – textile, paper;

E – construction, mining engineering; 
F – mechanics, lighting, heating, engines, pumps, arms, explosives;

H – electricity 
There are also 118 classes, 617 subclasses and more than 55 000 groups.   
The information on patent issue is published in the official bulletin on the basis of the decision of the State Department of intellectual property concerning the grant of the patent for invention, utility model or industrial design. The description and subject of invention and utility model, the drawing that is referred to are published simultaneously with information about the patent issue.
Any person has right to be acquainted with application materials after the publication of information about the patent issue. Simultaneously with publication of information about the issue of patent an invention, utility model or industrial design are registered by the Patent department and entered into Public register of patents of Ukraine. The patent is granted to the patentee within a month after its public registration. In case of two or more patentees (co-authors) they are granted one patent.
In order to be granted a patent it is necessary to pay a special charge the amount of which is established by the Cabinet of Ministers of Ukraine.   

A patent for invention or utility model is a document issued by the competent government authority certifying an application to be invention or utility model, authorship and exclusive right of patent owner for invention or utility model.

One of the additional opportunities to improve productive efficiency is patenting of inventions or utility models abroad and sale of licenses. The purpose of patenting of inventions or utility models abroad is to protect economic interests of companies and organizations of Ukraine.
The patenting system favors technological development: encourages new technologies; provides conditions for successful industrial application of new technologies; favors transfer of technologies, technological planning and technical development and mobilization of foreign investment. 
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Discussion points
1. Describe different approaches to interpretation of patent law.

2. Describe the types and importance of the patent law objects.

3. Describe the categories of invention objects and analyze their legal nature.

4. Describe legal status of patent law subjects.

5. Describe legal regime of co-authorship in patent law.
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Checking test

1. Choose the right answer. The patent law objects include:

(a) kinds of plants;

(b) breeds of animals;

(c) inventions;

(d) scientific discoveries.

2. Choose the wrong answer. The objects of invention are:

(a) devices;

(b) substance;

(c) shape;

(d) process.

3. Choose the right answer. The industrial design is:

(a) ornamental appearance of the product;
(b) aesthetic appearance of the product;

(c) technical decision in the industry;
(d) an object of copyright.

4. Choose the right answer. An industrial design does not include:

(a) architectural objects (except small architectural form), industrial, hydraulic and other fixed structures;

(b) printed products;

(c) ornamental appearance of the product;

(d) aesthetic appearance of the product.
5. Choose the right answer. The effective period of the decision concerning information considered as a state secret is established by the state expert taking into account information confidentiality and other conditions and may not exceed:
(a) 10 years;

(b) 20 years;

(c) 30 years;

(d) 40 years.

6. Choose the right answer. The conditions of legal protection of industrial design are:

(a) novelty;

(b) originality;

(c) industrial capability;

(d) inventive step.

7. Choose the right answer. On the expiry of exclusive right of a patent an invention, utility model or industrial design may be used by any person:

(a) without permission, but with remuneration;

(b) without permission and remuneration; 

(c) with permission of patent owner without remuneration;

(d) with permission of patent owner and with remuneration.

8. Choose the right answer. General conditions for patentability:
(a) inventive step;

(b) registration;

(c) usefulness;

(d) compliance with legislation.

9. Choose the right answer. Utility models include:

(a) use of a substance with a new purpose;

(b) embodiment of means of production and articles of consumption;

(c) strain of plants or animals;

(d) process, substance.

10. Choose the right answer. The period of exclusive right for an invention starts from the date of application for patent and lasts:

(a) 5 years;

(b) 10 years;

(c) 15 years;

(d) 20 years.   
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	Unit 6

LEGAL PROTECTION 
OF NON-TRADITIONAL 
OBJECTS OF INDUSTRIAL PROPERTY


Key-words: rationalization, innovations, commercial secret, selection results, topography of integrated circuits and scientific discoveries, breeds of plants and animals.

6.1. Legal protection of innovations

Innovative activity is the most popular and effective kind of technical creation. However, a number of innovators, as well as submitted and implemented innovations have decreased within the period of Ukraine independence.
Legal regulation of innovations was carried out not on the national legislative basis, but on the agency-level acts in the former USSR. Among the current acts is the Temporary regulations on legal protection of the industrial property objects and innovations in Ukraine approved by the President of Ukraine of the 18 of September 1992 № 479/92. These Regulations became invalid to a considerable degree due to adoption of the legislation on industrial property. But it is still valid in the part concerning innovations.
Innovation concerns objects of inventive legal relationships, whereas in general it is a creative solution useful for society. Innovation is not mentioned in the Paris Convention for the protection of industrial property and other important international conventions. Legal protection of innovation is generally provided on the basis of agreements.
According to Article 481 of the Civil code of Ukraine innovation is an offer recognized by the legal person containing technological (technical) or organizational solution in any sphere of its activity. It may be improvement of medical instruments and equipment, country defense, communication means and transport.
An object of the innovation may be material object or process.
According to the legislation there are three necessary requirements concerning innovation:

1) offer has to be related to the company profile where it is submitted;
2) innovation has to be novel;
3) innovation has to be useful for the company where it is submitted

An offer has to be related to the company profile where it is submitted, that is to solve a certain practical task. As a rule, an offer must solve the task, but not set target, that is why innovation is considered as a technical solution aimed to the modification of the product design and technique, technologies and composition of materials.
The second necessary feature of innovation is the novelty of the offered solution. Innovation is considered to be novel for an enterprise where it is submitted if its essence has not been known before filing the application. For defining novelty of innovation all available sources of information containing data about this or similar proposal in this enterprise are used.
In the opinion of B.G. Prakhov, innovation is considered to be novel for enterprise, organization or establishment where it is submitted if before filing an application this or the same solution :

1) has not been used in this enterprise, organization or establishment except cases when the solution on author’s initiative has not exceeded three months before filing an application;
2) has not been provided for by orders or instructions of the company management, has not been developed by technical service of this enterprise, organization or establishment, has not been patented by another person having earlier priority;
3) has not been recommended by superior bodies or published in information publication for expansion of best practices in this sphere;
4) has not been provided for by compulsory standards obligatory for enterprise, organization or establishment (standards, technical specifications).

The third necessary feature of innovation is usefulness of solution. Innovation is considered to be useful if its use in this enterprise, organization or establishment under existing conditions or conditions which must be created according to the approved plans, allows to get economic, technical or another positive effect.

Innovation is considered to be useful for enterprise where an application has been filed to, if its use gives an opportunity to increase production efficiency, obtain better profit or another positive effect by this enterprise. Another positive effect may mean any improvement of technical level of production and labor safety and conditions, decrease of negative influence on environment.

Regulations define a number of proposals which are formally considered to be innovations, but are not recognized as such. They include innovations of engineers, research, planning, structural, technological organizations and similar departments dealing with projects, constructions and engineering process developed by them.
Thus, part 1 of Article 483 of the Civil code of Ukraine defines that the author and legal person whom the innovation was submitted are the subjects of intellectual property rights to innovation.
The author of innovation has the right to be rewarded bona fide by the legal person where this innovation has been submitted. But there is no definition of the concept “bona fide reward” in the Civil code of Ukraine.
Personal non-property rights of the author of innovation include: the right of authorship, the right to the name, the right to the name of innovation, the right to priority; property rights include the right to remuneration (Art.484 of the Civil code of Ukraine).
Recognition of innovation and its use are grounds for the author to be granted the innovation certificate. This certificate confirms recognition of proposal as innovation, date of its submission and authorship. If the innovation was created by several persons, each co-author is granted the innovation certificate indicating other co-authors. The certificate is granted by the organization which decided to recognize the proposal as innovation. The validity of certificate granted by enterprise, organization or establishment is terminated if later a certificate of this innovation is granted by the Ministry or Patent office.
While recognizing this proposal to be innovation the agreement between an applicant and enterprise defining extent of using the innovation, the procedure of calculation and terms of paying remuneration is concluded. 
The author of innovation, like any other subject of intellectual property right, has certain property and non-property rights according to the current legislation. 

6.2. Legal protection of commercial secrets
Commercial secret is one of the oldest types of protection of intellectual activity results. Ancient experts kept the secrets of their professional activities long before the first legal means of exclusive rights protection emerged. Commercial information was legally protected in Ancient Rome where the law provided for double penalty for forcing slaves to disclose secrets of their masters.
Modern conception of commercial secret started to develop in England during Industrial revolution. In the USA the first documentary court decision concerning commercial secret dated in 1837. 
In Russian Empire legal norms on protection of so-called industrial secret were adopted for the first time during the reign of Alexander II. Keeping “industrial secret” was considered to be an effective means of protection of enterprisers from unfair competition. Concept of industrial secret ceased to exist after the adoption of the Decree “On working control” in 1917 by the Soviet power. 
Commercial secret of enterprise was any information concerning production, technological information, administration, finances and other activities that is not state secrets divulgence (transfer) of which may harm its interests. 
Nowadays commercial secret is considered to be the object of intellectual property right by the Civil code of Ukraine (Article 420).
According to Article 505 of the Civil code of Ukraine commercial secret is information which is considered to be confidential, because it (entirely or partly) is unknown and is not easily accessible for persons who usually deal with such information. In this connection it has commercial value and was the object of adequate measures concerning preserving its secrecy used by a person legally controlling this information.
Ukrainian legislation interprets conception of commercial secret as a certain information concerning production, technological information, administration, finances and other activities of a company that is not state secrets, divulgence (transfer) of which may harm its interests.
Property rights to commercial secret belong to a person who defined this information to be commercial secret unless the agreement provided for otherwise. 
To organize preservation of secret information of a business company it is necessary to take the following measures: to define information that is considered to be commercial secret taking into account its real or potential commercial importance; to secure the procedure of its protection providing for lack of free access on legal grounds, taking measures by the owner of information for its protection and preservation of confidentiality. If all these conditions are not satisfied the enterprise does not have any grounds to make its workers responsible for divulging or transferring information containing commercial secret.
State authorities are obliged to protect information which is considered to be commercial secret from unfair commercial use.
Confidential relations may be between employer and his employees, between business partners, between a business entity and its officials, between employer and other commercial and non-commercial partners. Such legal relationships arising in connection with disposal of commercial secret are the reasons that complicate the procedure and specific character of protection of information that is considered to be commercial secret.
Commercial secret is not widely known or accessible on the legal grounds, it is recognized accordingly, and an enterprise takes appropriate measures to preserve its confidentiality. Commercial secret is not a state secret and is not protected by copyright or patent law. It does not concern negative activities of the enterprise which may harm the society (violation of laws, ineffective work, management mistakes, pollution of the environment etc.)
We can come across such terms as “industrial secret”, “commercial secret”, “firm secret”, “know-how” in the literature and practical activities, but there is no clear differentiation between them. That is why these terms must be differentiated by law. 
Another problem of legal protection of information that is considered as commercial secret is the procedure of its disposal or transfer. Taking into account this fact, information is not accessible, and a purchaser often buys general data concerning the essence of commercial secret while having only the characteristic of a final product, result or opportunity to obtain higher quality or quantity. 
The main competence of a secret owner arises from the nature of commercial secret as the object of intellectual property:

– the right to use the commercial secret;

– the right to dispose of this right for use (“the right to allow using commercial secret” according to Article 506 of the Civil code of Ukraine and the right of alienation of exclusive rights to a new owner under the agreement);

– the right to divulge a commercial secret; to rights’ protection for commercial secret (Article 506 of the Civil code of Ukraine mentions one of the ways of such protection – “the right to prevent from illegal divulging, collecting and using commercial secret”).

The right to use commercial secret includes the same practical activities established for other objects of intellectual property. The owner of commercial secret has an exclusive right to use it in any legal way if this right has not been transferred to another person according to the agreement.
Commercial secret use is considered to be its application for industrial, technical, economic, organizational and other objectives, particularly while producing goods, solving economic and organi​zational matters etc.
Unlike the objects of ownership, the objects of exclusive rights may be used both by right holder and the third persons that have been granted relevant permit of use. The object of this competence is not a commercial secret itself, but the right to this commercial secret.
There are two forms of such disposal:

1. Transfer and alienation of rights, that is termination of previous rightholders’ rights and accrual of new rightholders’ rights;
2. Concession of right of using, that is a permit to use commercial secret after license issue (concluding license agreement) when a licensor has all rights which remain beyond the license.

The right to divulge a secret is the third competence of the rightholder which is unique for commercial secret and not typical for other objects of exclusive rights. This right may be realized in two forms:

1) opportunity to give information which is considered to be a commercial secret to the restricted circle of persons under confidentiality conditions (commercial secret is preserved and protected further);
2) opportunity to spread this information among indeterminate circle of persons, divulge it and make accessible to everyone (commercial secret terminates, information becomes widely known, so one of the conditions of protection is lost).

One of the peculiarities of exclusive rights to commercial secret is a multiplicity of right owners. A person who became the bona fide owner of commercial secret independently from others gains exclusive rights to relevant information. Each legal owner may use and dispose of his rights to commercial secret on his own and independently, that is to divulge a secret and make it accessible to everyone (at the same time it terminates the rights of all other rightsholders).

The chief of a company defines the content of information which is considered to be a commercial secret and the procedure of its protection. A list of information which is not considered to be a commercial secret is defined by the regulation of the Cabinet of Ministers of Ukraine of the 9th of September 1993 №611. It states that “the following documents are not considered to be a commercial secret: foundation documents, documents allowing to be engaged in business activities and their individual types; information concerning all established forms of accounting and reporting; data on control, tax payments and other obligatory payments required by audit; information concerning number and staff of employees, their salaries in general and by professions and posts, availability of vacancies; documents on tax and other obligatory payments; information concerning natural environment pollution, non-compliance with safe labor conditions, distribution of production which may harm health and other violation of the law of Ukraine and the amount of losses; documents on solvency; information concerning  participation of officials in cooperative societies, small enterprises, unions, association and other organizations dealing with business activities; information subject to divulgation according to the current legislation”.

According to the current legislation enterprises are obliged to submit information mentioned in this regulation to the executive authority, controlling or law enforcement agencies, other legal persons at their request. Auditing organs may demand relevant documents to be submitted.

Protection of commercial information consists in the following measures:

– registration and preservation of documents containing commercial secret;
– using organizational, technical and other means of protection of commercial secret;
– limitation of access to secret data medium;
– determining rules of instructions according to which information considered to be commercial secret;
– development concerning regime of confidentiality and following them by persons who have access to secret information;
– control of regime of commercial secret protection.
To limit access to information containing commercial secret a chief of a company has to issue a special order concerning “Information list containing commercial secret of the enterprise”; to take measures concerning such information protection; to specify the circle of  persons having access to secret information; to elaborate the rules on work with classified information documents.
Employees have to study the order and annex containing list of commercial secrets of the enterprise.
Office administration with documents containing commercial secret has some peculiarities. A chief of the enterprise gives an order to appoint an official responsible for registration, preservation and use of documents with limited access classification. It may be an employee whose job responsibilities consist of dealing with documents or an employee for whom it is an extra work.
Security classification means that property right to information contained in the document belongs to the enterprise. If information containing commercial secret is in the documents belonging to joint partners the agreement between these partners has to contain a clause on nondisclosure of this information.
If it is not security classification document and its text does not contain confidentiality instructions it means that the author and persons who signed or approved this document provided for all consequences of free access to documents.
Documents with stamp “Commercial secret”, “Classified”, “Top secret” are issued in special premises where unauthorized persons have no access.
Printed and signed documents are handed to the official responsible for their registration. All documents containing confidential information are registered in “Documents control register with stamp “Commercial secret” (“CS”).
Commercial information in market conditions is a good, and the problem of commercial secret protection is that it is protected by different firms and agencies which do not have a single coordinating authority and do not cooperate with each other.
6.3. Legal protection of selection results, 
topography of integrated circuits and scientific discoveries
In the system of intellectual property objects much attention is paid to selection results.
Selection deals with modification of hereditary qualities of plants and animals; it is one of the evolution form of flora and fauna which develops in accordance with natural laws, but natural selection is partly replaced by artificial selection. Thanks to development of industrial and scientific selection the fertility of plants and animals has grown considerably. Breeds of plants and animals became methods of farming production, important factors of intensification of animal husbandry and crop production. Owing to animal and plant breeding people select and develop the most productive breeds.  
The objective of selection is breeding of the best new plants, animals and microorganisms by means of artificial mutagenesis, hybridization, genetic and cellular engineering.
There are several areas in the selection of plants. The main selection trend is a selection for crop capacity which is an essential criterion of breeding. Selection for quality is also very important: high content of nutrients (the content of starch in potatoes, protein in wheat), low content of negative ingredients (protein in brewer’s barley, nitrous substances in sugar beet). There is also selection for the content of essential amino acid in the protein of grains, for chemical butter composition.
Animal husbandry deals with selection for productivity and product quality (butter-fat, protein content, amino acid content of milk, length and thickness of wool etc.), fertility (especially of sheep and pigs), skin color, adaptation to local conditions.
Legal protection of selective achievements is regulated by the Law of Ukraine of 17.01. 2002 “On protection of rights to plant breeds”, the Law of Ukraine of 21.12.1999 “On livestock breeding” and by other subordinate laws.  
The object of right to the plant breed is selective achievement in crop production obtained by means of artificial selection which has one or more features distinct from other plant breeds. Selection of new plant breeds requires considerable expenses, persistent researches, long term period and great efforts. According to the Law of Ukraine “On protection of rights to plant breeds” the breed is a group of plants (clone, line, hybrid of the first generation, population) within lower botanic taxon with features of the given genotype or combination of genotypes, distinct from another plant group, may be considered as a whole from the point of view of its ability to reproduce plants of this breed. 
The name of breed includes generic or specific name and proper name. Proper name may be represented by any word, words combination, combination of words and numbers or combination of letters and numbers. The name of breed must not conflict with principles of humanity and morality, must not consist of numbers only (except in cases when the name of breed complies with existing practice) or consist of signs and symbols which specify genus, group of ripeness, quality, value, origin or growth process, give deceptive information concerning characteristics, value, geographic origin of the breed, as well as of the author of the breed or another interested person, be identical or similar to another name of breed protected in Ukraine or another country.   
The breed is offered in Ukraine and another country under the same name. The breed is considered to be suitable for distribution in Ukraine if it may be legally protected, used for satisfaction of society, not prohibited for distribution on the ground of life and health hazard, damage to flora and fauna, environment protection.
The objects of livestock breeding are cattle, pigs, sheep, goats, horses, birds, fish, bees, silkworms, fur-bearing animals that are bred with production purposes.
The subjects of livestock breeding are owners of pedigree (genetic) resources; livestock enterprises (associations), breeding, breeding and technological, breeding and hybrid centers, hippodromes, stations of cattle valuation; enterprises, institutions and organizations of any form of ownership and natural persons rendering relevant services and taking part in creation and use of pedigree (genetic) resources; owners of nonbreeding animals – users of pedigree (genetic) resources and livestock breeding customers.
The subjects of livestock breeding are entitled to perform certain functions in the field of livestock breeding (provided that they have obtained relevant permits) and to use breeding (genetic) resources for execution of national breeding program.
Any natural or legal person may be a subject of legal relations arising in the process of creation and use of plant breed. The author’s heirs, his legal successors and the state may be subjects of right to plant or animal breed.   
Foreign natural and legal persons may be subjects of right to plant breeds according to reciprocity principle.
A stateless person domiciled in Ukraine may be the subject of right to plant breeds.
A person who created, bred or improved the breed is considered as an author of this breed. If the breed has been created by joint creative work of several persons they are considered as co-authors of the new breed. However, the persons who have not made their personal contribution to creation of the breed are not considered as co-authors. The persons who provided only technical or material assistance to the author (co-authors) are not considered to be co-authors. If two or more persons have created a new breed independently the patent is granted to the person whose application has been received the first by the relevant body of Ukraine. The author may hand over his patent right to any person. 
The bodies that provide legal regulation in the system of legal relations and protect breeding results are: public service for protection of rights to plant breeds (Public breed service) which is a government body included in and subordinate to the Ministry of agricultural policy.
The public system for protection of rights to plant breeds consists of the Public breed service and its subordinate organizations: Ukrainian Institute of plant breeds examination, the inspectorate for protection of rights to plant breeds, public research stations, laboratories and other organizations.
State control in the field of livestock breeding is carried out by the Central public breeding inspectorate, public breeding inspectorate of the Autonomous republic of Crimea, regional and district public breeding inspectorates and other authorized executives bodies.
The disputes arising between subjects of livestock breeding are settled in accordance with the procedure established by legislation.
Intellectual property rights to plant and animal breeds include personal non-property rights to plant and animal breeds certified by public registration; patented property rights to plant and animal breeds; property rights to distribution of plant and animal breeds certified by public registration.
Patented property rights to plant and animal breeds are: the right to use plant and animal breeds for distribution in Ukraine; exclusive right to permit the use of plant and animal breeds; exclusive right to prevent and prohibit illegal use of plant and animal breeds; other property rights established by legislation.
Property rights to plant and animal breeds belong to the patent owner unless otherwise specified by the agreement or legislation.
The term of exclusive property rights to plant and animal breeds expires in thirty years, to trees and grapes – in thirty five years beginning from the 1st of January of the year following the year of public registration of these rights.
Another non-traditional object of intellectual property right is topography of integrated circuit. 
An integrated circuit (hereinafter – IC) is a microelectronic item of final or intermediate form intended for activities of functions of electronic circuit whose elements and connections are generated in the volume or on the surface of material.
The rights to topography of IC become effective from the date of filing information on topography of IC to the Public register of Ukraine (Clause 1, Article 16 of the Law of Ukraine “On protection of rights to topographies of integrated circuits”). 
The person who has the right to register topography of IC (the applicant) files an application to the Public enterprise “Ukrainian institute of industrial property” (Ukrpatent) which receives, considers and examines applications.
An application is a set of documents necessary for registration of topography of IC and certification. The application may concern only one topography of IC.
The application for registration is drawn up in Ukrainian and must contain: application for registration of topography of IC, applicant(s)’ name(s), his (their) address, information on author(s); materials identifying topography of IC. If there are two or more applicants they may specify the address where the certificate has to be sent.
The application is filed with the document confirming payment of fee for registration of topography of IC (payment order or receipt (form № 042005)).
In order to identify topography of IC which was not used before the date of filing the application must contain a complete set of visual materials representing each layer of topography (photomask, topographic drawing, photographs of each topography layer fixed in the IC) and an abstract; in order to identify topography of IC which was used before the date of filing the application must contain (besides the above-mentioned documents)  four IC samples, the abstract  containing information on the date of the first use and key specifications of the IC sample; the application for registration of topography of IC which was used before the date of application must contain the document confirming the date of the first use of topography of IC; confidential information on any topography layer may be included into materials identifying topography of IC in the coded form, so, this layer may be removed from visual materials.
After having fixed the date of filing (provided that the document confirming the payment of state duty for registration of IC topography is available) the Ukrpatent examines the application within three months. If the application materials and the document confirming the payment of state duty for registration of IC topography comply with established requirements the State department of intellectual property registers the claimed topography of IC making a relevant record to the Register. The topography of IC is registered provided that the applicant is responsible for its protectability. The State department of intellectual property publishes information on registration of IC topography in the official bulletin. Within a month from the date of registration the State department of intellectual property issues the certificate which is effective during ten years from the date of filing (Clause 3, Article 4 of the Law of Ukraine “On protection of rights to topographies of integrated circuits”).
Property rights to arrangement of integrated circuit are:

– right to arrangement of integrated circuit;
– exclusive right to permit the use of integrated circuit arrangement;
– exclusive right to prevent and prohibit illegal use of integrated circuit arrangement;
– other property rights established by legislation.

Property rights to arrangement of integrated circuit belong to the owner of the relevant certificate unless otherwise established by an agreement or legislation.
The validity of property rights to arrangement of integrated circuit may be early terminated on the owner’s initiative in case of compliance with terms of the agreement and other cases specified by legislation. In case of termination of exclusive property rights to arrangement of integrated circuit it may be used free of charge by any person, except the cases established by the law.
If this early termination of exclusive property rights to arrangement of integrated circuit resulted in losses, the person who granted the permit of use has to recover such losses to the permittee unless otherwise established by an agreement or legislation.
According to Article 479 of the Civil code of Ukraine the intellectual property rights to arrangement of integrated circuit may be invalidated in accordance with the procedure established by legislation. Any person who used in good faith arrangement of IC in Ukraine or prepared such use before the date of filing or, if priority was claimed, before the date of application priority, is entitled to free prolongation of this use (the right of prior user). The right of prior user may be transferred to another person only together with enterprise or business practice or with the part of this enterprise or business practice where arrangement of IC was used or prepared. 
Scientific discovery is an intellectual property object that is the least regulated by legislation. It should be mentioned that discoveries were recognized as objects of legal protection by the World Intellectual Property Organization at the insistence of the former USSR. Although a discovery may not grant exclusive property right to its author it is a considerable achievement of the whole mankind. A discovery is the highest scientific achievement resulting from intellectual activity.
Article 457 of the Civil code of Ukraine says that scientific discovery is disclosure of unknown earlier, but really existing laws and phenomena of material world resulting in radical change of scientific cognition.
Article 458 of the Civil code of Ukraine says that the author of scientific discovery is entitled to give his name or special name to this discovery. The right to scientific discovery is certified by diploma and protected by legislation.
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Discussion points
1. Describe the procedure of registration of industrial property objects.

2. What are the terms of validity of property rights of intellectual property objects?

3. What is legal character of patent law subjects?

4. Describe the patenting procedure of patent law objects: inventions, utility models and industrial designs.

5. Describe the content of property and non-property rights to inventions, utility models and industrial designs.
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Checking test

1. Choose the right answer. Intellectual property right to arrangement of IC may be granted if this arrangement is:

(a) new; 

(b) fit for industry;

(c) original;

(d) useful.

2. Choose the wrong answer. Personal non-property rights of the author’s innovation are:

(a) right to remuneration;

(b) right to pseudonym;

(c) right to the name of innovation;

(d) right to give the name to innovation.

3. Subjects of intellectual property right to innovation are:

(a) an author;

(b) an employer;

(c) a legal person to whom this innovation has been offered;

(d) a company director.
4. The author of scientific discovery is entitled to:

(a) give his own or special name to the scientific discovery;

(b) property remuneration;

(c) obtain a relevant diploma;

(d) exclusive right of use.

5. Choose the right answer. Property rights to plant or animal breed are certified by:

(a) license;

(b) certificate;

(c) patent;

(d) there is no right answer.
6. Choose the right answer. The term of exclusive property rights to plant and animal breed expires in:

(a) 10 years;

(b) 20 years;

(c) 30 years;

(d) 40 years.

7. Choose the right answer. Disclosure of unknown earlier, but really existing laws and phenomena of material world resulting in radical change of scientific cognition is:

(a) innovation;

(b) scientific discovery;

(c) plant breed;

(d) animal breed.

8. Choose the right answer. The author of scientific discovery is entitled to give to his discovery:

(a) his name;

(b) special name;

(c) national symbols;

(d) answers (a) and (b) are right.

9. Choose the right answer. The right to scientific discovery is certified by:

(a) license;

(b) certificate;

(c) patent;

(d) diploma.

10. Objects of animal breeds are:
(a) clones;

(b) strains of microorganisms;

(c) cattle;

(d) pigs.
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	Unit 7

LEGAL REGIME 
OF INDUVIDUALIZATION FACILITIES OF CIVIL 
CIRCULATION PARTICIPANTS, GOODS AND SERVICES


Key-words: trademark, geographic names, commercial (firm) names, certificate, subject of intellectual property right, indivi​dualization facilities of goods and services.

7.1. Legal protection of trademarks
Most legal scholars attribute trademarks, geographic names, commercial indications to individualization facilities of civil circulation participants, goods and services. The criterion of their identification is their purpose, as they are aimed at individualization facilities of civil circulation participants, goods and services. 
Trademark is the most widespread object in this group. Trademark is a generally accepted international term which was used for the first time in Ukrainian legislation after the adoption of the Civil code of Ukraine in 2003.
Trademark is any symbol or combination of symbols applicable to distinguish goods (services) produced by one person from those produced by other persons. These symbols may be words, letters, figures, pictorial elements, color combinations. In literature the term “mark” is used, as a rule, for goods and services and the term “trademark” is used by international legislation.
It is difficult to overestimate the role and importance of trademark (mark for goods and services) in the conditions of market economy. Its functions are versatile. At the same time the mark has its specificity in market conditions. Trademark is considered to carry out the following functions: distinguishing, informative, advertising, protective and psychological.
Some specialists define the main functions of trademark in a different way: producer’s or seller’s  indication (distinguishing function), goods advertising (advertising function), rise of production quality (stimulant function), protection of producer’s (or seller’s) rights (protective function), indication of a certain kind of goods (individualizing function), regulation of output and sales of goods (regulatory function), aesthetic education (cultural function).
All trademarks are divided into verbal, figurative, three-dimensional and combined.
Verbal marks are more effective as they can be easily perceived aurally and visually. They are more expressive and can be easily memorized or pronounced. Among verbal marks we can often meet names of prominent people – Napoleon, Columbus, Khmelnytsky and others. Verbal marks are the most effective and widespread object of trademarks. The number of verbal trademarks in the highly developed countries is about 70 %.
Figurative symbols for trademarks may include artistic, graphic and similar indications. They are the oldest in the history of trademarks. Very often it is the result of fine art activities, in that case such mark may become an object of copyright. The mark may be represented as a figure of a person, people, animal, bird, ornament, stylized image etc. Figurative symbols must be novel, that is original, and differ from other symbols. Of course, such symbol has to be applicable for marking of goods or services, i.e. to be technological.
Most often 3-D symbol of trademark reproduces the form of product or its package, i.e. it is characterized by three-dimensionality. The most widespread 3-D symbols for goods are original packages, e.g. bottle for perfume or spirits.
Other three-dimensional marks such as the symbol on the “Mercedes” cars may be also trademarks. 
Combined marks symbols are combination of verbal and figurative, i.e. they include two parts – verbal and figurative which also have a meaning content. Figurative part illustrates mainly verbal part of the mark. Both parts have to be perceived as a whole entity. Combined trademarks are divided into three types: marks where verbal part prevails; marks where verbal and figurative markings are mixed with the aim of their mutual influence; marks where figurative part prevails.
The peculiarity of rights to trademark is that non-property rights to this object are absent; there is only a set of property rights; trademark does not require creative activity and therefore, there is no the subject of creation (creator). Besides, the grounds for gaining rights to trademark are: filing of application for trademark which contains a symbol corresponding to trademark concept according to the established procedure; international registration containing a symbol corresponding to trademark concept; recognition of trademark as well-known in Ukraine; transfer of  these rights according to the law; passing of these rights as a result of termination of legal person, in succession order, or other grounds established by the law; court decision. 
Natural and legal persons are subjects of intellectual property rights to trademark. Intellectual property right to a particular trademark may belong to several natural and legal persons simultaneously. Interrelations among them while using trademark are defined by the agreement. In case of absence of the agreement each owner of the certificate may use and dispose of trademark at his discretion, but nobody has the right to issue a permit (license) for using trademark without consent of other certificate owners.
Foreign natural and legal persons may also be subjects of rights to trademark on the same terms as citizens of Ukraine.
Religious organizations, funds and other noncommercial legal persons which do not produce goods and do not provide services may not be subjects of intellectual property rights to trademark. 
Trademark is legally protected if it does not contradict public order, principles of humanity and morality and if there are no sufficient grounds to refuse legal protection.
Marks may not be legally protected if they picture or imitate: State Emblems, flags and other state emblems; official states’ names; emblems, short or full names of international intergovernmental organizations; official control, guarantee and hallmarks, seals; rewards and other decorations. 
Marks may not be also protected if they: may not be distinguished while using; consist of symbols that are generally used as symbols of goods and services of a certain kind; consist only of descriptive symbols or data applied to goods and services, in particular indicated in the application: kind, quality, composition, quantity, properties, purpose, value, place and time of production and sales of goods and services; are deceptive or may mislead the public as to goods, services or a person who produced goods or provided services; consist only of symbols that are commonly used symbols and terms; reflect only natural form of the product.
Indications for industrial designs the rights to which belong to other persons in Ukraine; titles of famous scientific, literature and art works or their quotations and characters, works of art and their fragments without agreement of copyright owners and their legal successors; family names, names, pen names, portraits and facsimile of persons famous in Ukraine without their consent may not be registered as trademarks. 
A person who wants to obtain a certificate files an application to the State Department of Intellectual Property of Ukraine. Application may be filed through the representative of intellectual property affairs or other authorized person on behalf of the applicant. Application has to concern one trademark. It is written in Ukrainian and must contain: application on registration of trademark; claimed image; list of goods and services for which applicant asks to register a trademark. If an applicant asks for protection of color or combination of colors as distinguishing feature of his mark he is obliged: to file an application indicating color or combination of colors to be protected; to present color images of the mentioned mark. A number of copies of such images are established by the State Department.
Application examination has scientific status and consists of formal and qualified examinations (substantial examination) which are carried out by examination agency. Certificate is given by the State Department of Intellectual Property of Ukraine within a month after state registration of trademark. Certificate is given to the person who has the right to obtain it. If several persons have the right to obtain certificate they are issued one certificate. 
Rights to trademark belong to the rightholder of trademark who is the owner of the relevant certificate for trademark, the owner of international registration, a person whose trademark is considered to be well-known in Ukraine or a person who has been transferred or passed this right according to the law. 
Rightholder to trademark exercises his rights at his discretion respecting the rights of other persons.
Intellectual property rights to trademark are:

1. Right to use trademark;
2. Exclusive right to allow using trademark;
3. Exclusive right to prevent illegal trademark use including prohibition of such use;
4. Other property rights of intellectual property established by the law. 

Trademark use is: marking of any product for which all rights to trademark are registered, package, sign, label or another attached to this product thing of such product with indication of trademark in order to offer it for sale, import and export; storage, rendering service for which rights to trademark are registered; use in official papers, advertisement, Internet including domain names.   
Trademark is recognized to be used if it is used in the form of trademark the rights to which are registered and also in the form that is distinguished from trademark only by certain elements if it does not change the distinction of trademark as a whole.
Intellectual property rights to trademark belong to the owner of the relevant certificate for trademark, the owner of international registration, a person whose trademark is considered to be well-known according to the law, unless the agreement provided for otherwise.
Property rights of intellectual property to trademark are valid during ten years from the date following the date of filing an application according to the established legal procedure, unless the law provided for otherwise. The mentioned term may be extended every time for ten years according to the established legal procedure. 
Validity of property rights of intellectual property to trademark may be terminated earlier on initiative of the rightholder if it does not contradict the terms of the agreement or in other cases provided by the law.
If a person who has been granted license for using trademark suffers losses because of early termination of the validity of exclusive property rights such losses are recovered by a person who granted the above-mentioned license, unless the law or agreement provided for otherwise.    
Intellectual property rights to trademark are considered invalid according to procedure established by the law.
Any person who before the date of filing application for trademark or, if priority was claimed, before the date of application for priority, used trademark in good faith in the interests of his business activities in Ukraine or carried out serious preparation for such use has the right to continue using trademark free of charge or use the right of previous user.  
The right of previous user may be transferred or devolved to another person only together with enterprise or business practice or with that part of enterprise or business practice where trademark was used or serious preparation for such using was carried out. 
It is important to mention that right to trademark is limited by: list of goods indicated in the certificate; territory of the state registration; the term this trademark has been registered for.
Trademark use is not only the right, but also the duty of the owner. While using trademark its owner may put warning marking showing that the trademark has been registered in Ukraine. Warning marking allows distinguishing the trademark among other indications the product or its package are marked with. On the one hand, it is an additional advertisement of certain goods and services, on the other hand – it is an opportunity to show the fact of trademark registration.
The procedure of warning marking is not clearly governed by the legislation. It is only defined that the license owner has the right together with the symbol for goods and services put warning marking which shows that the trademark has been registered in Ukraine (cl.10 art.16 of the Law of Ukraine “On protection rights to marks for goods and services”).  Use of warning marking is not the obligation of trademark owner, but his right. Warning marking may be in the form of encircled Latin capital letter “R”. The rightholder chooses at his discretion the type and form of warning marking.
Subject of intellectual property right to trademark has the right to cede the rights to trademark. Cession of rights to trademark means transferring rights to this trademark to another person concerning all or a part of goods and services this trademark has been registered for. It may be both paid or unpaid and carried out on the grounds of civil agreement. Under this agreement the rightholder to trademark denies its further use and transfers all rights to acquirer who assumes all rights and obligations of the rightholder to trademark. There is one restriction concerning conclusion and execution of such agreements. Cession of rights to trademark is not allowed if it may result in misleading consumers as to goods and services or to a person producing these goods and services. Besides the owner, any person who has been granted rights on the grounds of license agreement may use trademark. According to the agreement licensee assumes obligations not to allow deterioration of goods and services. Licenser has to control observance of this clause. Agreement of assignment of the right to use trademark and license agreement must be registered (without registration they are considered invalid). For the third parties the above-mentioned agreements come into force only after registration. The assignment of property rights is paid.
State registration of license for using trademark or license agreement is carried out at the request of licensor and licensee. License or license agreement for using trademark must contain a clause stipulating that quality of goods and services produced or offered according to the license or license agreement shall not be lower than quality of goods and services of the license owner (international registration) and the latter shall control fulfillment of this clause. 

7.2. Legal protection of geographical indications 
and commercial (firm) names
Geographical indications specify the place where the goods have been manufactured. Legal regime of geographical indications is regulated by the Civil code of Ukraine and the Law of Ukraine “On protection of rights to indications of the origin of goods”. As a rule, the goods are given the geographic names of the area where they are manufactured and used by any business entity in order to distinguish its products.
Classification of the origin of goods used in practice is the following: simple indication of the origin of goods and qualified indication of the origin of goods.
Simple indication of the origin of goods is any verbal or figurative (graphic) indication specifying (directly or indirectly) the geographic place of the origin of goods.
Qualified indication of the origin of goods means the following: “place of the origin of goods” and “geographical indication of the origin of goods”.
The place of the origin of goods is the name of geographic place used for the name of goods from the indicated geographic place with special peculiarities, such as natural conditions or combination of natural conditions and human factor typical for this geographic place.
Geographical indication of the origin of goods is the name of geographic place used for the name of goods from the indicated geographic place with special features, reputation or other peculiarities, such as natural conditions, human factor or combination of natural conditions and human factor typical for this geographic place.
Legal protection of simple indication of the origin of goods is provided on the ground of its use. False or deceptive indication of the origin of goods is prohibited. Simple indication of the origin of goods is not liable to registration. 
It should be mentioned that the Law of Ukraine “On protection of rights to indications of the origin of goods” provides legal protection to qualified indication of the origin of goods on the grounds of registration which is effective without time limit. Qualified indication of the origin of goods has the following features: the name of geographic place; special peculiarities of goods; specific natural conditions and/or human factor; dependence of special peculiarities of goods on natural conditions and/or human factor. Not only the names of countries, localities, population aggregates, mountains, rivers, but also historical names of geographic places may be used as indications.
According to the Law of Ukraine “On protection of rights to indications of the origin of goods” the indication that includes the name of geographic place, but is not connected with the place of manufacturing may not be considered as qualified indication of the origin of goods.
According to Clause 1 of Article 22 of the Agreement on TRIPS “geographical indications are, for the purposes of this Agreement, indications which identify a good as originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or other characteristics of the good is essentially attributable to its geographical origin”. General requirements for the protection of geographical indications are stated in Clauses 2 – 4 of Article 22 of the Agreement on TRIPS. All Member states must provide the legal means for interested parties to prevent: the use of any means in the designation or presentation of a good that indicates or suggests that the good in question originates in a geographical area other than the true place of origin in a manner which misleads the public as to the geographical origin of the good; any use which constitutes an act of unfair competition within the meaning of Article 10bis of the Paris Convention.
A Member, ex officio, if its legislation so permits or at the request of an interested party, refuses or invalidates the registration of a trademark which contains or consists of a geographical indication with respect to goods not originating in the territory indicated, if the use of the indication in the trademark for such goods in the territory of this country misleads the public as to the true place of origin.
The Agreement on TRIPS is an international act which gives the definition of “geographical indication”. This definition is based on the definition of Article 2 of the Lisbon Agreement, but is used to wider extent. The Agreement applies to all existing means of protection of names and signs indicating that quality and characteristics of the goods are attributable to geographic place of origin (the name of place of origin) or indicate the place of origin (indication of origin). Thus, the notion “geographical indication” combines two well-known notions: “indication of origin of goods” and “name of the place of origin”.  The Agreement on TRIPS does not require compulsory registration of geographical indications.
According to international practice the protection of geographical indications consists in prohibition to use geographical indications with respect to goods not originating in the territory indicated or not meeting quality requirements. According to the Agreement on TRIPS all Member states must provide in their legislation the legal means to prevent the use of any untrue indications or those that mislead the public as to the true place of origin, and any use which constitutes an act of unfair competition within the meaning of Article 10bis of the Paris Convention. Clause 3 of Article 22 of the Agreement on TRIPS states that members of WTO must refuse the registration of a trademark which contains or consists of a geographical indication with respect to goods not originating in the territory indicated, if the use of the indication in the trademark for such goods in the territory of this country misleads the public as to the true place of origin. It should be mentioned that the essential thing of this provision is “misleading information as to the true place of origin”. However, not every use of geographical indication may be prohibited. For example, such indications as “Artek”, “Arctic” may be registered for confectionery, “Java” – for cigarettes, “Philadelphia” – for processed cheese etc.  
Article 23 of the Agreement on TRIPS provides for additional protection of geographical indications for wines and spirits: each WTO Member must provide the legal means for interested parties to prevent use of a geographical indication for wines and spirits not originating in the place indicated by the geographical indication in question, even where the true origin of the goods is indicated or the geographical indication is used in translation or accompanied by expressions such as “kind”, “type”, “style”, “imitation” or the like.  
Clause 4 of Article 23 provides for negotiations concerning the establishment of a multilateral system of notification and registration of geographical indications for wines eligible for protection in the countries-WTO Members.  
Clause 4 of Article 24 contains an important provision of the Agreement on TRIPS.  WTO Member is not required to stop using a particular geographical indication of another WTO Member identifying wines or spirits if this geographical indication have been used for at least 10 years preceding 15 April 1994 or have been used in good faith preceding that date.
The Agreement on TRIPS has settled the conflict between a trademark and geographical indication. Unlike the Lisbon Agreement Clause 5 of Article 24 of the Agreement of TRIPS states that in case if a trademark has been applied for or registered in good faith, or rights to a trademark have been acquired through use in good faith either before the date of application of these provisions in the Member state or before the geographical indication is protected in its country of origin, the validity of the registration of a trademark, or the right to use a trademark may not be litigated on the basis that such a trademark is identical with, or similar to, a geographical indication. The validity of a trademark may not be litigated on the basis that such a trademark is identical with, or similar to, a geographical indication if it has been registered and used within 5 years and it has become generally known in that country (Clause 7 of Article 24 of the Agreement on TRIPS).  
The reports on protection of geographical indications in European Community are also of great interest, especially the comments to Regulation (EC № 2081/92) “On the protection of geographical indications and designations of origin for agricultural products and foodstuffs” (hereinafter – the Regulation).
The Regulation introduces two terms: “designations of origin” and “geographical indications” (Article 2 (2)).
“The designation of origin means the name of a region, a specific place or, in exceptional cases, a country, used to describe an agricultural product or a foodstuff originating in that region, specific place or country, and the quality or characteristics of which are essentially or exclusively due to a particular geographical environment with its inherent natural and human factors, and the production, processing and preparation of which take place in the defined geographical area”.
“The geographical indication means the name of a region, a specific place or, in exceptional cases, a country, used to describe an agricultural product or a foodstuff originating in that region, specific place or country, and which possesses a specific quality, reputation or other characteristics attributable to that geographical origin and the production and/or processing and/or preparation of which take place in the defined geographical area.
The Regulation extends the sphere of protection of geographical indication comparing with the Agreement on TRIPS: “Certain traditional geographical or non-geographical names designating an agricultural product or a foodstuff originating in a region or a specific place, which fulfill the conditions referred to in the second indent of paragraph 2 (a) shall also be considered as designations of origin” (Article 2 (2)).  
The Regulation says that certain geographical designations may be treated as designations of origin where the raw materials of the products concerned come from a geographical area, provided that the production area of the raw materials is limited, special conditions for the production of the raw materials exist, and there are inspection arrangements to ensure that those conditions are adhered to (Article 2 (4)). Only live animals, meat and milk may be considered as raw materials.
In order to be recognized on the territory of EC, the designations must be recognized as designations of origin with national protection by the Member State concerned, or, if no such scheme exists, their traditional character and an exceptional reputation must be proven (Article 2 (6)).
The Regulation gives the definition of the term “a name that has become generic”. It means the name of an agricultural product or a foodstuff which, although it relates to the place or the region where this product or foodstuff was originally produced or marketed, has become the common name of an agricultural product or a foodstuff. There are some factors that should be taken into account in order to establish whether or not a name has become generic (Article 3 (1)).
A name may not be registered as a designation of origin or a geographical indication where it conflicts with the name of a plant variety or an animal breed and as a result is likely to mislead the public as to the true origin of the product.
Articles 4,5,6,7, of the Regulation establish requirements to applications for registration, registration procedure and objection to registration of designations of origin or geographical indications.
Where a designation of origin or geographical indication is registered in accordance with this Regulation, the trademark relating to the same type of product and misleading the public may not be registered or must be declared invalid, provided that the application for registration of the trade mark was submitted after the date of the publication about registration of designation of origin (geographical indication), or  the application for registration of a trademark was lodged before the date of publication of the application for registration of designation of origin (geographical indication), provided that that publication occurred before the trademark was registered (Article 14 (1)). 
A designation of origin or geographical indication may not be registered where, in the light of a trade mark's reputation and renown and the length of time it has been used, such registration may mislead the consumer as to the true identity of the product (Article 14 (3)). Thus, the Regulation provides for coexistence of trademarks and designations of origin (geographical indications) registered in good faith that may result in dilution of the trademark in future.  
The reports on the role of national authorities in providing protection of geographical indications (France as an example), modern situation in protection of geographical indications in Georgia, Belarus, Kazakhstan, Kyrgyzstan, Russia, Moldova, Tajikistan, Turkmenistan and Uzbekistan were important from the point of view of international experience.
The main mechanism of protection of geographical indications is national legislation, bilateral and multilateral (regional) agreements. It should be mentioned that despite of the provisions of the Agreement on TRIPS which does not require compulsory registration of geographical indications, more and more countries are adopting the system of registration of geographical indications. Some countries implement the system of certification trademarks, collective marks (including the system of agricultural labels). Some countries protect geographical indications applying the legislation on unfair competition. But all the countries have legal means of protection of geographical indications (provisions of laws on unfair competition or on protection of consumers’ rights) against untrue use or the use that misleads the public. 
The intellectual property right to geographical indication arises from the date of public registration of this right, unless otherwise determined by legislation.
The extent of legal protection of geographical indication is defined by specifications of goods (services) and geographical place of origin certified by public registration of intellectual property right to geographical indication.
Legal protection of simple designation of origin consists in prohibition to use false designations or those which mislead the public as to the true origin of the product.
The requirements to composition and execution of application for registration of qualified designation of origin and/or the right to use registered qualified designation of origin are compulsory for applicants and regulated by “Rules of compilation, filing and examination of application for registration of qualified designation of origin and/or the right to use registered qualified designation of origin of the product”.       
The application concerns only one designation of origin of the product. The application is compiled in Ukrainian and includes: application for registration of the place of origin and/or right to use registered qualified designation of origin or geographical indication of origin with information on the applicant and his address; name of the place of origin or geographical indication of origin; name of the product which requires the registration of designation of origin and/or right to use registered qualified designation of origin; name of geographical place where the product is manufactured and the quality or characteristics of which are related to a particular geographical environment; description of particular qualities, reputation or other characteristics of the product; information concerning the use of  qualified designation of origin on the label or while marking the product; information concerning relation of particular qualities, reputation or other characteristics of the product with natural conditions and/or human factor of indicated geographic place.
The following documents are enclosed with the application: the document confirming that the applicant manufactures the product which requires the registration of designation of origin or geographical indication and the right to use registered qualified designation of origin; conclusion of an authorized body according to the order of the Cabinet of Ministry of Ukraine of 23.04.2001 № 149-p “On authorized bodies for determination and control of particular qualities and other characteristics of products” concerning particular qualities and other characteristics of the product indicated in the application and its relation with natural conditions and human factors of indicated geographical place of origin; conclusion of an authorized body according to the order of the Cabinet of Ministry of Ukraine of 23.04.2001 № 149-p “On authorized bodies for determination and control of particular qualities and other characteristics of products” concerning the limits of geographic place related to particular qualities and other characteristics of the product.
The application is filed with the document confirming payment of fee for application (payment order or receipt (form № 042005)). The terms and the amount of fees for application are specified in the document “On approval of the Procedure of payment of fees for protection of rights to intellectual property objects” approved by the Regulation of the Cabinet of Ministers of Ukraine of 23.12.2004 № 1716.  
According to the Law of Ukraine “On protection of rights to designation of origin” such designation may be registered by one or more legal or natural persons. The right to use qualified designation of origin of the product is collective, in contrast to the right to the trademark which is exclusive. 
Not every person is entitled to register qualified designation of origin. This person is obliged to stay within the territory if the geographic place where he intends to register qualified designation of origin of the product. Besides, he must manufacture the product on his own. Thus, the person being only a mediator has no right to use qualified designation of origin.
The subjects of intellectual property right to geographical indication are manufacturers of goods, consumers associations, other persons determined by legislation. The subject of right to geographical indication is a person or persons who, irrespective of their business form or composition, manufacture the product, extract or process raw materials for the product whose particular quality, reputation or other characteristics are related to this geographic place.
The following indications may not be granted the right to geographical indications: indications that conflict with morality or public order; mislead the public as to the geographic place of origin, production methods, particular quality, reputation or other characteristics related to this geographic place; the indication is used as the name of geographic place where this product was initially manufactured and became in general use in Ukraine as the name of particular kind of product irrespective of a particular place of origin; denote geographic place of origin, but make consumers believe that the product was produced in another geographic place; the indication is identical to plant variety or animal breed that may mislead the public as to the true origin of the product; identical to the trademark that may mislead the pubic as to the person manufacturing the product under this trademark.
The right to use qualified designation of origin of the product is inalienable. Thus, the person who has obtained this right after examination of his application may not surrender the right to another person or issue the license for use of registered designation. Only the state represented by an authorized body may grant the right to use qualified designation of origin of the product. 
The proprietor may not use qualified designation of origin of the product at his own discretion. According to legislation the use of qualified designation of origin of the product is labeling, marking, advertising, records on invoices and other accompanying forms. In order to provide an effective protection of qualified designation of origin of the product the Law of Ukraine “On protection of rights to designations of origin” gives to the proprietor an opportunity to use warning notices next to qualified designation of origin of the product. Warning notices are used to indicate that this qualified designation of origin has been registered in Ukraine. The Law of Ukraine “On protection of rights to designations of origin” does not provide a special sign for such designation of origin (like a sign of copyright ©). 
The infringement of right to use the designation of origin of the product is the use of untrue (false) designation or the designation that misleads the public as to the true place of origin.
According to the Law of Ukraine “On protection of rights to designations of origin” the following acts are deemed to be infringement of right to use the designation of origin: use of registered designation of origin by the person without relevant certificate; use of a geographical indication not originating in the place indicated by the geographical indication in question, even where the true origin of the goods is indicated or the geographical indication is used in translation or accompanied by expressions such as “kind”, “type”, “style”, “imitation” or the like; use of registered designation of origin or similar designation appellation of origin and geographical indications different from those indicated in the Public Register of Ukraine, if this use misleads the public as to the true place of origin and particular characteristics of the product, or such use damages the reputation of the registered designation; use of registered designation of origin as specific name of the product; use of similar designation that may mislead the public as to the true place of origin and particular characteristics of the product.
In case of infringement of right to use the designation of origin the offender is obliged at the request of the owner of certificate and other interested persons: to stop the actions which infringe or threaten this right; to withdraw from circulation the product whose designation of origin is used illegally; to indemnify costs including uncollected profit; to indemnify damages at the amount not exceeding the profit resulted from illegal use; to publish the court decision in order to restore business reputation of the legal user; to withdraw illegal designation of origin from the product or to destroy it, if such withdrawal is impossible. 
In contrast to registration of the trademark which is valid for ten years and may be prolonged the registration of qualified designation of origin is unlimited. However, the certificate of right to use designation of origin is valid for ten years. The Law of Ukraine “On protection of rights to designations of origin” provides for possibility to prolong the duration of this certificate provided that a competent authority has confirmed that the certificate holder manufactures the goods in geographic place indicated in the Register and characteristics of the goods correspond to those in the Register. 
The right to register qualified designation of origin is granted to the persons who manufacture the goods whose peculiarities, qualities, reputation or other characteristics are related to particular geographic place; consumers associations; organizations directly related to manufacture of particular products, goods, technological process or geographic place. The right to use registered appellation of origin or geographical indication of origin is granted to the manufacturers who produce the goods whose peculiarities, qualities or other characteristics correspond to those indicated in the Register.
The procedure of filing for registration of qualified designation of origin and the right to use registered qualified designation of origin is regulated by the “Rules of compilation, filing and examination of application for registration of qualified designation of origin and/or the right to use registered qualified designation of origin of the product” approved by the order of the Ministry of Education and Science of Ukraine of 17.08.2001 № 398. This procedure is similar to the procedure of filing for registration of a trademark.  
The application concerns registration of one only designation of origin of the product. The application is compiled in Ukrainian. Supplementary documents may be compiled in foreign languages, but must be translated into Ukrainian. The application and documents are filed in one copy. The application includes:
– application for registration of the place of origin or geographical indication of origin and/or right to use registered qualified designation of origin or geographical indication of origin with information about the applicant and his address;
– name of the place of origin (name of geographic place may be both a noun or an adjective);
– name of the product which requires the registration of designation of origin and/or right to use registered qualified designation of origin. Uniform terminology used in the International classifier of goods and services is preferred. The place of manufacture of the product may be indicated in different ways. If the product is manufactured in a city, town or village it is necessary to indicate the region, as there are many population places in Ukraine with the same names. As for mineral water, it is necessary to indicate the territory where water intake takes place: this may be done by verbal description or map indicating the geographic place;     
– description of particular qualities, reputation or other charac​teristics of the product. The qualities of the product must be described clearly using special terminology (merchandising, technical etc.). While describing alimentary product it is reasonable to indicate its chemical composition, any contraindications, recommendations to proper use etc. Information concerning raw materials, climatic, geological or other natural conditions of a certain geographic place, people capable to manufacture the product in traditional way is also mentioned;
– information concerning the use of qualified designation of origin on the label or while marking the product;
– information concerning relation of particular qualities, reputation or other characteristics of the product with natural conditions and/or human factor of indicated geographic place.
Important supplements to the application are the following documents: report of a competent authority confirming that particular qualities or other characteristics of the product indicated in the application are related to natural conditions and/or human factor of indicated geographic place; report of a competent authority concerning the borders of geographic place; information that the applicant resides in the indicated geographic place and manufactures the product whose particular qualities are related to natural conditions and/or human factor.
Intellectual property rights to geographical indication are:
– right to recognition of geographical indication of goods (services);
– right to use geographical indication;
– right to prevent and prohibit illegal use of geographical indication. Any interested persons, in particular, consumers associations, organization directly related to geographical place or goods (services), competent public authority have the right to prevent and prohibit illegal use of geographical indication. 
Intellectual property rights to geographical indication owned by the subjects of intellectual property rights to geographical indication are determined by legislation. 
Intellectual property right to geographical indication is valid from the date following the date of public registration and protected permanently, provided that characteristics of goods (services) are preserved.
According to the Economic code of Ukraine the right to use the geographical indication belongs to those business entities that manu​facture goods (render services) and have registered such geographical indication.
The use of geographical indication by business entity is considered to be its application:

– on goods and package;
– on advertising posters, signboards,  in booklets, periodicals, printed materials etc.
Business entities engaged in intermediate trade may use their trademark along with geographical indication of manufacturer’s goods solely on basis of an agreement. The terms of providing legal protection of geographical indication are determined by legislation.  
Goods of foreign manufacture or their package (in cases specified by legislation), goods of domestic manufacture or their package intended for export must contain information on their country of origin. Information on the country of origin is indicated on a visible place of the product (package) according to established requirements. Business entities are prohibited to use an inscription (mark) “Made in Ukraine” on the goods of foreign manufacture. The above-mentioned requirements are controlled by authorized public bodies according to legislation (Article 161 of the Economic code of Ukraine).
Another important object of individualization facilities of  civil circulation participants, goods and services is a business (trade) name. Although the term “business (firm) name is legally fixed some legal scholars prefer the term “commercial name”. 
In the opinion of A. Kodinets the term “commercial name” has multiple meaning and may be used at least in two aspects: broad and narrow.
In the broad sense ‘commercial name” covers all names that are used in a business activity and concern both intellectual property objects (trademarks, geographical indications and firm names) and any other symbols or their combinations used for identification of subjects, goods, services, another property related to commercial activity and are not intellectual property objects (certification marks, signboards, company name etc.).
In the narrow sense A. Kodinets considers “commercial name” as combination of verbal signs in the company name used by natural or legal person in a business activity. 
While interpreting “commercial name” in the narrow sense it should be distinct from similar legal categories, such as trademarks and firm names. In contrast to firm name, commercial name identifies not a legal person, but a company as an integral complex, an object of relevant civil rights.
Certain elements of commercial name and firm name may coincide, but these categories do not mean the same. 
The right to firm name is inalienable and arises from the moment of establishing a legal person. Commercial name refers only to the name of the company and may be alienated with a company for which it is used. 
A legal person as a legal owner of a firm name may possess two or more companies with their proper commercial names.
According to the Civil code of Ukraine firm (business) name is a name of a company, organization, joint-stock company or business owner with status of legal person. The name must be clear and easily interpreted. These may be the names that include indications of the company legal form and/or activity nature of legal person; the names which are distinctive mark of this firm name; short name of a legal person.
The right to firm name arises from the moment of the first use of this firm name without filing of application or registration of this right, regardless the fact whether the firm name is a part of trade mark or not. 
Certain property rights to firm names arise on the basis of agreement, as a result of reorganization of legal person, succession or other legal grounds.
In the opinion of A.Selivanov, one of the necessary conditions of firm (business) name is conformity of the name with activity nature of a company. This requirement is called “the principle of business validity” in legislation of foreign countries.
Singularity of firm name is one of the legal requirements. The 
name that is identical or similar to existing ones may not be granted legal protection. The name of a company must be different from other similar names. The use of the same name by different companies, organizations and other business entities may cause considerable material and moral damage to users of the same name.   
The purpose of firm (business) name is individualization of a company or organization, in particular emphasis of its activity. This individualization is necessary in order to underline business activity, preservation, development and legal protection of business name. Legal protection of a firm name is not an end in itself, but protection of business reputation of a company, its goodwill and prestige. 
According to international practice, firm (business) name may be used by the owner in his trademarks. However, the owner of firm (business) name may not alienate it without the company. This rule does not apply to the cases of reorganization of legal person and alienation of the whole company.
The intellectual property right to firm name arises from the moment of the first use of this firm name and protected without filing of application or registration of this right, regardless the fact whether the firm name is a part of trade mark or not. 
Information on trademarks may be entered into registers according to legislation. The persons may have the same firm names if it does not mislead the public as regards to manufactured goods or rendered services.
Business reputation is achieved due to the efforts of the team, understanding of market needs, in particular consumers’ needs, ability to organize business activity. All this stimulates the user of firm (business) name to protect his firm name, i.e. prestige of the company.  There are two ways of protecting prestige of the company:
The first way is prohibition to use the same firm names by other persons, i.e. prevent illegal encroachment on prestige and business reputation of a company. 
The second way is permanent care for reputation, development of high tech production, use of energy efficient technologies, improvement of product quality etc. The use of firm (business) name imposes a number of important obligations on its user.
Intellectual property rights to firm name are:

– right to use firm name;
– right to prevent and prohibit illegal use of firm name by other persons;
– other intellectual property rights established by legislation.

Intellectual property rights to firm name are transferred to another person together with a whole property complex of the person possessing these rights. The validity of intellectual property rights terminates in case of liquidation of legal person and other circumstances established by legislation.  
7.3. International legal protection 
of trademarks 

International legal protection of trademarks is provided by the Paris convention for the protection of industrial property. This Convention was the first legal act determining the principles of international legal protection of trademarks (referred to as “marks” in the Convention).
According to the Convention, the procedure of filing and registration of trademarks is determined in each country of the Union by its domestic legislation. However, an application for the registration of a mark filed by a national of a country of the Union in any country of the Union may not be refused on the ground that registration has not been effected in the country of origin. A mark duly registered in a country of the Union are regarded as independent of marks registered in the other countries of the Union, including the country of origin.
The countries of the Union undertake to refuse or to cancel the registration, and to prohibit the use of a trademark which constitutes a reproduction, an imitation, or a translation of a mark considered by the competent authority of the country of registration or use to be well known.

According to the Convention, certain signs may not be registered as trademarks: armorial bearings, flags, emblems, hallmarks etc.
In accordance with the law of a country of the Union, the assignment of a mark is valid only if it takes place at the same time with the transfer of the commercial or industrial establishment.  Such transfer is deemed to be valid if the portion of the commercial or industrial establishment located in that country is transferred to the assignee.     
Every trademark duly registered in the country of origin may be accepted for filing and protected as is in the other countries of the Union. The countries of the Union undertake to protect service marks. They are not required to provide for the registration of such marks, i.e. legal protection is provided according to the fact of service mark use. 
The Convention determines the status of collective mark. The countries of the Union undertake to accept for filing and to protect collective marks belonging to associations the existence of which is not contrary to the law of the country of origin, even if such associations do not possess an industrial or commercial establishment. Each country is the judge of the particular conditions under which a collective mark is protected and may refuse protection if the mark is contrary to the public interest. Nevertheless, the protection of these marks may not be refused to any association the existence of which is not contrary to the law of the country of origin, on the ground that such association is not established in the country where protection is sought or is not constituted according to the law of the latter country.

The provisions of trademarks protection determined by the Paris convention for the protection of industrial property were taken as a principle for future international legal acts on protection of trademarks.

Madrid agreement concerning international registration of marks was concluded on the 14 of April 1891. The Agreement was revised many times, last time – on the 2 of October 1979. Ukraine affiliated to the Agreement in December 1991. 
The main provisions of the Madrid agreement are the following:

– firstly, the applicant must be a citizen of the country affiliated to the Madrid agreement or natural or legal person where he domiciles  or has a real and effective industrial or commercial establishment in this country;
– secondly, the mark filed for international registration must be prior registered at the national level by the Trademark office of the country of origin. This registration is called “basic registration”. The country of origin, i.e. the country of national registration which is a basis for international registration may not be chosen by the applicant at his own discretion.
– thirdly, according to the Madrid agreement, the application is not filed directly to the International bureau. The application for international registration is filed to the Office of the country of origin from where it is sent to the International bureau in Geneva. The role of the Office of the country of origin is not only to send applications for international registration to the International bureau of the WIPO, but also to certify that the mark applied for international registration is the same as for basic registration, and goods and services are covered by basic registration;

– fourthly, international application must contain the list of countries-members of the Madrid agreement which are asked for legal protection (so-called “indicated countries); 
– fifthly, if all requirements are complied with, including fee payment, the International bureau registers the mark in the International register, sends notice of international registration to the Offices of indicated countries and publishes this information in special bulletin;
– sixthly, from the date of international registration the mark is granted the same protection as if it had been directly applied in the national Office of this indicated country. 

The countries to which this Agreement applies constitute a Special Union for the International registration of marks. Nationals of any of the contracting countries may, in all the other countries party to this Agreement, secure protection for their marks applicable to goods or services, registered in the country of origin, by filing the said marks at the International Bureau of the World Intellectual Property, through the intermediary of the Office of the said country of origin.
The country of origin is considered the country of the Special Union where the applicant has a real and effective industrial or commercial establishment. If he has no such establishment in a country of the Special Union the country of origin is considered the country of the Special Union where he has his domicile. If the applicant has no domicile within the Special Union the country of origin is considered the country of which he is a national. So, if the applicant does not meet the above-mentioned requirements he is not entitled to protection of the mark. However, the Agreement provides for an exception to this rule. 
The Agreement determines the contents of international application. Every application for international registration must be presented on the form prescribed by current legislation. The Office of the country of origin of the mark certifies that the particulars appearing in such application correspond to the particulars in the national register, and mentions the dates and numbers of the filing and registration of the mark in the country of origin and also the date of the application for international registration. The applicant must indicate the goods or services in respect of which protection of the mark is claimed and also, if possible, the corresponding class or classes according to the classification established by the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the Registration of Marks.
If the applicant claims color as a distinctive feature of his mark, he is required to state this fact, to file with his application a notice specifying the color and to append to his application copies in color of the said mark, which shall be attached to the notification given by the International Bureau.

The applicant must indicate in his application in which countries of the Special Union he wishes to be granted legal protection for his mark. Every mark which has been the subject of international registration enjoys the right of priority provided for by the Paris convention for the protection of industrial property.   

When a mark already filed in one or more of the contracting countries is later registered by the International Bureau in the name of the same proprietor or his successor in title, the international registration is deemed to have replaced the earlier national registrations, without prejudice to any rights acquired by reason of such earlier registrations.

The countries of the Special Union notified by the International Bureau of the registration of a mark or of a request for extension of protection have the right to declare that protection cannot be granted to such mark in their territory. Any such refusal must be reasonable. Offices must give notice of their refusal to the International Bureau within the period not exceeding one year from the date of the international registration of the mark The International Bureau immediately transmits to the Office of the country of origin and to the proprietor of the mark, or to his agent one of the copies of the declaration of refusal. The interested party has the same remedies as if the mark had been filed by him direct in the country where protection is refused.
Registration of a mark at the International Bureau is effective for twenty years, with the possibility of renewal. Any registration may be renewed for a period of twenty years from the expiration of the preceding period, by payment only of the basic fee and, where necessary, of the supplementary fee.
If several countries of the Special Union agree to effect the unification of their domestic legislation’s on marks, they may notify the International bureau: (a) that a common Office is substituted for the national Office of each of them, and (b) that the whole of their respective territories is deemed to be a single country for the purposes of the application of all or part of the provisions specified by the Agreement..

Protocol relating to the Madrid agreement concerning the international registration of marks (the Madrid protocol) was adopted in 1989. The Protocol provides for filing of application for international registration not only on the grounds of national registrations, but also on the grounds of national applications. The right of choice belongs to the applicant. The Protocol provides for prolongation of the term of declaration about refusal of legal protection to 18 months instead of one year. The Protocol allows to change a cancelled international application into national or regional application. The purpose of the Madrid protocol is to extend the use of the Madrid system.  
Nice agreement concerning the international classification of goods and services for the purposes of the registration of marks was signed on the 15th of June 1957, came into force the 8th of April 1961. It was last revised the 13th of May 1977 in Geneva, that is why the text of the Agreement is called “Geneva act”. 
The international classification adopted by the Nice agreement consists of:

– a list of classes, together with, as the case may be, explanatory notes (the list includes 34 classes of goods and 8 classes of services);

– an alphabetical list of goods and services with an indication of the class into which each of the goods or services falls.

The countries of the Nice Union are obliged to include into official documents and publications relating to the registration of marks the numbers of classes of goods and services according to the Nice classification. However, each country uses the Nice classification at its own discretion. Each of the countries reserves the right to use the Nice classification either as a principal or as a subsidiary system.  It means that the countries of the Nice Union may establish their own national classification of goods and services where the mark is registered. In this case these countries may use the Nice classification as a subsidiary system at their own discretion. 
The fact that a term is included in the alphabetical list in no way affects any rights which might subsist in such a term. 
The Nice classification of goods and services is used by more than 100 countries. Taking into consideration the fact that the number of goods and services is constantly increasing the International office of WIPO established the service of classification of trademarks which provides professional advice on classification to any person, assists to include new goods and services into the alphabetical list. The Nice classification is updated by the Committee of experts consisting of representatives of contracting countries.     
Another international legal document is the Vienna agreement establishing an international classification of the figurative elements of marks. This Agreement was signed at the Diplomatic conference in Vienna on the 12th of June 1973. The Agreement came into force on the 9th of August 1985. 
The Vienna agreement was adopted in addition to the Paris convention for the protection of industrial property. It established a Special Union and adopted a common classification for the figurative elements of marks. An intensive growth of trade and service marks resulted in development and improvement of the existing classification system of goods and services. The Agreement is closely connected with other international treaties concerning protection of trademarks. 
The Classification of figurative elements comprises a list of categories, divisions and sections in which the figurative elements of marks are classified, together with, as the case may be, explanatory notes. The Classification of Figurative Elements is contained in one authentic copy and deposited with the Director General of the World Intellectual Property Organization.
The primary objective of the International classification is to facilitate preliminary search. However, the Classification of figurative elements does not bind the countries of the Special Union in respect of the extent of the protection afforded to the mark. In other words, the countries of the Special Union have the right to use the Classification either as a principal or as a subsidiary system.
According to the Agreement, the countries of the Special Union must include in the official documents and publications relating to registrations and renewals of marks the numbers of the categories, divisions and sections in which the figurative elements of those marks are to be placed.
Another important document is the Trademark law treaty adopted at the Diplomatic conference on the 27th of October 1994.
This Treaty applies to marks consisting of visible signs, provided that only those Contracting Parties which accept for registration three-dimensional marks are obliged to apply this Treaty to such marks. This Treaty shall not apply to hologram marks and to marks not consisting of visible signs, in particular, sound marks, olfactory marks, as well as collective, certification and guarantee marks.
Trademark law treaty specifies certain provisions of the Madrid agreement and other international treaties concerning trademarks. In particular, it contains clear provisions concerning the form and contents of application for registration of trademarks. The Treaty determines the requirements to national legislation of the countries – members of the Treaty. The provisions of the Treaty are compulsory for these countries. 
Any Contracting Party may require that an application contain the following data: the name and address of the applicant or his representative, declaration claiming the priority, one or more reproductions of the mark depending on the color or size of the mark. Goods and services are grouped according to the classes of the Nice Classification. The Treaty allows to file an application for several goods and services, irrespective of whether they belong to different classes of the Nice Classification. The duration of the initial period of the registration, and the duration of each renewal period is 10 years. The requirements for renewal of registration specified by the Treaty are the same as for initial registration.  
The Trademark law treaty does not contain any recommendations or obligations to accede to international conventions, treaties or agreements. However, according to the Treaty, the Contracting parties must comply with the provisions of the Paris convention for the protection of industrial property (provisions concerning marks) and the Nice classification (provisions concerning the grouping of goods and services in the application). 
In addition to Trademark law treaty the Instruction was also adopted which specifies certain provisions of the Treaty.  The Instruction specifies in detail the rules concerning the filing, the form and contents of applications, agency, the date of filing, duration of the application, renewal, identification of an application without number etc. The Instruction contains the rules concerning the number of copies of the mark attached to the application, the terms of fee payment, notifications (powers of attorney, request for correction etc.).
The Instruction contains 8 standard forms concerning registration of the right to the mark. These standard forms facilitate the registration procedure. 
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Discussion points
1. Analyze property rights to the trademark.

2. Analyze intellectual property rights to commercial name. 

3. Analyze intellectual property rights to geographical indication.

4. Describe the procedure of filing application for trademarks, geographi​cal indications and commercial names.
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Checking test

1. Choose the right answer.  ____________________may not be subjects of intellectual property to the trademark:

(a) religious organizations;

(b) funds;

(c) companies;

(d) institutions.

2. Choose the right answer. Subjects of intellectual property right to geographical indications are:
(a) manufacturers of goods;

(b) consumers’ associations;

(c) religious organizations;

(d) funds.

3. Choose the right answer. Acquisition of intellectual property right to the trademark is confirmed by:

(a) certificate;

(b) order;

(c) patent;

(d) provision.

4. Choose the right answer. The right to geographical indication may not be granted if it:

(a) contradicts moral norms or public order;

(b) misleads the public as to the geographical place;

(c) artistic works or their fragments without consent of copyright owners or their legal successors;

(d) figurative art works.

5. Choose the wrong answer. Subjects of intellectual property to the trademark are:

(a) state;

(b) legal persons;

(c) natural person;

(d) consumers’ associations.

6. Choose the right answer. Exclusive right to the result of intellectual activity or individualization facilities may belong to:

(a) one person only;

(b) several persons jointly;

(c) one or more persons jointly;

(d) legal person.

7. Choose the right answer. The owner of exclusive right to the result of intellectual activity or individualization facilities is entitled to dispose of this right:

(a) by consent of the person who provided him material assistance with purpose to achieve the result of intellectual activity;

(b) by consent of the person who provided him the premises with purpose to achieve the result of intellectual activity;

(c) at his own discretion;

(d) by consent of the person who has been granted his exclusive right to the result of intellectual activity for definite term.
8. Choose the right answer. Objects of exclusive rights are the following individualization facilities:

(a) shop window dressed by the painter;

(b) shop signboard;

(c) clothes sample of office staff or shop personnel;

(d) trademark.
9.  Choose the right answer. Natural and legal persons are granted _________ right to the result of intellectual activity or individualization facilities.

(a) contractual;

(b) exclusive;

(c) real;

(d) personal.

10. Exclusive rights to the result of intellectual activity or individualization facilities are of _______ value:

(a) moral;

(b) property;

(c) personal;

(d) non-property.    
	[image: image23.png]



	Unit 8

CONTRACTS IN THE SPHERE 
OF INTELLECTUAL PROPERTY


Key-words: contract, content of the contract, subject of the contract, essential terms of the contract, procedure of concluding a contract, agreement of patent search, author’s agreement, license agreement.

8.1. General provisions on civil contracts
A contract is used  in all spheres of social life for regulating various relations, it is a joint legal act which reflects independent wills of two or more equal subjects of law that establish their mutual legal rights and obligations binding for both parties.
V. Dal defines a concept of contract as a mutual agreement. In business language an agreement means prior conditions or private obligations. Legally binding agreement is a contract, its terms are known as conditions. 
V. Luts defines a contract as an agreement of two or more persons directed at establishment, change or termination of civil legal relationships. It may be concluded only by competent persons, according to the established procedure.
According to part 1 Article 626 of the Civil code of Ukraine the contract is an agreement of two or more parties directed at establishment, change or termination of civil rights and duties.
According to its legal nature any legal contract is a legal act. Terms “legal act” and “contract” are correlated with each other as general and special: every contract is a legal act, but not every legal act is a contract. Contracts are only bilateral or multilateral legal acts, while actions of one person directed at establishment, change or termination of civil rights and duties may be considered as a legal act (unilateral legal act).
It is important to mention that the term “contract” is also used in other spheres of legislation (e.g. employment contract, administrative contract etc.) But there contract is used as a category of a particular sphere of legislation with appropriate definitions and legal regulations. Legal norms to such contractual relations may be applied on condition that it is provided by legislation.
The contract is a legal fact with the following features:

1. Will of two or more persons (parties) is stated in the contract, moreover the will of the parties must be mutual;
2. Contract is a mutual act of persons resulting in particular legal consequences: establishment, change or termination of civil rights and duties. This feature distinguishes legal contract from contractual forms that are used in other spheres of legislation (employment, ecological etc.).
Contracts are classified according to different grounds; their classification depends on objectives set by the parties.
According to the moment of accrual of rights and duties of the parties a contract may be: consensual and real.
Consensual contracts are those which are considered to be concluded from the moment of achieving agreement on all essential terms in the form required by legislation. They include: purchase and sale, hire, warrant, commission, joint venture and others. 
Real contracts are those that require not only an agreement, but also transfer of a particular thing(s) for accrual of rights and duties.
S. Bervenko classifies all system of legal contracts according to their legal objectives. Contracts may be directed to : 1) transfer of property in possession; 2) transfer of property in use; 3) fulfillment of works (rendering of services); 4) granting a delay (installment); 5) change of liable persons; 6) obtaining of mutual purpose; 7) risk (aleatory) contracts; 8) fiduciary; 9) contracts of non-property content; 10) preliminary (prior contracts, protocol of intentions); 11) additional agreements; 12) contracts of special kind; 13) mixed and complex contracts; 14) “family” contracts.
According to the type of allocation of rights and duties between the parties contracts are divided into: unilateral and mutual (bilateral). Article 626 of the Civil code of Ukraine defines them as bilateral and multilateral. In unilateral contract one of the parties has only rights, the other – only duties. An example of unilateral contract is a loan agreement where lender has only the right to demand debt returning, debtor has only the duty to pay a debt. 
In mutual contracts each party has rights and duties.   Taking into account availability or lack of equivalency of relations contracts are divided into: paid and gratuitous. According to the degree of legal completion contracts are divided into: final and preliminary. According to the legal aim contracts are divided into those directed at: transfer of property in possession, transfer of property in use, fulfillment of works, granting a delay, change of liable persons, achievement of mutual aim, risk (aleatory), fiduciary, non-property contracts, preliminary contracts, additional contracts, contracts of special kind, mixed and complex contracts, “family” contracts.

8.2. The procedure of concluding, changes and termination 
of civil contracts
Whereas a contract is a general legal act between two or more persons it requires two stages to agree its terms: an offer by one party to conclude a contract and acceptance of this offer by another party. A party that offered to conclude a contract is called an offerer, a party that accepted it is an acceptor. 

An offer is the first stage of concluding a contract. An offer is a person’s will directed at concluding a contract on certain terms. But this definition is too simplified to define the essence of an offer. One should take into account that an offer is not any proposal to enter into contractual relations, but only that one intended for a certain person or persons with  reference to particular clauses which are to be  included into the contract. That is why an offer must contain terms that are considered to be essential for this contract. So, when a period for answer is indicated in the offer, offerer is bound with his proposal within this period. 

Article 644 of the Civil code of Ukraine provides for the procedure of concluding a contract in cases when an offer has been made without indicating the term for answer. So, when an offer to conclude a contract is made orally without indicating period for answer a contract is considered to be concluded if another party informs an offerer immediately about acceptance of this offer. In case of making an offer in writing contract is considered to be concluded if an answer concerning the acceptance of an offer has been received within reasonable period of time. 

A particular case of concluding a contract is an establishment of contractual relations on the grounds of public offer which is intended for indeterminate circle of persons.

According to Article 639 of the Civil code a contract may be concluded in any form if requirements concerning the form of the contract are not established by the law. But if parties agreed to conclude the contract in a certain form it is considered to be concluded only from the moment of concluding it in this form even if the law does not require this form for such type of contracts. In case when the parties agreed to conclude a contract in writing which is not required by the law such a contract is considered to be concluded from the moment of its signing by the parties. If the parties agreed to notarize the contract which is not required by the law such contract is considered to be concluded from the moment of its notarization.

A contract is considered to be concluded in the place of residence of a natural person or in the location of a legal person who made an offer to conclude a contract unless the contract provided for otherwise. 

A content of the contract is the terms on which an appropriate agreement of the parties has been concluded. If a contract has been concluded in writing in the form of one document signed by the parties or by means of sending letters, telegrams etc., such terms are specified in the clauses of the contract which may also contain references to the norms of the current legislation in this sphere or business intercourse. Terms which are a content of the contract are always defined by parties’ agreement. But the will of the participants of the contract is influenced by general legal norms concerning parties’ mutual relations. 

Changes or termination of a contract according to the general rule is possible by mutual consent of the parties. At the same time a legal act directed changes and termination of a contract is done in the same form as a contract which is modified or cancelled unless the law or the agreement provided for otherwise.

Exceptions from the general rule concerning voluntariness of changes and termination of a contract may be provided by the contract or directly by the law. In particular, a contract may be changed or terminated by court decision at the request of one party in case of material breach of the contract by another party and in other cases established by the law or agreement. Breach of a contract is material when owing to caused damages another party is deprived of expected benefit. 

One should distinguish termination on changes of the contract from unilateral complete or partial denunciation of a contract which is possible in cases directly provided by the law or agreement. For example, according to the part 2 Article 849 of the Civil code, if a contractor fails to start the work in good time or delays the execution of a contract, a client has the right to refuse from this contract and demand to cover damages.

In case of unilateral complete or partial denunciation of a contract, and if the law or agreement established the right to such denunciation, the contract is considered to be changes or terminated accordingly.

Sufficient ground to terminate or change a contract is consi​derable change of circumstances which were taken into account by the parties while concluding a contract. In this case a contract may be changed or terminated by mutual consent of the parties unless the contract established for otherwise. (Art.652 of the Civil code).

1. In the opinion of E.O. Kharytonova and N. O. Saniahmetova, if parties did not come to an agreement concerning bringing a contract to conformity with circumstances which changed considerably or concerning termination of a contract, a contract may be terminated or changed by court decision at the request of the interested party under the following circumstances:

2. Аt the moment of concluding a contract parties did not expect such change of circumstances;
3.  Сircumstances have been changed due to causes which an interested party could not eliminate;
4. Сontract execution results in disbalance of property interests of parties or deprives an interested party of expected benefit;
5. Тhe contract does not stipulate that the risk of changes of circumstances is assumed by an interested party.

In case of changing a contract by mutual consent parties’ obligations are changed according to terms concerning subject, place, terms of performance; in case of cancellation of a contract  parties’ obligations are terminated from the moment of agreement concerning change or termination of a contract unless the agreement established otherwise.

By their agreement parties may choose the simplest (oral) form of the contract, even if the law provides for simple written form, but without consequences of contract invalidity due to failure to use written form. However, oral form is inadmissible while concluding contracts which must be notarized or legally registered.

Obligations arising from a contract have to be duly performed according to the terms agreed by the parties. Moreover, while performing a contract parties sometimes may deviate from earlier agreed terms. Such deviations are approved either by means of previous written contract of a counterparty or by the fact of acceptance of changes suggested by another party.
8.3. Peculiarities of contracts in the sphere of intellectual property
A great number of various contracts are concluded in the field of intellectual property. Among them there are a lot of typical civil contracts, but some of them concern intellectual (creative) activity. They are classified according to different criteria.

According to the content of intellectual property they are divided into contracts in the field of scientific, literature and artistic activities.

Significance of the contracts related to objects of related rights, such as performance, phonograms, videograms and broadcasting programs has become more obvious nowadays.

According to significance in the system of civil contracts they are divided into principal and supplementary contracts that include contracts of collective exercise of intellectual property rights, contracts of agency etc.

Both the contracts in the field of intellectual property and the contracts concerning disposal of intellectual property rights are regulated by the Civil code of Ukraine. They regulate acquisition, change or termination of rights to the objects of intellectual property.   
According to Article 1107 of the Civil code of Ukraine, intellectual property rights are disposed under the following agreements:

1) license for using an object of intellectual property rights;

2) license agreement;

3) agreement of creation and use of intellectual property object made to order;

4) agreement of assignment of exclusive intellectual property rights;

5) other agreements of disposal of intellectual property rights.

According to the creation and use of the object of intellectual property the above-mentioned contracts may be divided into contracts regulating the creation of intellectual property objects and contracts regulating the use of intellectual property objects.

Contracts that regulate disposal of intellectual property rights to the object that has already been created concern only legally protected results of intellectual activity.

However, the subject of the contract may be also the results of intellectual activity that will be created in future. Such contracts concern the objects of copyright, related rights, industrial property objects, individualization facilities of civil circulation participants, goods and services, patent search, gathering of scientific and technical information or any other information necessary for successful scientific and engineering development, legal services rendered to the authors etc., for example, contract of creation of any scientific, literary or artistic work, creation of scientific and engineering object and achievement of any other scientific goal. Specific character of contracts in the field of intellectual property is that objects of intellectual property rights are non-material results of this activity. These results may be materialized, incarnated into material object, but the object of intellectual property right is a particular non-material result of intellectual activity. 
While entering into the agreement, the parties sometimes have no clear idea about its subject, as a material object is absent. If the object of intellectual property has not been created yet, nobody knows exactly whether it will comply with requirements specified in the contract, as it may be modified in the process of creation.   
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Discussion points
1. What is a civil contract?

2. What are essential terms of civil contracts?

3. What are essential approaches to classification of civil contracts?

4. Give legal analysis of the contracts in the sphere of intellectual property.

5. What are essential approaches and the content of contracts in the sphere of intellectual property?
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Checking test

1. Choose the right answer. The contract of patent assignment and the contract of patent license must be concluded:
(a) in any form;

(b) orally;

(c) in a written form;

(d) notarized.

2. Choose the right answer. Open license is valid from the date of publication about granting the permit to use an invention, utility model or industrial design during:

(a) 1 year;

(b) 3 years;

(c) 5 years;

(d) 10 years.

3. Choose the right answer. If an employer, after having been informed by an employee of an invention, fails to file an application for patent, he forfeits the right to be granted a patent. The employee is entitled to file an application from the date of informing the employer in:

(a) 1 month;

(b) 3 months;

(c) 4 months;

(d) 6 months.
4. Choose the right answer. An employee is entitled to remuneration for obtainment of patent for company’s invention, utility model or industrial design by an employer. The amount of remuneration is established by:

(a) the Civil code of Ukraine;

(b) the Labor code of Ukraine;

(c) the Economic code of Ukraine;

(d) the Civil and procedural code of Ukraine;

5. Choose the right answer. In the event when the object of patent law is financed by the state fund, the right to patent acquisition belongs to:

(a) Ukraine;

(b) municipal organization;

(c) organization where the object has been created;

(d) the author of this object.

6. Choose the right answer. According to the legal completeness the contracts are divided into:

(a) final;

(b) preliminary;

(c) real;

(d) unilateral.

7. Choose the right answer. The Patent office publishes information on application after its formal examination with positive results on the expiry of:

(a) 2 months;

(b) 6 months;

(c) 12 months;

(d) 18 months.

8.  Choose the right answer. Inventions, utility models, industrial designs made in Ukraine may be patented in a foreign country after filing to the Patent office, but not earlier than in:

  (a) 2 months;

  (b) 6 months;

  (c) 12 months;

  (d) 18 months.

9.  Choose the right answer. According to the moment of accrual of rights and obligations of contractual parties the contracts may be:
  (a) consensual;

  (b) provisional;

  (c) unilateral;

  (d) real.

10. Choose the wrong answer. Disposal of intellectual property rights is regulated by:

(a) license of using intellectual property object;

(b) license agreement;

(c) agreement of assignment of intellectual property right;

(d) exchange agreement.  
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	Unit 9

LEGAL REGIME OF AUTHOR’S AGREEMENTS


Key-words: author's agreement, agreement of artistic design, publishing agreement, agreement  contents, essential conditions of an agreement, procedure of concluding an agreement, procedure of  cancellation of an agreement, publisher. 

9.1. Civil characteristic of author’s agreements

O. Dzera gives the following definition of the author's agreement: it is an agreement of an author or his legal successors with other persons concerning possession, use and disposal of the work according to the law.

The main subject of author’s agreements is assignment of rights to another person by the author or his legal successors for using works. Besides these legal actions, the subject of author’s agreements may be other actions. In particular, Article 31 of the Law of Ukraine “On copyright and related rights” provides for agreements concerning assignment of property rights by copyright holder to another person. All property rights may be assigned. In other words, an author or a copyright holder assigns to a user for remuneration all his property rights, that is sells all his property rights for the whole term of validity of copyright. It may be donation, exchange or other alienation if it does not contradict current legislation.
An author's agreement is the main legal form according to which an author has an opportunity to create his work. At the same time an author may create his work within the framework of employment relations with an organization that needs to use his work. In these cases employment agreement is a legal indirect form for using author’s works. These agreements should be distinguished. Despite of the fact that the same works may be published according to the employment and author’s agreement, the content of these agreements is different: in one case relations are regulated by Labor law, in another – by Civil law. According to the type of creation the author himself chooses a form of relations with organization.

The Law of Ukraine “On copyright and related rights” does not provide for special standard authors’ agreements. In the former USSR such agreements were valid as bylaws. The principle of contractual freedom excluded standard author’s agreements, but the Law allows existence of such agreements.

In the opinion of O.O. Pidiprygora, an author's agreement should be differed from other forms of contractual relations that arise while creating and using works. As an employer has certain rights, there may be a problem concerning the nature of contractual relations between an author and an employer. If creation of work is specified by an employment agreement it is quite clear that the right for using the work belongs to an employer. That is why employers are interested in considering their relations with authors as labor ones. In this case they have the right to use the work, as it is considered as company’s work created during performance of employment agreement.

Labor relations between an author and an employer may arise only under certain circumstances – work creation is a labor duty of the author, work creation is provided by the employment agreement. 

An important element of author’s agreements is its term. Parties themselves define period of author's agreement for using work and period of using. There is no doubt that period of author's agreement may not exceed period of legal protection of the work. Period for which copyright to work is transferred has to be determined in the agreement. It means that an author's agreement may be concluded for the whole period of legal protection. Agreement may contain terms and grounds of early termination of the agreement.

If a user has been transferred exclusive right to use the work according to the author's agreement it means that only one user has the right to use this work within the duration of the agreement. Expiration of the agreement or its early termination gives an author an opportunity to dispose of his work at his discretion. Other terms of work presentation, elimination of drawbacks, terms of reading, correction and imposition; terms of paying remuneration should be defined in the agreement. A term during which a user is obliged to use the work is obligatory in the agreement. If the work is not used within defined term the author has the right to cancel the agreement and use the work at his discretion. Procedure of concluding the agreement depends on the work readiness. So, according to the agreement for the ready work author transfers a ready work, and according to the agreement of order an author assumes an obligation to create the work in future.

While concluding an author's agreement both parties stipulate for peculiarities of work being ordered that defines the character of activity – creative or executive. There may be analogous things, i.e. a picture painted by the artist himself or a copy of the picture of another artist. In the first case a work is created as an object of legal protection, in the other – just a result of works. That is why in the latter case a contractor’s agreement is concluded. 

According to Article 33 of the Law of Ukraine “On copyright and related rights” agreements concerning transferring rights for using works are concluded in a written form. 

According to the general rule, author's agreement is consensual, bilateral and paid.

In the opinion of A. P. Sergeev, authors’ agreements are divided into groups according to the type of work. In particular, he proposes the following types of author’s agreements: for creating and using literary, music, audiovisual, architectural and other works.

Legal scholars classify the most common types of agreements of using works:

– authors’ agreements of order;

– publishing agreements concerning publication and republication of the work in original;

– performance agreements  concerning public performance of unpublished work; scenario – concerning using unpublished work in film or telefilm;

– agreement of artistic design – concerning creation of fine art with the aim of its public showing;

– agreements concerning works publication in translation, remake; authors’ agreements for creation and transfer of computer programs. 

As A. P. Sergeev mentions, suspension of author's agreement results in forfeiture of rights and duties of its parties, in some cases it results in negative consequences incurred by one of the party. 

Grounds, terms and consequences of termination of an author's agreement are governed by both general provisions of the Civil legislation (Chapter 50 of the Civil code of Ukraine “Termination of obligation”) and special norms of copyright law regulating author’s agreements.

9.2. Legal regime of publishing agreements
In legal literature of 1930-40s a publishing agreement was interpreted as one of the way to alienate, to assign an exclusive right to publication and distribution of the work by the author. 
A publishing agreement is an author’s agreement according to which an author or his legal successor undertakes to create the work and to submit it for publication or republication, while a publisher undertakes to examine the work submitted, to publish it and pay copyright royalty, provided that the work has been approved.
According to the publishing agreement the parties publish and republish any works that may be recorded on paper, i.e. literary, scientific, artistic, educational, dramatic, musical works etc. A publishing agreement is the most common agreement regulating publication of any literary, scientific and artistic works that may be printed.

The terms of publishing agreement were established and regulated in detail by earlier legislation. A publishing agreement is the type of an author’s agreement regulating the use of work.

According to the publishing agreement an author grants to the publisher the license that provides for the rights to publication and protection of publishing activities from the third persons. In the field of copyright the license is a permit granted by an author or another copyright owner (licensor) to the person using this work (publisher or another licensee) with purpose to use the work according to the terms agreed between them. The license may be granted both for the single publication and for the first and following ones. The volume of the single or first publication is specified in the agreement: minimum and/or maximum number of copies. The agreement takes into consideration expected purchase requirement as to the reasonable price for this publication at the book market. If the license is granted for publication of translated work the language of publication is indicated.

In order to promote the published work and to use it in future, the license should have some “additional rights” allowing to reproduce the work (or its translation) in the form different from its standard commercial publication.  Such additional rights may include, for example: the right to preliminary or further publication of one or more extracts from the work in mass-media, the right to serial publication, i.e. the right to publish the work or its part in one or more consecutive issues of periodical before or after appearance of commercial publication; the right to performance of extracts from the work on TV or radio; the right to include the work or its part into anthology, the right to republication in a modified format.
Publishers often require from the licensor to grant them the right to licensing for representation of a published work in microfilms or other reprographic reproduction for purposes beyond bona fide use allowed by legislation. A publisher sometimes require the grant of license to insert the work into magnetic or magnetooptical media with open access or in the form of sound recording or films. Such forms of reproduction are often referred to in publishing agreements as “mechanical reproduction” of the work, relevant rights – as “rights to mechanical reproduction”. This provision does not mean the same as “rights to mechanical reproduction of music” which means the right to reproduction of a musical work in the form of sound recording.
The agreement may contain special provisions concerning integrity of a published work. For example, the agreement may stipulate that a publisher has to reproduce the work without any modifications, abridgements or additions. Such provisions may be useful for those countries where “non-property rights” are not duly regulated by legislation.
The agreement for publication of translated work specifies, as a rule, that the publisher is obliged to use exact and authentic translation made at his expense. The translation heading must be approved by the licensor of copyright. At the request of the latter the final text of translation is also submitted for approval.
It may be stipulated that “the publisher shall indicate the author’s name and the title of the work on each copy.” It may be added that “the publisher shall be obliged to indicate the first publisher’s name, the year of the first publication of the work on the reverse side of the title page.”
The publisher’s agreement usually stipulates that the title page has a relevant copyright symbol. This symbol consists of the sign ©, the year of the first publication of the work and the name of copyright owner of the work. 
As for distribution of published copies, the agreement often stipulates that a publisher provides an effective promotion of the work at his own expense. If the license is not limited by only one issue the publisher “shall provide regular sale of the books and timely publication of new issues in order to satisfy the demand of the public”.

In the event that the agreement is terminated not through the fault of the author he is entitled to the remuneration for the work that has been actually performed. The payment procedure and amount of remuneration are determined by mutual consent of the parties. However, if the author fails to provide the work to the publisher through his fault, the publisher is entitled to cancel the agreement and to seek repayment of advance. 
9.3. Other types of author’s agreements
One of the types of author’s agreements is an agreement of musical work. According to O.V. Gilinkova, author’s agreements of musical work is an agreement of the parties under which one party – an author (or another right holder) is obliged to create and transfer a musical work, or transfer property rights to musical work, or to grant permit for using musical work to another party – a user, and another party is obliged to pay remuneration and perform particular actions.  
In case when the work is mainly used for public performance, the performance agreement should be concluded.

In the opinion of V.S. Drobiazko, performance agreement is concluded when the work is mainly used for public performance. The subject of this agreement may be dramatic works, music or libretto of opera, ballet, operetta etc. that are used by theaters, philharmonic societies, circuses, concert organizations etc. Both published and unpublished works may be the subject of performance agreement.  
In the sphere of cinema and television scenario agreements are concluded. A scenario agreement regulates relations connected with literary work after which a film or telefilm is shot, radio or television program is made, cultural event is carried out etc. Essence of scenario agreement is that it regulates legal relations connected with the use of the text after which a film or telefilm is shot, radio or television program is made, cultural event is carried out etc. Under a scenario agreement the work may be modified. National legal doctrine divides such agreements according to the kind of film or program: feature film, documentary, popular science film etc.
Under scenario agreement an author is obliged to transfer or to create and transfer to the client a scenario by the time specified in the agreement. The client is obliged to examine the work, approve, reject or return it as requiring improvement. Scenario agreement is paid. The parties of the agreement are the author that is always a natural person, and the client that may be either natural or legal person.                    

As a rule, clients are legal persons that have special means for scenario realization – performers, premises, technical facilities etc. However, natural person may also be a client according to legislation. Any natural person may order scenario for film or video film about his/her life, genealogy etc. This may be a scenario not only about his/her life, but also about creative development of his/her father (mother) etc.
The subject of the agreement is literary scenario that has to comply with terms and conditions of the agreement. As a general rule, the conditions of scenario are specified in the application drawn up and approved by the client. The application contains the idea of scenario, the plot, and description of performers. The scenario must contain full and detailed description of actions, dialogues, deeds etc.
The rights and obligations of the parties under the scenario agreement arise from the moment of its signing. The above-mentioned rights and obligations of the parties are the contents of the scenario agreement. The author undertakes obligations determined by the agreement. The work is transferred by the time fixed, not transferred to the third persons without client’s consent and others. The author is entitled and obliged to take part in realization of his work. 
Scenario agreement is similar to performance agreement. However, the main difference is that literary scenario is supplemented, modified and altered in order to be closer to the needs of cinema. Performance agreement regulates relations arising between the parties when the work is performed in public.
The separate category of agreements includes the agreements of using visual art works in theatrical performances, cinema and TV films. Theatre set and costumes are made according to designer’s sketches that are visual arts works and therefore protected as copyright objects. Relations between theatres and production designers are regulated in different ways. Some theatres conclude an agreement with a designer for each performance; others have the staff of designers whose duties consist of designing theaters set and costumes. 
The agreement of artistic design is an agreement under which an author is obliged to create and transfer to the client the work of visual art within a term determined by the agreement, and the client is obliged to pay remuneration to the author.     
According to general rule, it is not allowed to image a person in a visual art work without his/her consent. However, there are certain exceptions to this rule. A person’s consent is not compulsory if he/she sat for fee, and in the event that social or state interests require this.

Sketches, drafts and other preparatory materials remain the author’s property. In case when the agreement of artistic design is cancelled the work remains the author’s property.  
The author of the work representing a certain person has no right to publish, reproduce and distribute this work. The person represented in this work has the right to prohibit publication of the work if he/she so desires for some reason or other.

Monuments, tombstones and memorial structures may be subjects of the agreement of artistic design. Tombstones are made by order of natural or legal persons. However, the monuments or memorial architectural structures which are intended to immortalize a particular significant event of great social and political importance or prominent public figures, statesmen, politicians, scientists, cultural workers may be created only by decisions of government authorities. The agreements for creation of such works are concluded on the basis of the above-mentioned decisions. 
Visual art works are often used in industry. Such use is possible only on the basis of the agreement between the user and the author. Such agreements are called the agreements for use of the finished work which specify the subject, extent of using the work, the amount of remuneration etc. However, a prospective user may also conclude the agreement of artistic design with the author.       
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Discussion points
1. What are the ways of disposal of author’s property rights?

2. Give legal characteristic of author’s agreements.

3. Describe the procedure of entering into author’s agreements, changes and termination of such agreements.

4. Compare author’s agreements with other similar agreements.

5. Analyze particular types of the author’s agreements (scenario, perfor​mance etc.).
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Checking test

1. Choose the right answer. The parties to the author’s agreement are:

(a) an author;

(b) a performer;

(c) an inventor;

(d) an employer.

2. Choose the right answer. The author’s agreement must have state registration:

(a) yes;

(b) no.

3. Choose the right answer. An essential condition of intellectual property agreements is:

(a) the condition of extent of use;

(b) procedure and amount of payment;

(c) subject of the agreement;

(d) liability for risks.

4. Choose the right answer. The author’s agreement is concluded:

(a) in writing;

(b) orally.

5. Choose the wrong answer. According to the contents the author’s agreements are divided into:

(a) agreements in the sphere of scientific work;

(b) agreements in the sphere of literature;

(c) agreements in the sphere of art;

(d) agreements in the sphere of technical activity.

6. Choose the right answer. The agreement of transfer of exclusive right must be;

(a) notarized;

(b) concluded orally;

(c) concluded in writing;

(d) concluded in any form.

7. Choose the right answer. Changes, abridgements and additions to the work used after the author’s death are allowed by right holder’s permission provided that:

(a) it is not contrary to the author’s will expressed inter vivos;

(b) it was agreed with the author before his death;

(c) it is stipulated in the author’s testament;

(d) it does not infringe integrity of the work.
8. Choose the right answer. The holder of exclusive right may dispose of this right under:

(a) power of attorney;

(b) testament;

(c) agreement of cession;

(d) agreement of concession.

9. Choose the right answer. Exclusive right to scientific, literary or art work is effective during the author’s life and after his death, since the first day following the year of the author’s death during:

(a) 20 years;

(b) 30 years;

(c) 50 years;

(d) 70 years.

10. Choose the right answer. Penalty on:

(a) the author’s right to transfer exclusive right to the work to another person;

(b) the author’s exclusive right to the work;

(c) legal claim of the author under the license agreement;

(d) income from use of the work is not allowed.  
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	Unit 10
AGREEMENTS IN THE SPHERE 
OF INDUSTRIAL PROPERTY


Key-words: license agreement, licensor, licensee, agreement for creation of industrial property object, patent search agreement, agreement content, agreement of commercial concession (franchising).

10.1. Concept of license agreements
There are different definitions of a license agreement in foreign and domestic legal literature. Various thoughts may be explained by the fact that despite of popularity of such legal acts there was no legal definition of the license agreement. 

License agreement is a civil agreement according to which one party (a licensor) gives another party of the agreement (a licensee) the right for using industrial property objects on the paid basis.

Like any civil agreement, license agreement has to meet the requirements of the law and to contain all necessary terms and essential elements without which an agreement is invalid. License agreement has to be concluded in writing, unless parties’ agreement provided for otherwise. Written form is not obligatory for authors’ license agreements concerning publication of work in periodicals or encyclopedia, but license agreements for using industrial property objects, besides obligatory written form have to be registered in the Patent Office of Ukraine in order to come into force.

Part 1, Article 1109 of the Civil code of Ukraine defines that according to the license agreement one party (a licensor) gives another party (a licensee) permit for using industrial property object (license) on the terms determined by mutual agreement of the parties. 

License agreement is considered to be concluded if parties came to an agreement concerning essential terms (that is terms which are considered essential by the legislation or necessary for agreements of this type), but license agreement becomes valid from the moment of publication of information concerning granting of license in the official bulletin “Industrial property” and its entering to the state register. Procedure of license agreement registration is regulated by the Rules of consideration and registration of agreements concerning transfer of patent and license agreements, concession of right for using invention, utility model, industrial design, trademark etc. 

License agreement on behalf of a legal person may be signed by an authorized person. The signature includes the post of a person who signs the agreement, signature itself, initials, family name, and date. Above-mentioned agreement is sealed. If a foreign legal person is a party of an agreement it should meet the requirements provided for by the Provisions concerning foreign-economic treaties (agreements) approved by the order of the Ministry of Economy and European integration of the 6th of September, 2001. Special departments and creative units may draw up and approve standard license agreements for using objects of intellectual property right according to the established procedure.

It is well-known fact that licensor and licensee are parties of license agreement. 

Licensor is a natural or legal person who has an exclusive right to allow or forbid using object of intellectual property right (e.g., author of the work, owner of patent for invention, owner of certificate for trademark, another person who obtained an exclusive right for using an appropriate object of intellectual property right according to the established procedure) and has the right to carry out such actions.

Licensor may be natural person both of the full legal age and under legal age. Natural person at the age 14 to 18 may exercise rights to the results of intellectual, creative activity which is protected by the law. The state whose interests are represented by the authorized body may be a licensor. Creator of an object of the intellectual property right is not always a licensor.

Another party of the license agreement is licensee. It is a person who is given permit for using object of intellectual property right (license) on the terms determined by mutual agreement of the parties with due regard for requirements of the legislation. It may be both natural person (e.g. performer whom an author gives a permit to perform this work in public) and legal person (e.g. partnership which is given permit by the patent owner to use an invention) and also the state which interests are represented by the authorized body.

There may be limitations concerning using property rights by licensee in the license agreement. Licensor uses such limitations to avoid competition of licensee. Limitation may concern volume of production or license is limited only by production which will be used for specific purposes (e.g. for production of medicines only for people, not for animals). Limitation may concern the use of license subject at certain manufacture or production sale on a certain territory. Current Civil code of Ukraine provides for granting the following licenses: exclusive, individual, non-exclusive and also other types that do not contradict the law.

Individual license is granted only to one licensee and excludes granting by licensor licenses to other persons for using object of intellectual property right in the sphere that is limited by this license, but does not exclude an opportunity of using this object by licensor in the determined sphere. 

Exclusive license is granted only to one licensee and excludes an opportunity of using object of intellectual property right in the sphere limited by this license and granting licenses to other persons for using this object in the determined sphere. Exclusive license may be limited. Limits of exclusive license cover: term of license validity; territory where these rights are in effect; extent of using license subject. Limits may also concern production quota, prices for products manufactured under this license and other terms which cover exclusive rights of licensee and licensor.

Non-exclusive license does not exclude an opportunity of using object of intellectual property right in the sphere that is limited by this license and granting by licensor licenses to other persons for using object of intellectual property right in the determined sphere. This license is known as simple one. 

The difference of exclusive license from non-exclusive (simple) one is that under exclusive license licensor may not use a subject of the license himself within the limits determined by the exclusive license agreement and grant the right of using to the third persons. At the same time licensor may use a subject of the license beyond the limits of exclusive license at his own discretion and grant simple (or exclusive) license to the third persons. E.g., if a licensor granted license for using object of intellectual property right on the territory of one region of the country he may grant simple or exclusive license to the same object on the territory of any other region of the country.

Exclusive license is more beneficial for licensee, as it gives him an opportunity to use a subject of license for his own benefit. According to non-exclusive license agreement, a licensor transfers the right for using an object of intellectual property right to licensee reserving for himself the right for using the same object, including the right for granting licenses to other persons. But licensee is not vested the right to grant sublicenses. 

Current legislation of Ukraine on industrial property includes an instruction according to which in the event of non- use of the object of industrial property without valid reasons during three years from the date of publication of information concerning granting the title of protection or from the date of suspension of using an object of industrial property, compulsory license may be granted to this object. Any person who wishes this object to be used may recourse to court for permit of use. Court may make a decision to grant such permit (compulsory license) on conditions that:

1) it is impossible to conclude license agreement with the owner of title of protection;

2) the owner of title of protection failed to prove that non-use of the object was caused by valid reasons.
Compulsory license is granted on the terms of non- exclusive license. Compulsory license issued by a court must specify extent of use, term of license validity and procedure of paying remuneration to the owner of title of protection.
Compulsory license for secret object of industrial property may be issued on condition that an interested person has access permit for this object issued by the State expert. 
In case of emergency or state of martial law, in the interests of society the Cabinet of Ministers of Ukraine has the right to allow the defined person using an object of industrial property without permit of the owner of title of protection. Such permit is also granted on the terms of non-exclusive license, but the owner of title of protection is paid compensation.
In practice there may be cases of combination of exclusive and non-exclusive licenses in one agreement. Such legal acts are known as license agreements of mixed licenses. For example, according to one license agreement, an exclusive license may be granted for manufacture, use and sale of production on the territory of one or more countries, and non-exclusive license – for manufacture and sale of production on the territory of other countries.
License agreement is considered to be concluded from the moment of agreement by the parties of the essential terms, that is, it is a consensual agreement. According to the general rule, terms of the agreement must be stated in a written form and signed by the parties of the agreement.
License agreement may be early terminated by mutual consent of the parties or court decision.
Parties that intend to terminate a license agreement have to conclude additional agreement on early termination of the license agreement. An application (signed by both parties) concerning modification in the register of license agreements in connection with early termination of the license agreement is submitted to the Department. Examination of documents and changes last within two months from the date of receiving application.  
Agreement may be declared invalid by court decision (parties of the agreement or state authorities may initiate litigation).
Licensor may cancel license agreement if licensee breaks initial term of use of object of intellectual property right determined by the agreement. Licensor or licensee may cancel license agreement if another party breaks other terms of the agreement. 
10.2. Types of license agreements and license fees
According to the object, license agreements are divided into:

1) license agreements for inventions, utility models;
2) license agreements for industrial designs;
3) license agreements for trademarks;
4) license agreements for topographies of integral circuits;
5) license agreements for breeds of plants;
6) author’s license agreements.

According to the current Civil code the sphere of using license agreements has extended greatly. Special legislation on intellectual property and special textbooks distinguish license agreements in the sphere of copyright and license agreements in the sphere of industrial property. 

According to the title of protection (or way of protection) license agreements are divided into:

1) patent license agreements;
2) non-patent license agreements. 

Patent license agreements are legal acts the objects of which are protected by legal documents (patents, certificates).

Non-patent license agreements are legal acts the objects of which are not protected by legal documents (e.g. author’s license agreements).
In the opinion of Boguslavsky M.M., besides patent and non-patent license agreements there are complex license agreements where the right to use patented objects of intellectual property is combined with the right to use know-how.
As to payment, license agreements are divided into:

1) paid license agreements;
2) unpaid license agreements;

Part 3 of Article 1109 of the Civil code of Ukraine defines that license agreement has to contain the amount, procedure and terms of payment for using object of intellectual property. Even if a license agreement does not contain a clause concerning payment this agreement is considered to be paid license agreement according to the legislation of Ukraine, unless the agreement or law provided for otherwise. If the price has not been determined in a license agreement and it is impossible to fix it according to the terms of the agreement, the price analogue to that for similar goods, works and services at the moment of concluding license agreement is fixed.
Unpaid license agreements are also used in the world practice. Unpaid license may be granted for the right to use exclusive rights provided that licensee buys from licensor, for example, half-stuff for producing drink “Coca-cola”. 
According to the legislation of Ukraine, license agreement is considered to be unpaid if parties have specified this in the agreement. In this case it is referred to the group of other agreements concerning disposal of property rights in the sphere of intellectual property. 

According to the way of commercial realization license agreements are divided into:

1) “clear” licenses;
2) attendant licenses.

License is considered to be “clear” if the aim of the agreement is to transfer rights to use an object of intellectual property right under one license agreement, but not under other agreements.
Attendant licenses provide for transferring rights to use object of intellectual property right in the form of license under other agreements 
According to the terms of granting licenses there may be:

1) sublicense agreements;

2) “open” license agreements;

3) cross license agreements;

4) retroactive license agreements.
Part 2 of Article 1109 of the Civil code defines legal status of sublicense agreement according to which licensee grants permission to another person (sublicensee) to use an object of intellectual property right. Conclusion of sublicense agreement is possible in cases provided for in license agreement between licensee and licensor. Whereas sublicensee does not have direct relations with licensor, licensee is responsible before licensor for sublicensee’s actions unless the agreement provided for otherwise. According to sublicense agreement, nonexclusive license is usually granted. 
Sometimes sublicense agreement is known as “dependent” license, as terms and measure of rights transferred by this agreement depend on principal license agreement between licensee and licensor. In case of invalidity or expiration of principal agreement sublicense agreement becomes invalid.
Cross license provides for mutual exchange of rights to use objects of intellectual property which often supplement each other (e.g. in case of dependence of results of creative activities when later patents may not be implemented without obtaining license for prototype protected by patent). Owner of the latter is interested in acquisition of right to use more perfect solution, that is why exchange of licenses is a reasonable way to realize creative achievement.
Retroactive license gives a licensor the right to use the result of creative activities obtained by licensee due to knowledge received from licensor by means of improvement of the object of main license.
If patentee agrees to grant the right for using scientific achievements to any natural or legal person on condition that remuneration is to be paid, open license is used. 
According to the current legislation, the owner of title of protection may submit application to the State department of intellectual property for publication to grant right to any person for using invention, utility model or industrial design. In this case a duty for keeping a patent valid reduces to 50 % starting from the year following the year of application publication. A person who wants to use a defined permit is obliged to conclude payment agreement with patentee. Although there is no reference concerning type of license in our legislation, it may be non-exclusive only.  It should be mentioned that legislation of Ukraine grants patentee the right to withdraw open license, if there is no proposal to use an object of intellectual property. 
Taking into consideration grounds for granting permit (agreement or administrative act of competent state authority) there may be voluntary and compulsory licenses.
In case of voluntary license there is principle of freedom of agreement, that is, parties are free to choose a contractor and define terms of permit (measure of rights, territory and term of validity of license, amount and procedure of paying remuneration).
Compulsory license is granted without patentee’s agreement to the interested person by competent state authority (court, Cabinet of Ministers of Ukraine) to use the object of intellectual property. These authorities define an extent of application, term of validity of license, amount and procedure of paying remuneration.
According to the aim there are three types of compulsory licenses:

– with the aim of protection of environmental safety, population health and other interests of society (compulsory(official)license);
– for invention, utility model or industrial design which are not used or used insufficiently;
– for subordinate object.

Nowadays there are three common license payments: royalty (recurring payment), lump-sum payment (one-off payment) and mixed (one-off payment combined with recurring payment).

While paying royalty, certain clauses of the agreement define that licensee has to make a recurring payment to licensor at the end of accountable period in the form of interest payments or fixed sums (royalty) from those factors (sales volume, cost price, profit) which define rate of royalty.

Royalty is a certain sum of money fixed in the license agreement which is paid to licensor in the form of single payment or by installments; e.g. after license agreement has come into effect, at the moment of granting of technical document to licensee, after production of first samples under license.

Recurring payment is used if licensee is passed all rights to the object of license; license is handed over to an enterprise of another sphere or little known independent licensee that is difficult to control. This form of payment is very profitable for licensor. It reduces greatly his risk, makes control over licensee’s activities unnecessary, and gives licensor large sum of money. 

Payment remuneration in the form of royalty or recurring payment may be unprofitable for one or both partners. In this case mixed payments are used. They include initial payment which is paid in the beginning of license validity and royalty which is deducted during commercial use at the end of accounting period. 

The amount of initial payment is often fixed within 25 % of the estimated price of license in the form of royalty. It is possible to fix mixed payment after fixing of initial payment and reducing royalty pro rata to the latter one. License agreements provide for minimum guaranteed payment in order to stimulate invention use by licensee while using mixed payments. They are paid at the end of accounting period regardless of the results of invention application, production volume and sale of licensed products.

The essence of license trade is that licensee while using OIP which were transferred to him by licensor, gains additional profits exceeding that profit he could make without OIP. Licensor is paid a share of profits.

There are two types of license payment which are widespread in the international license trade: on the basis of licensee’s profits; on the basis of royalty. 

10.3. Legal regulation of commercial concession (franchising)
Franchising is regulated by the legal rules of intellectual property and law of obligation, in particular by the Civil code of Ukraine (chapter 76 “Commercial concession”).

The word “franchise” is of French origin that used to mean privileges or freedom. Nowadays it means the rights and privileges granted to the state authorities, organizations, business companies or natural persons. 

The history of franchising dates back to the times when the church and the king could assign to anybody the right to represent commercial interests of the state. Later the term “franchising” started to be used as the right to sale of products, services or execution of works granted to any person. 

In Ukraine franchising is relatively new phenomenon, while it has been used for centuries in developed countries. In the recent years the sale of goods and services under franchising terms has been considerably grown in countries with developed economy. Franchising covers over than 1/3 of retail trade in the USA. In Australia over 90% of general trading volume of service sector is carried out under franchising terms. According to the official data, franchising is used in more than 70 countries of the world. 
At first franchising in the USA was applied in private business (for example, railway and banks). The right of priority was granted to those who could provide particular conditions. For example, the right to the land was assigned to the person who could satisfy the needs of the army, the powers were handed over to the person who could collect taxes in the name of the authorities.

Essence of franchising consists in particular ways of delivery of goods, execution of works, rendering of services to the buyer, the forms of organization and conduct of business (business activities) on the basis of cooperation of material and financial resources and efforts of various companies.
Modern franchising relations are regulated by agreements concluded in writing. Franchising agreement is the most important element in franchising system. It determines the terms under which a franchiser renders franchising services to a franchisee for the fixed period of time and regulates relations between partners. This agreement provides for conditions necessary to arrange the franchisee’s commercial work in his region and to give him successful opportunities due to the franchiser’s experience. Franchising includes assignment of rights to use the name, established business reputation of the franchiser, methods of business conduct, instructional materials, training plans and programs, letterheads, advertising materials, raw materials, materials necessary for production distribution, marketing and other services. 
The agreement of commercial concession (franchising) is referred to civil agreements, because: (a) the rights and obligations of the parties arise from their intentions; (b) the agreement of commercial concession regulates relations of its parties; as for the third parties, they may have only the rights under this agreement, not obligations. The parties of the agreement of commercial concession (franchising) are independent economic and legal subjects of civil relations. 

The agreement of commercial concession (franchising) comes into force from the moment of mutual cinsent of the parties as to the terms of the agreement and its signing by both parties.

According to Article 1118 of the Civil code of Ukraine the agreement of commercial concession (franchising) is concluded in writing, otherwise it is deemed null and void. The parties to the agreement of commercial concession (franchising) may be both legal and natural persons – business entities (Article 1117 of the Civil code of Ukraine). The agreement of commercial concession is consensual, bilateral (mutual) and casual.

Under the agreement of commercial concession one party (rightholder) is obliged to grant to the other party (usufructuary) the right to manufacture or sell particular goods or services (Article 1115 of the Civil code of Ukraine).

The subject of the agreement of commercial concession differs from other agreements of assignment of exclusive rights. The subject of the agreement of commercial concession is the right to use the objects of intellectual property (trademarks, industrial designs, inventions, works, commercial secrets etc.), commercial experience and business reputation. 
M.I. Braginsky and V.V. Vitriansky consider that the subject of the agreement of commercial concession consists in the rightholder’s actions aimed to assignment of the right to use intellectual property objects. According to the Civil code of Ukraine, the subject of the agreement of commercial concession consists in the rightholder’s actions aimed to assignment of the right to use trademark and other intellectual property objects, commercial secret and experience. The Civil code of Ukraine states that the rightholder grants to the usufructuary business reputation.

According to the Civil code of Ukraine the essence of agreement are those terms and conditions that have been specified by legislation or required under the agreement, as well as all the terms agreed between the parties. According to modern practice the essential terms of the agreement of franchising are the following:

1) price of the agreement of franchising. According to definition of the agreement of franchising given in any jurisdiction such agreements are paid. Therefore, parties agree on the price while concluding this agreement. The price includes not only the amount of franchising payment or royalty, but also the amount of franchisee’s investment to his own company, the amount of payment for services rendered by the franchiser and franchisee’s participation in advertising actions carried out by the franchiser;           

2) duration of the agreement. Under the agreement of franchising a franchiser grants to a franchisee the right of using intellectual property objects. Some of these objects are legally protected, and the term of protection is determined by the state. On expiry of the title of protection an intellectual property object may be put into category of franchiser’s know-how;

3) regime and territory of franchise use;

4) list of limitations of the parties’ rights under the agreement and their duration.

According to Article 180 of the Economic code of Ukraine the subject, price and duration of the agreement are its essential conditions.

The objects of exclusive rights assigned under the agreement of commercial concession (franchising) may be divided into two groups. The first group includes the objects which are protected by domestic legislation of Ukraine and international treaties on industrial property objects, such as brand (commercial) names, trademarks, inventions, utility models, industrial designs.

The second group includes: production secrets, technological know-how, operating rules, trading methods, business format etc. This group is often called confidential commercial information and its objects are protected as commercial secrets.

According to Article 1122 of the Civil code of Ukraine the agreement of franchising may stipulate some limitations of the parties’ rights in order to prevent competition between the rightholder and usufructuary or between different usufructuaries. In particular, the rightholder may undertake not to grant similar exclusive rights to the third parties on the territory of the usufructuary or not to conduct his own activity on this territory. At the same time the usufructuary may undertake not to compete with a franchiser on the territory covered by the agreement of franchising, as well as not to acquire similar rights from franchiser’s competitors. The franchisee may undertake to seek franchiser’s approval with regard to premises for sale of goods. 
The conclusion of the agreement of commercial concession has to meet certain requirements, in particular:

– firstly, it is concluded in writing. In case of failure to comply with such requirement the agreement of commercial concession is considered null and void;

– secondly, the agreement of commercial concession is subject to public registration. According to Article 1118 (part 2) of the Civil code of Ukraine it is registered by the same authority which has registered the right of owner.  

According to Article 1118 (part 3) of the Civil code of Ukraine If the right holder is a foreign company registered in a foreign country the agreement of commercial concession is registered by the authority which has registered a franchisee.
In the opinion of L.A. Trakhtengerts and K. Shmittgoff, the agreement of commercial concession is a type of license agreement, as an essential element of its subject is permit (license) of exclusive rights. Their opponents M.I. Braginsky and V.V. Vitriansky think that the agreement of commercial concession can not be considered as a type of license agreement, as license obligations are only one of the elements of this agreement. In their opinion, the agreement of commercial concession has elements of various agreements. For example, the agreement of commercial concession has elements of license agreement (granting of exclusive rights); the agreement of special partnership (collaboration of the rightholder and usufructuary aimed at joint result); the purchase and sale agreement (paid transfer of technical and commercial documentation); the commission agreement and agreement of agency (when the usufructuary carries out legal acts that satisfy the rightholder’s interests) and some other civil agreements.
According to Articles 48–58 of the Civil code of Ukraine, legal act is considered to be valid in the following cases: legal act complies with legislation; legal act is not contrary to the interests of the state, society and legal person; legal act is carried out by competent persons in reasonable possession of their wits; legal act may not result from error or deceit; legal act may not be a fraudulent deal.
Liability for improper fulfilment of service obligations under the agreement of commercial concession is incurred by franchisee. If, for example, the franchisee’s workers failed to provide high quality car service to their client, liability is assumed by franchisee being a direct provider of services.    
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Discussion points
1. What is legal nature of license agreements?

2. Analyze main types of license agreements.

3. What are main types of license agreements?

4. Analyze conclusion procedure, form and contents of license agreements.

5. What is legal nature of franchising agreements?
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Checking test

1. Choose the wrong answer. The parties of license agreement are:

(a) licensor;

(b) licensee;

(c) employer;

(d) state.

2. Choose the wrong answer. According to the object of license agreements are divided into:

(a) license agreements for invention and utility model;

(b) license agreements for industrial design;
(c) agreements for trademark license;

(d) license agreements for selection results.

3. Choose the wrong answer. In case when the object is protected, license agreements are divided into:

(a) patent license agreements;
(b) simple license agreements;
(c) nonpatent license agreements.

4. Choose the wrong answer. According to qualification  license agreements are divided into:
(a) cross license agreements;

(b) “open” license agreements;

(c) retroactive license agreements;

(d) sublicense agreements.
5. Choose the wrong answer. According to the payment license agreements are divided into:

(a) payment license agreements;

(b) gratuitous license agreements;

(c) real agreements;

(d) consensual agreements.

6. Choose the right answer. The agreement of patent assignment and agreement of patent license are concluded:

(a) in any form;

(b) orally;

(c) in writing;

(d) notarized.

7. Choose the right answer. Open license comes into force from the date of publication of granting the right to use an invention, utility model, industrial design during:

(a) 1 year;

(b) 3 years;

(c) 5 years;

(d) 10 years.

8.   Choose the right answer. A license agreement has to be concluded:
(a)  in any form;

(b)  orally;

(c)  in writing;

(d)  notarized.
9. Choose the right answer. The agreement of patent assignment and agreement of patent license are concluded:

(a)  in any form;

(b)  orally;

(c)  in writing;

(d)  notarized.

10. Choose the right answer. License agreement concerning assignment of right to use the recording to another person is considered to be prolonged for indefinite term, if any party fails to inform another party about cancellation of the agreement ______before the expiry:

(a) 10 days;

(b) 3 months;

(c) 1 month;

(d) 6 months.
TREATIES
Paris Convention

for the Protection of Industrial Property 

of March 20, 1883,

as revised at Brussels on December 14, 1900,

at Washington on June 2, 1911,

at The Hague on November 6, 1925,

at London on June 2, 1934,

at Lisbon on October 31, 1958,

and at Stockholm on July 14, 1967,

and as amended on September 28, 1979

ARTICLE 1
Establishment of the Union; Scope of Industrial Property 3

(1) The countries to which this Convention applies constitute a Union for the protection of industrial property.

(2) The protection of industrial property has as its object patents, utility models, industrial designs, trademarks, service marks, trade names, indications of source or appellations of origin, and the repression of unfair competition.

(3) Industrial property shall be understood in the broadest sense and shall apply not only to industry and commerce proper, but likewise to agricultural and extractive industries and to all manufactured or natural products, for example, wines, grain, tobacco leaf, fruit, cattle, minerals, mineral waters, beer, flowers, and flour.

(4) Patents shall include the various kinds of industrial patents recognized by the laws of the countries of the Union, such as patents of importation, patents of improvement, patents and certificates of addition, etc.

ARTICLE 2
National Treatment for Nationals of Countries of the Union

(1) Nationals of any country of the Union shall, as regards the protection of industrial property, enjoy in all the other countries of the Union the advantages that their respective laws now grant, or may hereafter grant, to nationals; all without prejudice to the rights specially provided for by this Convention. Consequently, they shall have the same protection as the latter, and the same legal remedy against any infringement of their rights, provided that the conditions and formalities imposed upon nationals are complied with.

(2) However, no requirement as to domicile or establishment in the country where protection is claimed may be imposed upon nationals of countries of the Union for the enjoyment of any industrial property rights.

(3) The provisions of the laws of each of the countries of the Union relating to judicial and administrative procedure and to jurisdiction, and to the designation of an address for service or the appointment of an agent, which may be required by the laws on industrial property are expressly reserved.

ARTICLE 3
Same Treatment for Certain Categories of Persons 
as for Nationals of Countries of the Union

Nationals of countries outside the Union who are domiciled or who have real and effective industrial or commercial establishments in the territory of one of the countries of the Union shall be treated in the same manner as nationals of the countries of the Union.

ARTICLE 4
A

(1) Any person who has duly filed an application for a patent, or for the registration of a utility model, or of an industrial design, or of a trademark, in one of the countries of the Union, or his successor in title, shall enjoy, for the purpose of filing in the other countries, a right of priority during the periods hereinafter fixed.

(2) Any filing that is equivalent to a regular national filing under the domestic legislation of any country of the Union or under bilateral or multilateral treaties concluded between countries of the Union shall be recognized as giving rise to the right of priority.

(3) By a regular national filing is meant any filing that is adequate to establish the date on which the application was filed in the country concerned, whatever may be the subsequent fate of the application.

B

Consequently, any subsequent filing in any of the other countries of the Union before the expiration of the periods referred to above shall not be invalidated by reason of any acts accomplished in the interval, in particular, another filing, the publication or exploitation of the invention, the putting on sale of copies of the design, or the use of the mark, and such acts cannot give rise to any third-party right or any right of personal possession. Rights acquired by third parties before the date of the first application that serves as the basis for the right of priority are reserved in accordance with the domestic legislation of each country of the Union.
C

(1) The periods of priority referred to above shall be twelve months for patents and utility models, and six months for industrial designs and trademarks.

(2) These periods shall start from the date of filing of the first application; the day of filing shall not be included in the period.

(3) If the last day of the period is an official holiday, or a day when the Office is not open for the filing of applications in the country where protection is claimed, the period shall be extended until the first following working day.

(4) A subsequent application concerning the same subject as a previous first application within the meaning of paragraph (2), above, filed in the same country of the Union shall be considered as the first application, of which the filing date shall be the starting point of the period of priority, if, at the time of filing the subsequent application, the said previous application has been withdrawn, abandoned, or refused, without having been laid open to public inspection and without leaving any rights outstanding, and if it has not yet served as a basis for claiming a right of priority. The previous application may not thereafter serve as a basis for claiming a right of priority.

D
(1) Any person desiring to take advantage of the priority of a previous filing shall be required to make a declaration indicating the date of such filing and the country in which it was made. Each country shall determine the latest date on which such declaration must be made.

(2) These particulars shall be mentioned in the publications issued by the competent authority, and in particular in the patents and the specifications relating thereto.

(3) The countries of the Union may require any person making a declaration of priority to produce a copy of the application (description, drawings, etc.) previously filed. The copy, certified as correct by the authority which received such application, shall not require any authentication, and may in any case be filed, without fee, at any time within three months of the filing of the subsequent application. They may require it to be accompanied by a certificate from the same authority showing the date of filing, and by a translation.

(4) No other formalities may be required for the declaration of priority at the time of filing the application. Each country of the Union shall determine the consequences of failure to comply with the formalities prescribed by this Article, but such consequences shall in no case go beyond the loss of the right of priority.

(5) Subsequently, further proof may be required.

Any person who avails himself of the priority of a previous application shall be required to specify the number of that application; this number shall be published as provided for by paragraph (2), above.

E

(1) Where an industrial design is filed in a country by virtue of a right of priority based on the filing of a utility model, the period of priority shall be the same as that fixed for industrial designs.

(2) Furthermore, it is permissible to file a utility model in a country by virtue of a right of priority based on the filing of a patent application, and vice versa.

F

No country of the Union may refuse a priority or a patent application on the ground that the applicant claims multiple priorities, even if they originate in different countries, or on the ground that an application claiming one or more priorities contains one or more elements that were not included in the application or applications whose priority is claimed, provided that, in both cases, there is unity of invention within the meaning of the law of the country.

With respect to the elements not included in the application or applications whose priority is claimed, the filing of the subsequent application shall give rise to a right of priority under ordinary conditions.

G

(1) If the examination reveals that an application for a patent contains more than one invention, the applicant may divide the application into a certain number of divisional applications and preserve as the date of each the date of the initial application and the benefit of the right of priority, if any.

(2) The applicant may also, on his own initiative, divide a patent application and preserve as the date of each divisional application the date of the initial application and the benefit of the right of priority, if any. Each country of the Union shall have the right to determine the conditions under which such division shall be authorized.

H
Priority may not be refused on the ground that certain elements of the invention for which priority is claimed do not appear among the claims formulated in the application in the country of origin, provided that the application documents as a whole specifically disclose such elements.

I

(1) Applications for inventors’ certificates filed in a country in which applicants have the right to apply at their own option either for a patent or for an inventor’s certificate shall give rise to the right of priority provided for by this Article, under the same conditions and with the same effects as applications for patents.

(2) In a country in which applicants have the right to apply at their own option either for a patent or for an inventor’s certificate, an applicant for an inventor’s certificate shall, in accordance with the provisions of this Article relating to patent applications, enjoy a right of priority based on an application for a patent, a utility model, or an inventor’s certificate.

ARTICLE 4bis

Patents: Independence of Patents Obtained 
for the Same Invention in Different Countries

(1) Patents applied for in the various countries of the Union by nationals of countries of the Union shall be independent of patents obtained for the same invention in other countries, whether members of the Union or not.

(2) The foregoing provision is to be understood in an unrestricted sense, in particular, in the sense that patents applied for during the period of priority are independent, both as regards the grounds for nullity and forfeiture, and as regards their normal duration.

(3) The provision shall apply to all patents existing at the time when it comes into effect.

(4) Similarly, it shall apply, in the case of the accession of new countries, to patents in existence on either side at the time of accession.

(5) Patents obtained with the benefit of priority shall, in the various countries of the Union, have a duration equal to that which they would have, had they been applied for or granted without the benefit of priority.

ARTICLE 4ter

Patents: Mention of the Inventor in the Patent

The inventor shall have the right to be mentioned as such in the patent.

ARTICLE 4quater

Patents: Patentability in Case of Restrictions of Sale by Law

The grant of a patent shall not be refused and a patent shall not be invalidated on the ground that the sale of the patented product or of a product obtained by means of a patented process is subject to restrictions or limitations resulting from the domestic law.

ARTICLE 5
A
(1) Importation by the patentee into the country where the patent has been granted of articles manufactured in any of the countries of the Union shall not entail forfeiture of the patent.

(2) Each country of the Union shall have the right to take legislative measures providing for the grant of compulsory licenses to prevent the abuses which might result from the exercise of the exclusive rights conferred by the patent, for example, failure to work.

(3) Forfeiture of the patent shall not be provided for except in cases where the grant of compulsory licenses would not have been sufficient to prevent the said abuses. No proceedings for the forfeiture or revocation of a patent may be instituted before the expiration of two years from the grant of the first compulsory license.

(4) A compulsory license may not be applied for on the ground of failure to work or insufficient working before the expiration of a period of four years from the date of filing of the patent application or three years from the date of the grant of the patent, whichever period expires last; it shall be refused if the patentee justifies his inaction by legitimate reasons. Such a compulsory license shall be non-exclusive and shall not be transferable, even in the form of the grant of a sub-license, except with that part of the enterprise or goodwill which exploits such license.

(5) The foregoing provisions shall be applicable, mutatis mutandis, to utility models.

B

The protection of industrial designs shall not, under any circumstance, be subject to any forfeiture, either by reason of failure to work or by reason of the importation of articles corresponding to those which are protected.

C

(1) If, in any country, use of the registered mark is compulsory, the registration may be cancelled only after a reasonable period, and then only if the person concerned does not justify his inaction.

(2) Use of a trademark by the proprietor in a form differing in elements which do not alter the distinctive character of the mark in the form in which it was registered in one of the countries of the Union shall not entail invalidation of the registration and shall not diminish the protection granted to the mark.

(3) Concurrent use of the same mark on identical or similar goods by industrial or commercial establishments considered as co-proprietors of the mark according to the provisions of the domestic law of the country where protection is claimed shall not prevent registration or diminish in any way the protection granted to the said mark in any country of the Union, provided that such use does not result in misleading the public and is not contrary to the public interest.

D
No indication or mention of the patent, of the utility model, of the registration of the trademark, or of the deposit of the industrial design, shall be required upon the goods as a condition of recognition of the right to protection.

ARTICLE 5bis

All Industrial Property Rights: Period of Grace for the Payment of Fees for the Maintenance of Rights.
Patents: Restoration

(1) A period of grace of not less than six months shall be allowed for the payment of the fees prescribed for the maintenance of industrial property rights, subject, if the domestic legislation so provides, to the payment of a surcharge.

(2) The countries of the Union shall have the right to provide for the restoration of patents which have lapsed by reason of non-payment of fees.

ARTICLE 5ter

Patents: Patented Devices Forming Part of Vessels, 
Aircraft, or Land Vehicles

In any country of the Union the following shall not be considered as infringements of the rights of a patentee:

(i) the use on board vessels of other countries of the Union of devices forming the subject of his patent in the body of the vessel, in the machinery, tackle, gear and other accessories, when such vessels temporarily or accidentally enter the waters of the said country, provided that such devices are used there exclusively for the needs of the vessel;

(ii) the use of devices forming the subject of the patent in the construction or operation of aircraft or land vehicles of other countries of the Union, or of accessories of such aircraft or land vehicles, when those aircraft or land vehicles temporarily or accidentally enter the said country.

ARTICLE 5quater

Patents: Importation of Products Manufactured by a Process Patented in the Importing Country
When a product is imported into a country of the Union where there exists a patent protecting a process of manufacture of the said product, the patentee shall have all the rights, with regard to the imported product, that are accorded to him by the legislation of the country of importation, on the basis of the process patent, with respect to products manufactured in that country.

ARTICLE 5quinquies

Industrial Designs

Industrial designs shall be protected in all the countries of the Union.

ARTICLE 6

Marks: Conditions of Registration; Independence of Protection of Same Mark in Different Countries

(1) The conditions for the filing and registration of trademarks shall be determined in each country of the Union by its domestic legislation.

(2) However, an application for the registration of a mark filed by a national of a country of the Union in any country of the Union may not be refused, nor may a registration be invalidated, on the ground that filing, registration, or renewal, has not been effected in the country of origin.

(3) A mark duly registered in a country of the Union shall be regarded as independent of marks registered in the other countries of the Union, including the country of origin.

ARTICLE 6bis

Marks: Well-Known Marks
(1) The countries of the Union undertake, ex officio if their legislation so permits, or at the request of an interested party, to refuse or to cancel the registration, and to prohibit the use, of a trademark which constitutes a reproduction, an imitation, or a translation, liable to create confusion, of a mark considered by the competent authority of the country of registration or use to be well known in that country as being already the mark of a person entitled to the benefits of this Convention and used for identical or similar goods. These provisions shall also apply when the essential part of the mark constitutes a reproduction of any such well-known mark or an imitation liable to create confusion therewith.

(2) A period of at least five years from the date of registration shall be allowed for requesting the cancellation of such a mark. The countries of the Union may provide for a period within which the prohibition of use must be requested.

(3) No time limit shall be fixed for requesting the cancellation or the prohibition of the use of marks registered or used in bad faith.

ARTICLE 6ter

Marks: Prohibitions concerning State Emblems, Official Hallmarks, and Emblems of Intergovernmental Organizations

(1) (a) The countries of the Union agree to refuse or to invalidate the registration, and to prohibit by appropriate measures the use, without authorization by the competent authorities, either as trademarks or as elements of trademarks, of armorial bearings, flags, and other State emblems, of the countries of the Union, official signs and hallmarks indicating control and warranty adopted by them, and any imitation from a heraldic point of view.

(b) The provisions of subparagraph (a), above, shall apply equally to armorial bearings, flags, other emblems, abbreviations, and names, of international intergovernmental organizations of which one or more countries of the Union are members, with the exception of armorial bearings, flags, other emblems, abbreviations, and names, that are already the subject of international agreements in force, intended to ensure their protection.

(c) No country of the Union shall be required to apply the provisions of subparagraph (b), above, to the prejudice of the owners of rights acquired in good faith before the entry into force, in that country, of this Convention. The countries of the Union shall not be required to apply the said provisions when the use or registration referred to in subparagraph (a), above, is not of such a nature as to suggest to the public that a connection exists between the organization concerned and the armorial bearings, flags, emblems, abbreviations, and names, or if such use or registration is probably not of such a nature as to mislead the public as to the existence of a connection between the user and the organization.

(2) Prohibition of the use of official signs and hallmarks indicating control and warranty shall apply solely in cases where the marks in which they are incorporated are intended to be used on goods of the same or a similar kind.

(3) (a) For the application of these provisions, the countries of the Union agree to communicate reciprocally, through the intermediary of the International Bureau, the list of State emblems, and official signs and hallmarks indicating control and warranty, which they desire, or may hereafter desire, to place wholly or within certain limits under the protection of this Article, and all subsequent modifications of such list. Each country of the Union shall in due course make available to the public the lists so communicated. Nevertheless such communication is not obligatory in respect of flags of States.

(b) The provisions of subparagraph (b) of paragraph (1) of this Article shall apply only to such armorial bearings, flags, other emblems, abbreviations, and names, of international intergovernmental organi​zations as the latter have communicated to the countries of the Union through the intermediary of the International Bureau.

(4) Any country of the Union may, within a period of twelve months from the receipt of the notification, transmit its objections, if any, through the intermediary of the International Bureau, to the country or international intergovernmental organization concerned.

(5) In the case of State flags, the measures prescribed by paragraph (1), above, shall apply solely to marks registered after November 6, 1925.

(6) In the case of State emblems other than flags, and of official signs and hallmarks of the countries of the Union, and in the case of armorial bearings, flags, other emblems, abbreviations, and names, of international intergovernmental organizations, these provisions shall apply only to marks registered more than two months after receipt of the communication provided for in paragraph (3), above.

(7) In cases of bad faith, the countries shall have the right to cancel even those marks incorporating State emblems, signs, and hallmarks, which were registered before November 6, 1925.

(8) Nationals of any country who are authorized to make use of the State emblems, signs, and hallmarks, of their country may use them even if they are similar to those of another country.

(9) The countries of the Union undertake to prohibit the unauthorized use in trade of the State armorial bearings of the other countries of the Union, when the use is of such a nature as to be misleading as to the origin of the goods.

(10) The above provisions shall not prevent the countries from exercising the right given in paragraph (3) of Article 6quinquies, Section B, to refuse or to invalidate the registration of marks incorporating, without authorization, armorial bearings, flags, other State emblems, or official signs and hallmarks adopted by a country of the Union, as well as the distinctive signs of international intergovernmental organizations referred to in paragraph (1), above.

ARTICLE 6quater

Marks: Assignment of Marks

(1) When, in accordance with the law of a country of the Union, the assignment of a mark is valid only if it takes place at the same time as the transfer of the business or goodwill to which the mark belongs, it shall suffice for the recognition of such validity that the portion of the business or goodwill located in that country be transferred to the assignee, together with the exclusive right to manufacture in the said country, or to sell therein, the goods bearing the mark assigned.

(2) The foregoing provision does not impose upon the countries of the Union any obligation to regard as valid the assignment of any mark the use of which by the assignee would, in fact, be of such a nature as to mislead the public, particularly as regards the origin, nature, or essential qualities, of the goods to which the mark is applied.

ARTICLE 6quinquies

Marks: Protection of Marks Registered in One Country 
of the Union in the Other Countries of the Union

A

(1) Every trademark duly registered in the country of origin shall be accepted for filing and protected as is in the other countries of the Union, subject to the reservations indicated in this Article. Such countries may, before proceeding to final registration, require the production of a certificate of registration in the country of origin, issued by the competent authority. No authentication shall be required for this certificate.

(2) Shall be considered the country of origin the country of the Union where the applicant has a real and effective industrial or commercial establishment, or, if he has no such establishment within the Union, the country of the Union where he has his domicile, or, if he has no domicile within the Union but is a national of a country of the Union, the country of which he is a national.

B

Trademarks covered by this Article may be neither denied registration nor invalidated except in the following cases:

(i) when they are of such a nature as to infringe rights acquired by third parties in the country where protection is claimed;

(ii) when they are devoid of any distinctive character, or consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, place of origin, of the goods, or the time of production, or have become customary in the current language or in the bona fide and established practices of the trade of the country where protection is claimed;

(iii) when they are contrary to morality or public order and, in particular, of such a nature as to deceive the public. It is understood that a mark may not be considered contrary to public order for the sole reason that it does not conform to a provision of the legislation on marks, except if such provision itself relates to public order.

This provision is subject, however, to the application of Article 10bis.

C

(1) In determining whether a mark is eligible for protection, all the factual circumstances must be taken into consideration, particularly the length of time the mark has been in use.

(2) No trademark shall be refused in the other countries of the Union for the sole reason that it differs from the mark protected in the country of origin only in respect of elements that do not alter its distinctive character and do not affect its identity in the form in which it has been registered in the said country of origin.

D
No person may benefit from the provisions of this Article if the mark for which he claims protection is not registered in the country of origin.

E
However, in no case shall the renewal of the registration of the mark in the country of origin involve an obligation to renew the registration in the other countries of the Union in which the mark has been registered.

F
The benefit of priority shall remain unaffected for applications for the registration of marks filed within the period fixed by Article 4, even if registration in the country of origin is effected after the expiration of such period.

ARTICLE 6sexies

Marks: Service Marks

The countries of the Union undertake to protect service marks. They shall not be required to provide for the registration of such marks.

ARTICLE 6septies

Marks: Registration in the Name of the Agent or Representative 
of the Proprietor Without the Latter’s Authorization

(1) If the agent or representative of the person who is the proprietor of a mark in one of the countries of the Union applies, without such proprietor’s authorization, for the registration of the mark in his own name, in one or more countries of the Union, the proprietor shall be entitled to oppose the registration applied for or demand its cancellation or, if the law of the country so allows, the assignment in his favor of the said registration, unless such agent or representative justifies his action.

(2) The proprietor of the mark shall, subject to the provisions of paragraph (1), above, be entitled to oppose the use of his mark by his agent or representative if he has not authorized such use.

(3) Domestic legislation may provide an equitable time limit within which the proprietor of a mark must exercise the rights provided for in this Article.

ARTICLE 7
Marks: Nature of the Goods to which the Mark is Applied

The nature of the goods to which a trademark is to be applied shall in no case form an obstacle to the registration of the mark.

ARTICLE 7bis

Marks: Collective Marks

(1) The countries of the Union undertake to accept for filing and to protect collective marks belonging to associations the existence of which is not contrary to the law of the country of origin, even if such associations do not possess an industrial or commercial establishment.

(2) Each country shall be the judge of the particular conditions under which a collective mark shall be protected and may refuse protection if the mark is contrary to the public interest.

(3) Nevertheless, the protection of these marks shall not be refused to any association the existence of which is not contrary to the law of the country of origin, on the ground that such association is not established in the country where protection is sought or is not constituted according to the law of the latter country.

ARTICLE 8

Trade Names

A trade name shall be protected in all the countries of the Union without the obligation of filing or registration, whether or not it forms part of a trademark.

ARTICLE 9

Marks, Trade Names: Seizure, on Importation, etc., of Goods Unlawfully Bearing a Mark or Trade Name

(1) All goods unlawfully bearing a trademark or trade name shall be seized on importation into those countries of the Union where such mark or trade name is entitled to legal protection.

(2) Seizure shall likewise be effected in the country where the unlawful affixation occurred or in the country into which the goods were imported.

(3) Seizure shall take place at the request of the public prosecutor, or any other competent authority, or any interested party, whether a natural person or a legal entity, in conformity with the domestic legislation of each country.

(4) The authorities shall not be bound to effect seizure of goods in transit.

(5) If the legislation of a country does not permit seizure on importation, seizure shall be replaced by prohibition of importation or by seizure inside the country.

(6) If the legislation of a country permits neither seizure on importation nor prohibition of importation nor seizure inside the country, then, until such time as the legislation is modified accordingly, these measures shall be replaced by the actions and remedies available in such cases to nationals under the law of such country.

ARTICLE 10

False Indications: Seizure, on Importation, etc., 
of Goods Bearing False Indications as to their Source 
or the Identity of the Producer

(1) The provisions of the preceding Article shall apply in cases of direct or indirect use of a false indication of the source of the goods or the identity of the producer, manufacturer, or merchant.

(2) Any producer, manufacturer, or merchant, whether a natural person or a legal entity, engaged in the production or manufacture of or trade in such goods and established either in the locality falsely indicated as the source, or in the region where such locality is situated, or in the country falsely indicated, or in the country where the false indication of source is used, shall in any case be deemed an interested party.

ARTICLE 10bis

Unfair Competition

(1) The countries of the Union are bound to assure to nationals of such countries effective protection against unfair competition.

(2) Any act of competition contrary to honest practices in industrial or commercial matters constitutes an act of unfair competition.

(3) The following in particular shall be prohibited:

(i) all acts of such a nature as to create confusion by any means whatever with the establishment, the goods, or the industrial or commercial activities, of a competitor;

(ii) false allegations in the course of trade of such a nature as to discredit the establishment, the goods, or the industrial or commercial activities, of a competitor;

(iii) indications or allegations the use of which in the course of trade is liable to mislead the public as to the nature, the manufacturing process, the characteristics, the suitability for their purpose, or the quantity, of the goods.

ARTICLE 10ter

Marks, Trade Names, False Indications, Unfair Competition: Remedies, Right to Sue

(1) The countries of the Union undertake to assure to nationals of the other countries of the Union appropriate legal remedies effectively to repress all the acts referred to in Articles 9, 10, and 10bis.

(2) They undertake, further, to provide measures to permit federations and associations representing interested industrialists, producers, or merchants, provided that the existence of such federations and associations is not contrary to the laws of their countries, to take action in the courts or before the administrative authorities, with a view to the repression of the acts referred to in Articles 9, 10, and 10bis, in so far as the law of the country in which protection is claimed allows such action by federations and associations of that country.

ARTICLE 11

Inventions, Utility Models, Industrial Designs, Marks: Temporary Protection at Certain International Exhibitions

(1) The countries of the Union shall, in conformity with their domestic legislation, grant temporary protection to patentable inventions, utility models, industrial designs, and trademarks, in respect of goods exhibited at official or officially recognized international exhibitions held in the territory of any of them.

(2) Such temporary protection shall not extend the periods provided by Article 4. If, later, the right of priority is invoked, the authorities of any country may provide that the period shall start from the date of introduction of the goods into the exhibition.

(3) Each country may require, as proof of the identity of the article exhibited and of the date of its introduction, such documentary evidence as it considers necessary.

ARTICLE 12

Special National Industrial Property Services

(1) Each country of the Union undertakes to establish a special industrial property service and a central office for the communication to the public of patents, utility models, industrial designs, and trademarks.

(2) This service shall publish an official periodical journal. It shall publish regularly:

(a) the names of the proprietors of patents granted, with a brief designation of the inventions patented;

(b) the reproductions of registered trademarks.

ARTICLE 13

Assembly of the Union

(1) (a) The Union shall have an Assembly consisting of those countries of the Union which are bound by Articles 13 to 17.

(b) The Government of each country shall be represented by one delegate, who may be assisted by alternate delegates, advisors, and experts.

(c) The expenses of each delegation shall be borne by the Govern​ment which has appointed it.

(2) (a) The Assembly shall:

(i) deal with all matters concerning the maintenance and development of the Union and the implementation of this Convention;

(ii) give directions concerning the preparation for conferences of revision to the International Bureau of Intellectual Property (hereinafter designated as “the International Bureau”) referred to in the Convention establishing the World Intellectual Property Organization (hereinafter designated as “the Organization”), due account being taken of any comments made by those countries of the Union which are not hound by Articles 13 to 17;

(iii) review and approve the reports and activities of the Director General of the Organization concerning the Union, and give him all necessary instructions concerning matters within the competence of the Union;

(iv) elect the members of the Executive Committee of the Assembly;

(v) review and approve the reports and activities of its Executive Committee, and give instructions to such Committee;

(vi) determine the program and adopt the biennial budget of the Union, and approve its final accounts;

(vii) adopt the financial regulations of the Union;

(viii) establish such committees of experts and working groups as it deems appropriate to achieve the objectives of the Union;

(ix) determine which countries not members of the Union and which intergovernmental and international nongovernmental organizations shall be admitted to its meetings as observers;

(x) adopt amendments to Articles 13 to 17;

(xi) take any other appropriate action designed to further the objectives of the Union;

(xii) perform such other functions as are appropriate under this Convention;

(xiii) subject to its acceptance, exercise such rights as are given to it in the Convention establishing the Organization.

(b) With respect to matters which are of interest also to other Unions administered by the Organization, the Assembly shall make its decisions after having heard the advice of the Coordination Committee of the Organization.

(3) (a) Subject to the provisions of subparagraph (b), a delegate may represent one country only.

(b) Countries of the Union grouped under the terms of a special agreement in a common office possessing for each of them the character of a special national service of industrial property as referred to in Article 12 may be jointly represented during discussions by one of their number.

(4) (a) Each country member of the Assembly shall have one vote.

(b) One-half of the countries members of the Assembly shall constitute a quorum.

(c) Notwithstanding the provisions of subparagraph (b), if, in any session, the number of countries represented is less than one-half but equal to or more than one-third of the countries members of the Assembly, the Assembly may make decisions but, with the exception of decisions concerning its own procedure, all such decisions shall take effect only if the conditions, set forth hereinafter are fulfilled. The International Bureau shall communicate the said decisions to the countries members of the Assembly which were not represented and shall invite them to express in writing their vote or abstention within a period of three months from the date of the communication. If, at the expiration of this period, the number of countries having thus expressed their vote or abstention attains the number of countries which was lacking for attaining the quorum in the session itself, such decisions shall take effect provided that at the same time the required majority still obtains.

(d) Subject to the provisions of Article 17(2), the decisions of the Assembly shall require two-thirds of the votes cast.

(e) Abstentions shall not be considered as votes.

(5) (a) Subject to the provisions of subparagraph (b), a delegate may vote in the name of one country only.

(b) The countries of the Union referred to in paragraph (3)(b) shall, as a general rule, endeavor to send their own delegations to the sessions of the Assembly. If, however, for exceptional reasons, any such country cannot send its own delegation, it may give to the delegation of another such country the power to vote in its name, provided that each delegation may vote by proxy for one country only. Such power to vote shall be granted in a document signed by the Head of State or the competent Minister.

(6) Countries of the Union not members of the Assembly shall be admitted to the meetings of the latter as observers.

(7) (a) The Assembly shall meet once in every second calendar year in ordinary session upon convocation by the Director General and, in the absence of exceptional circumstances, during the same period and at the same place as the General Assembly of the Organization.

(b) The Assembly shall meet in extraordinary session upon convocation by the Director General, at the request of the Executive Committee or at the request of one-fourth of the countries members of the Assembly.

(8) The Assembly shall adopt its own rules of procedure.
ARTICLE 14

Executive Committee

(1) The Assembly shall have an Executive Committee.

(2) (a) The Executive Committee shall consist of countries elected by the Assembly from among countries members of the Assembly. Furthermore, the country on whose territory the Organization has its headquarters shall, subject to the provisions of Article 16(7)(b), have an ex officio seat on the Committee.

(b) The Government of each country member of the Executive Committee shall be represented by one delegate, who may be assisted by alternate delegates, advisors, and experts.

(c) The expenses of each delegation shall be borne by the Government which has appointed it.

(3) The number of countries members of the Executive Committee shall correspond to one-fourth of the number of countries members of the Assembly. In establishing the number of seats to be filled, remainders after division by four shall be disregarded.

(4) In electing the members of the Executive Committee, the Assembly shall have due regard to an equitable geographical distribution and to the need for countries party to the Special Agreements established in relation with the Union to be among the countries constituting the Executive Committee.

(5) (a) Each member of the Executive Committee shall serve from the close of the session of the Assembly which elected it to the close of the next ordinary session of the Assembly.

(b) Members of the Executive Committee may be re-elected, but only up to a maximum of two-thirds of such members.

(c) The Assembly shall establish the details of the rules governing the election and possible re-election of the members of the Executive Committee.

(6) (a) The Executive Committee shall:

(i) prepare the draft agenda of the Assembly;

(ii) submit proposals to the Assembly in respect of the draft program and biennial budget of the Union prepared by the Director General;

(iii) [deleted]

(iv) submit, with appropriate comments, to the Assembly the periodical reports of the Director General and the yearly audit reports on the accounts;

(v) take all necessary measures to ensure the execution of the program of the Union by the Director General, in accordance with the decisions of the Assembly and having regard to circumstances arising between two ordinary sessions of the Assembly;

(vi) perform such other functions as are allocated to it under this Convention.

(b) With respect to matters which are of interest also to other Unions administered by the Organization, the Executive Committee shall make its decisions after having heard the advice of the Coordination Committee of the Organization.

(7) (a) The Executive Committee shall meet once a year in ordinary session upon convocation by the Director General, preferably during the same period and at the same place as the Coordination Committee of the Organization.

(b) The Executive Committee shall meet in extraordinary session upon convocation by the Director General, either on his own initiative, or at the request of its Chairman or one-fourth of its members.

(8) (a) Each country member of the Executive Committee shall have one vote.

(b) One-half of the members of the Executive Committee shall constitute a quorum.

(c) Decisions shall be made by a simple majority of the votes cast.

(d) Abstentions shall not be considered as votes.

(e) A delegate may represent, and vote in the name of, one country only.

(9) Countries of the Union not members of the Executive Committee shall be admitted to its meetings as observers.

(10) The Executive Committee shall adopt its own rules of procedure.
ARTICLE 15

International Bureau

(1) (a) Administrative tasks concerning the Union shall be performed by the International Bureau, which is a continuation of the Bureau of the Union united with the Bureau of the Union established by the International Convention for the Protection of Literary and Artistic Works.

(b) In particular, the International Bureau shall provide the secretariat of the various organs of the Union.

(c) The Director General of the Organization shall be the chief executive of the Union and shall represent the Union.

(2) The International Bureau shall assemble and publish information concerning the protection of industrial property. Each country of the Union shall promptly communicate to the International Bureau all new laws and official texts concerning the protection of industrial property. Furthermore, it shall furnish the International Bureau with all the publications of its industrial property service of direct concern to the protection of industrial property which the International Bureau may find utility in its work.

(3) The International Bureau shall publish a monthly periodical.

(4) The International Bureau shall, on request, furnish any country of the Union with information on matters concerning the protection of industrial property.

(5) The International Bureau shall conduct Studies, and shall provide services, designed to facilitate the protection of industrial property.

(6) The Director General and any staff member designated by him shall participate, without the right to vote, in all meetings of the Assembly, the Executive Committee, and any other committee of experts or working group. The Director General, or a staff member designated by him, shall be ex officio secretary of these bodies.

(7) (a) The International Bureau shall, in accordance with the directions of the Assembly and in cooperation with the Executive Committee, make the preparations for the conferences of revision of the provisions of the Convention other than Articles 13 to 17.

(b) The International Bureau may consult with intergovernmental and international non-governmental organizations concerning prepara​tions for conferences of revision.

(c) The Director General and persons designated by him shall take part, without the right to vote, in the discussions at these conferences.

(8) The International Bureau shall carry out any other tasks assigned to it.

ARTICLE 16

Finances

(1) (a) The Union shall have a budget.

(b) The budget of the Union shall include the income and expenses proper to the Union, its contribution to the budget of expenses common to the Unions, and, where applicable, the sum made available to the budget of the Conference of the Organization.

(c) Expenses not attributable exclusively to the Union but also to one or more other Unions administered by the Organization shall be considered as expenses common to the Unions. The share of the Union in such common expenses shall be in proportion to the interest the Union has in them.

(2) The budget of the Union shall be established with due regard to the requirements of coordination with the budgets of the other Unions administered by the Organization.

(3) The budget of the Union shall be financed from the following sources:

(i) contributions of the countries of the Union;

(ii) fees and charges due for services rendered by the International Bureau in relation to the Union;

(iii) sale of, or royalties on, the publications of the International Bureau concerning the Union;

(iv) gifts, bequests, and subventions;

(v) rents, interests, and other miscellaneous income.

(4) (a) For the purpose of establishing its contribution towards the budget, each country of the Union shall belong to a class, and shall pay its annual contributions on the basis of a number of units fixed as follows 4:

Class I ................ 25

Class II ............... 20

Class III .............. 15

Class IV .............. 10

Class V ................. 5

Class VI ................ 3

Class VII ............... 1

(b) Unless it has already done so, each country shall indicate, concurrently with depositing its instrument of ratification or accession, the class to which it wishes to belong. Any country may change class. If it chooses a lower class, the country must announce such change to the Assembly at one of its ordinary sessions. Any such change shall take effect at the beginning of the calendar year following the said session.

(c) The annual contribution of each country shall be an amount in the same proportion to the total sum to be contributed to the budget of the Union by all countries as the number of its units is to the total of the units of all contributing countries.

(d) Contributions shall become due on the first of January of each year.

(e) A country which is in arrears in the payment of its contributions may not exercise its right to vote in any of the organs of the Union of which it is a member if the amount of its arrears equals or exceeds the amount of the contributions due from it for the preceding two full years. However, any organ of the Union may allow such a country to continue to exercise its right to vote in that organ if, and as long as, it is satisfied that the delay in payment is due to exceptional and unavoidable circumstances.

(f) If the budget is not adopted before the beginning of a new financial period, it shall be at the same level as the budget of the previous year, as provided in the financial regulations.

(5) The amount of the fees and charges due for services rendered by the International Bureau in relation to the Union shall be established, and shall be reported to the Assembly and the Executive Committee, by the Director General.

(6) (a) The Union shall have a working capital fund which shall be constituted by a single payment made by each country of the Union. If the fund becomes insufficient, the Assembly shall decide to increase it.

(b) The amount of the initial payment of each country to the said fund or of its participation in the increase thereof shall be a proportion of the contribution of that country for the year in which the fund is established or the decision to increase it is made.

(c) The proportion and the terms of payment shall be fixed by the Assembly on the proposal of the Director General and after it has heard the advice of the Coordination Committee of the Organization.

(7) (a) In the headquarters agreement concluded with the country on the territory of which the Organization has its headquarters, it shall be provided that, whenever the working capital fund is insufficient, such country shall grant advances. The amount of these advances and the conditions on which they are granted shall be the subject of separate agreements, in each case, between such country and the Organization. As long as it remains under the obligation to grant advances, such country shall have an ex officio seat on the Executive Committee.

(b) The country referred to in subparagraph (a) and the Organization shall each have the right to denounce the obligation to grant advances, by written notification. Denunciation shall take effect three years after the end of the year in which it has been notified.

(8) The auditing of the accounts shall be effected by one or more of the countries of the Union or by external auditors, as provided in the financial regulations. They shall be designated, with their agreement, by the Assembly.

ARTICLE 17

Amendment of Articles 13 to 17

(1) Proposals for the amendment of Articles 13, 14, 15, 16, and the present Article, may be initiated by any country member of the Assembly, by the Executive Committee, or by the Director General. Such proposals shall be communicated by the Director General to the member countries of the Assembly at least six months in advance of their consideration by the Assembly.

(2) Amendments to the Articles referred to in paragraph (1) shall be adopted by the Assembly. Adoption shall require three-fourths of the votes cast, provided that any amendment to Article 13, and to the present paragraph, shall require four-fifths of the votes cast.

(3) Any amendment to the Articles referred to in paragraph (1) shall enter into force one month after written notifications of acceptance, effected in accordance with their respective constitutional processes, have been received by the Director General from three-fourths of the countries members of the Assembly at the time it adopted the amendment. Any amendment to the said Articles thus accepted shall bind all the countries which are members of the Assembly at the time the amendment enters into force, or which become members thereof at a subsequent date, provided that any amendment increasing the financial obligations of countries of the Union shall bind only those countries which have notified their acceptance of such amendment.

ARTICLE 18

Revision of Articles 1 to 12 and 18 to 30

(1) This Convention shall be submitted to revision with a view to the introduction of amendments designed to improve the system of the Union.

(2) For that purpose, conferences shall be held successively in one of the countries of the Union among the delegates of the said countries.

(3) Amendments to Articles 13 to 17 are governed by the provisions of Article 17.

ARTICLE 19

Special Agreements

It is understood that the countries of the Union reserve the right to make separately between themselves special agreements for the protection of industrial property, in so far as these agreements do not contravene the provisions of this Convention.

ARTICLE 20
Ratification or Accession by Countries of the Union; Entry Into Force

(1) (a) Any country of the Union which has signed this Act may ratify it, and, if it has not signed it, may accede to it. Instruments of ratification and accession shall be deposited with the Director General.

(b) Any country of the Union may declare in its instrument of ratification or accession that its ratification or accession shall not apply:

(i) to Articles 1 to 12, or

(ii) to Articles 13 to 17.

(c) Any country of the Union which, in accordance with subparagraph (b), has excluded from the effects of its ratification or accession one of the two groups of Articles referred to in that subparagraph may at any later time declare that it extends the effects of its ratification or accession to that group of Articles. Such declaration shall be deposited with the Director General.

(2) (a) Articles 1 to 12 shall enter into force, with respect to the first ten countries of the Union which have deposited instruments of ratification or accession without making the declaration permitted under paragraph (1)(b)(i), three months after the deposit of the tenth such instrument of ratification or accession.

(b) Articles 13 to 17 shall enter into force, with respect to the first ten countries of the Union which have deposited instruments of ratification or accession without making the declaration permitted under paragraph (1)(b)(ii), three months after the deposit of the tenth such instrument of ratification or accession.

(c) Subject to the initial entry into force, pursuant to the provisions of subparagraphs (a) and (b), of each of the two groups of Articles referred to in paragraph (1)(b)(i) and (ii), and subject to the provisions of paragraph (1)(b), Articles 1 to 17 shall, with respect to any country of the Union, other than those referred to in subparagraphs (a) and (b), which deposits an instrument of ratification or accession or any country of the Union which deposits a declaration pursuant to paragraph (1)(c), enter into force three months after the date of notification by the Director General of such deposit, unless a subsequent date has been indicated in the instrument or declaration deposited. In the latter case, this Act shall enter into force with respect to that country on the date thus indicated.

(3) With respect to any country of the Union which deposits an instrument of ratification or accession, Articles 18 to 30 shall enter into force on the earlier of the dates on which any of the groups of Articles referred to in paragraph (1)(b) enters into force with respect to that country pursuant to paragraph (2)(a), (b), or (c).

ARTICLE 21

Accession by Countries Outside the Union; Entry Into Force

(1) Any country outside the Union may accede to this Act and thereby become a member of the Union. Instruments of accession shall be deposited with the Director General.

(2) (a) With respect to any country outside the Union which deposits its instrument of accession one month or more before the date of entry into force of any provisions of the present Act, this Act shall enter into force, unless a subsequent date has been indicated in the instrument of accession, on the date upon which provisions first enter into force pursuant to Article 20(2)(a) or (b); provided that:

(i) if Articles 1 to 12 do not enter into force on that date, such country shall, during the interim period before the entry into force of such provisions, and in substitution therefore, be bound by Articles 1 to 12 of the Lisbon Act,

(ii) if Articles 13 to 17 do not enter into force on that date, such country shall, during the interim period before the entry into force of such provisions, and in substitution therefore, be bound by Articles 13 and 14(3), (4), and (5), of the Lisbon Act.
If a country indicates a subsequent date in its instrument of accession, this Act shall enter into force with respect to that country on the date thus indicated.

(b) With respect to any country outside the Union which deposits its instrument of accession on a date which is subsequent to, or precedes by less than one month, the entry into force of one group of Articles of the present Act, this Act shall, subject to the proviso of subparagraph (a), enter into force three months after the date on which its accession has been notified by the Director General, unless a subsequent date has been indicated in the instrument of accession. In the latter case, this Act shall enter into force with respect to that country on the date thus indicated.

(3) With respect to any country outside the Union which deposits its instrument Of accession after the date of entry into force of the present Act in its entirety, or less than one month before such date, this Act shall enter into force three months after the date on which its accession has been notified by the Director General, unless a subsequent date has been indicated in the instrument of accession. In the latter case, this Act shall enter into force with respect to that country on the date thus indicated.

ARTICLE 22
Consequences of Ratification or Accession

Subject to the possibilities of exceptions provided for in Articles 20(1)(b) and 28(2), ratification or accession shall automatically entail acceptance of all the clauses and admission to all the advantages of this Act.

ARTICLE 23
Accession to Earlier Acts

After the entry into force of this Act in its entirety, a country may not accede to earlier Acts of this Convention.

ARTICLE 24

Territories

(1) Any country may declare in its instrument of ratification or accession, or may inform the Director General by written notification any time thereafter, that this Convention shall be applicable to all or part of those territories, designated in the declaration or notification, for the external relations of which it is responsible.

(2) Any country which has made such a declaration or given such a notification may, at any time, notify the Director General that this Convention shall cease to be applicable to all or part of such territories.

(3) (a) Any declaration made under paragraph (1) shall take effect on the same date as the ratification or accession in the instrument of which it was included, and any notification given under such paragraph shall take effect three months after its notification by the Director General.

(b) Any notification given under paragraph (2) shall take effect twelve months after its receipt by the Director General.

ARTICLE 25
Implementation of the Convention on the Domestic Level

(1) Any country party to this Convention undertakes to adopt, in accordance with its constitution, the measures necessary to ensure the application of this Convention.

(2) It is understood that, at the time a country deposits its instrument of ratification or accession, it will be in a position under its domestic law to give effect to the provisions of this Convention.

ARTICLE 26
Denunciation

(1) This Convention shall remain in force without limitation as to time.

(2) Any country may denounce this Act by notification addressed to the Director General. Such denunciation shall constitute also denunciation of all earlier Acts and shall affect only the country making it, the Convention remaining in full force and effect as regards the other countries of the Union.

(3) Denunciation shall take effect one year after the day on which the Director General has received the notification.

(4) The right of denunciation provided by this Article shall not be exercised by any country before the expiration of five years from the date upon which it becomes a member of the Union.

ARTICLE 27
Application of Earlier Acts

(1) The present Act shall, as regards the relations between the countries to which it applies, and to the extent that it applies, replace the Convention of Paris of March 20, 1883 and the subsequent Acts of revision.

(2) (a) As regards the countries to which the present Act does not apply, or does not apply in its entirety, but to which the Lisbon Act of October 31, 1958, applies, the latter shall remain in force in its entirety or to the extent that the present Act does not replace it by virtue of paragraph (1).

(b) Similarly, as regards the countries to which neither the present Act, nor portions thereof, nor the Lisbon Act applies, the London Act of June 2, 1934, shall remain in force in its entirety or to the extent that the present Act does not replace it by virtue of paragraph (1).

(c) Similarly, as regards the countries to which neither the present Act, nor portions thereof, nor the Lisbon Act, nor the London Act applies, the Hague Act of November 6, 1925, shall remain in force in its entirety or to the extent that the present Act does not replace it by virtue of paragraph (1).

(3) Countries outside the Union which become party to this Act shall apply it with respect to any country of the Union not party to this Act or which, although party to this Act, has made a declaration pursuant to Article 20(1)(b)(i). Such countries recognize that the said country of the Union may apply, in its relations with them, the provisions of the most recent Act to which it is party.

ARTICLE 28
Disputes

(1) Any dispute between two or more countries of the Union concerning the interpretation or application of this Convention, not settled by negotiation, may, by any one of the countries concerned, be brought before the International Court of Justice by application in conformity with the Statute of the Court, unless the countries concerned agree on some other method of settlement. The country bringing the dispute before the Court shall inform the International Bureau; the International Bureau shall bring the matter to the attention of the other countries of the Union.

(2) Each country may, at the time it signs this Act or deposits its instrument of ratification or accession, declare that it does not consider itself bound by the provisions of paragraph (1). With regard to any dispute between such country and any other country of the Union, the provisions of paragraph (1) shall not apply.

(3) Any country having made a declaration in accordance with the provisions of paragraph (2) may, at any time, withdraw its declaration by notification addressed to the Director General.

ARTICLE 29

Signature, Languages, Depositary Functions

(1) (a) This Act shall be signed in a single copy in the French language and shall be deposited with the Government of Sweden.

(b) Official texts shall be established by the Director General, after consultation with the interested Governments, in the English, German, Italian, Portuguese, Russian and Spanish languages, and such other languages as the Assembly may designate.

(c) In case of differences of opinion on the interpretation of the various texts, the French text shall prevail.

(2) This Act shall remain open for signature at Stockholm until January 13, 1968.

(3) The Director General shall transmit two copies, certified by the Government of Sweden, of the signed text of this Act to the Governments of all countries of the Union and, on request, to the Government of any other country.

(4) The Director General shall register this Act with the Secretariat of the United Nations.

(5) The Director General shall notify the Governments of all countries of the Union of signatures, deposits of instruments of ratification or accession and any declarations included in such instruments or made pursuant to Article 20(1)(c), entry into force of any provisions of this Act, notifications of denunciation, and notifications pursuant to Article 24.
ARTICLE 30
Transitional Provisions

(1) Until the first Director General assumes office, references in this Act to the International Bureau of the Organization or to the Director General shall be deemed to be references to the Bureau of the Union or its Director, respectively.

(2) Countries of the Union not bound by Articles 13 to 17 may, until five years after the entry into force of the Convention establishing the Organization, exercise, if they so desire, the rights provided under Articles 13 to 17 of this Act as if they were bound by those Articles. Any country desiring to exercise such rights shall give written notification to that effect to the Director General; such notification shall be effective from the date of its receipt. Such countries shall be deemed to be members of the Assembly until the expiration of the said period.

(3) As long as all the countries of the Union have not become Members of the Organization, the International Bureau of the Organization shall also function as the Bureau of the Union, and the Director General as the Director of the said Bureau.

(4) Once all the countries of the Union have become Members of the Organization, the rights, obligations, and property, of the Bureau of the Union shall devolve on the International Bureau of the Organization.

1 Official English title. Entry into force: April 26 or May 19, 1970. See also Article 20. Source: International Bureau of WIPO.

2 This Table of Contents is added for the convenience of the reader. It does not appear in the signed text of the Convention.

3 Articles have been given titles to facilitate their identification. There are no titles in the signed (French) text.

4 The Governing Bodies of WIPO and the Unions administered by WIPO adopted with effect from January 1, 1994, a new contribution system that replaces the contribution system set forth in Article 16(4)(a), (b) and (c) of the Paris Convention. Details concerning that system may be obtained from the International Bureau of WIPO (Editor’s note).
SUMMARY OF THE BERNE CONVENTION FOR THE PROTECTION OF LITERARY AND ARTISTIC WORKS (1886)
The Convention rests on three basic principles and contains a series of provisions determining the minimum protection to be granted, as well as special provisions available to developing countries which want to make use of them.

(1) The three basic principles are the following:

(a) Works originating in one of the contracting States (that is, works the author of which is a national of such a State or works which were first published in such a State) must be given the same protection in each of the other contracting States as the latter grants to the works of its own nationals (principle of “national treatment”) 

(b) Such protection must not be conditional upon compliance with any formality (principle of “automatic” protection) 

(c) Such protection is independent of the existence of protection in the country of origin of the work (principle of the “independence” of protection). If, however, a contracting State provides for a longer term than the minimum prescribed by the Convention and the work ceases to be protected in the country of origin, protection may be denied once protection in the country of origin ceases 

(2) The minimum standards of protection relate to the works and rights to be protected, and the duration of the protection:

(a) As to works, the protection must include “every production in the literary, scientific and artistic domain, whatever may be the mode or form of its expression” (Article 2(1) of the Convention).

(b) Subject to certain permitted reservations, limitations or exceptions, the following are among the rights which must be recognized as exclusive rights of authorization:

· the right to translate,

· the right to make adaptations and arrangements of the work,

· the right to perform in public dramatic, dramatico-musical and musical works,

· the right to recite in public literary works,

· the right to communicate to the public the performance of such works,

· the right to broadcast (with the possibility of a contracting State to provide for a mere right to equitable remuneration instead of a right of authorization),

· the right to make reproductions in any manner or form (with the possibility of a contracting State to permit,  in certain special cases, reproduction without authorization provided that the reproduction does not conflict with the normal exploitation of the work and does not unreasonably prejudice the legitimate interests of the author, and with the possibility of a contracting State to provide, in the case of sound recordings of musical works, for a right to equitable remuneration),

· the right to use the work as a basis for an audiovisual work, and the right to reproduce, distribute, perform in public or communicate to the public that audiovisual work.

The Convention also provides for “moral rights,” that is, the right to claim authorship of the work and the right to object to any mutilation or deformation or other modification of, or other derogatory action in relation to, the work which would be prejudicial to the author’s honor or reputation.

(c) As to the duration of protection, the general rule is that protection must be granted until the expiration of the 50th year after the author’s death. There are, however, exceptions to this general rule. In the case of anonymous or pseudonymous works, the term of protection expires 50 years after the work has been lawfully made available to the public, except if the pseudonym leaves no doubt as to the author’s identity or if the author discloses his identity during that period; in the latter case, the general rule applies. In the case of audiovisual (cinematographic) works, the minimum term of protection is 50 years after the making available of the work to the public (“release”) or—failing such an event—from the creation of the work. In the case of works of applied art and photographic works, the minimum term is 25 years from the creation of such a work. 

(3) Countries regarded as developing countries in conformity with the established practice of the General Assembly of the United Nations may, for certain works and under certain conditions, depart from these minimum standards of protection with regard to the right of translation and the right of reproduction.

The Berne Union has an Assembly and an Executive Committee. Every country member of the Union which has adhered to at least the administrative and final provisions of the Stockholm Act is a member of the Assembly. The members of the Executive Committee are elected from among the members of the Union, except for Switzerland, which is a member ex officio.

The establishment of the biennial program and budget of the WIPO Secretariat—as far as the Berne Union is concerned—is the task of its Assembly.

The Berne Convention, concluded in 1886, was revised at Paris in 1896 and at Berlin in 1908, completed at Berne in 1914, revised at Rome in 1928, at Brussels in 1948, at Stockholm in 1967 and at Paris in 1971, and was amended in 1979.

The Convention is open to all States. Instruments of ratification or accession must be deposited with the Director General of WIPO.

SUMMARY OF THE BRUSSELS CONVENTION RELATING 
TO THE DISTRIBUTION OF PROGRAMME-CARRYING 
SIGNALS TRANSMITTED BY SATELLITE (1974)
The Convention provides for the obligation of each contracting State to take adequate measures to prevent the unauthorized distribution on or from its territory of any programme-carrying signal transmitted by satellite. The distribution is unauthorized if it has not been authorized by the organization—typically a broadcasting organization—which has decided what the programme consists of. The obligation exists in respect of organizations that are nationals of a contracting State.

The provisions of this Convention are not applicable, however, where the distribution of signals is made from a direct broadcasting satellite.

The Convention does not provide for the institution of a Union, any governing body or a budget.

It is open to any State that is a member of the United Nations or of any of the agencies belonging to the United Nations system of organizations. Instruments of ratification, acceptance or accession must be deposited with the Secretary-General of the United Nations.

SUMMARY OF THE MADRID AGREEMENT FOR THE REPRESSION OF FALSE OR DECEPTIVE INDICATIONS 
OF SOURCE ON GOODS (1891)
According to the Agreement, all goods bearing a false or deceptive indication of source, by which one of the contracting States, or a place situated therein, is directly or indirectly indicated as being the country or place of origin, must be seized on importation, or such importation must be prohibited, or other actions and sanctions must be applied in connection with such importation.

The Agreement provides for the cases and the manner in which seizure may be requested and effected. It prohibits the use, in connection with the sale or display or offering for sale of any goods, of all indications in the nature of publicity capable of deceiving the public as to the source of the goods. It is reserved to the courts of each contracting State to decide what appellations (other than regional appellations concerning the source of products of the vine) do not, on account of their generic character, come within the scope of the Agreement. The Agreement does not provide for the establishment of a Union, any governing body or a budget.

The Agreement, concluded in 1891, was revised at Washington in 1911, at The Hague in 1925, at London in 1934, at Lisbon in 1958, and at Stockholm in 1967.

The Agreement  is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE PATENT LAW TREATY (2000)
The aim of the Patent Law Treaty (PLT) is to harmonize and streamline formal procedures in respect of national and regional patent applications and patents, and thus to make such procedures more user-friendly. With the significant exception of the filing date requirements, the PLT provides maximum sets of requirements, which the Office of a Contracting Party may apply. This means that a Contracting Party is free to provide for requirements that are more generous from the viewpoint of applicants and owners, but are mandatory as to the maximum that an Office can require from applicants or owners. The Treaty contains, in particular, provisions on the following issues:

· Requirements for obtaining a filing date were standardized in order for applicants to minimize the loss of the filing date, which is of utmost importance in the entire procedure. The PLT requires that the Office of any Contracting Party must accord a filing date to an application on compliance with three simple formal requirements: First, an indication that the elements received by the Office are intended to be an application for a patent for an invention. Second, indications that would allow the Office to identify or to contact the applicant; however, a Contracting Party is allowed to require indications on both. Third, a part which appears to be a description of the invention. No additional elements can be required for a filing date to be accorded. In particular, a Contracting Party cannot require one or more claims or a filing fee as a filing date requirement. As mentioned above, these requirements are not maximum requirements, but constitute absolute requirements, so that a Contracting Party would not be allowed to accord a filing date unless all those requirements are complied with.

· A set of formal requirements for national and regional applications were standardized by the incorporation into the PLT of the requirements relating to form or contents of international applications under the PCT, including the contents of the PCT request Form and the use of that request Form accompanied by an indication that the application is to be treated as national application. This will eliminate or reduce procedural gaps between national, regional and international patent systems;

· The establishment of standardized Model International Forms was agreed upon, which will have to be accepted by the Offices of all Contracting Parties;

· A number of procedures before the patent Offices were simplified, which will contribute to a reduction of costs for applicants as well as for the Offices. Examples for such procedures are the exceptions from mandatory representation, the restriction on requiring evidence on a systematic basis, the requirement for Offices to accept a single communication in certain cases (e.g. power of attorney) or the restriction on the requirement to submit a copy of an earlier application and a translation thereof;

· The PLT provides procedures for the avoidance of unintentional loss of substantive rights as a result of the failure to comply with formality requirements or time limits. These include the obligation of Offices to notify the applicant or other concerned person, extension of time limits, continued processing, reinstatement of rights and restrictions on revocation/ invalidation of a patent for formal defects, where they were not noticed by the Office during the application stage;

· The implementation of electronic filing is facilitated, while ensuring the co-existence of both paper and electronic communications. The PLT provides that Contracting Parties are allowed to exclude paper communications and to fully switch to electronic communications after June 2, 2005. However, even after that date, they will have to accept paper communications for the purpose of obtaining a filing date and for meeting a time limit. In this connection, the Agreed Statement stipulates that industrialized countries will continue to furnish support to developing countries and countries in transition for the introduction of electronic filing.

The PLT  was concluded on June 1, 2000, and is open to States members of WIPO and/or States parties to the Paris Convention for the Protection of Industrial Property. It is also open to certain intergovernmental organizations. Instruments of ratification or accession must be deposited with the Director General of WIPO. The PLT entered into force on April 28, 2005.

SUMMARY OF THE ROME CONVENTION 
FOR THE PROTECTION OF PERFORMERS, PRODUCERS 
OF PHONOGRAMS AND BROADCASTING ORGANISATIONS (1961)
The Convention secures protection in performances of performers, phonograms of producers of phonograms and broadcasts of broadcasting organizations.

(1) Performers (actors, singers, musicians, dancers and other persons who perform literary or artistic works) are protected against certain acts they have not consented to. Such acts are: the broadcasting and the communication to the public of their live performance; the fixation of their live performance; the reproduction of such a fixation if the original fixation was made without their consent or if the reproduction is made for purposes different from those for which they gave their consent.

(2) Producers of phonograms enjoy the right to authorize or prohibit the direct or indirect reproduction of their phonograms. Phonograms are defined in the Rome Convention as meaning any exclusively aural fixation of sounds of a performance or of other sounds. When a phonogram published for commercial purposes gives rise to secondary uses (such as broadcasting or communication to the public in any form), a single equitable remuneration must be paid by the user to the performers, or to the producers of phonograms, or to both; contracting States are free, however, not to apply this rule or to limit its application.

(3) Broadcasting organizations enjoy the right to authorize or prohibit certain acts, namely: the rebroadcasting of their broadcasts; the fixation of their broadcasts; the reproduction of such fixations; the communication to the public of their television broadcasts if such communication is made in places accessible to the public against payment of an entrance fee.

The Rome Convention allows exceptions in national laws to the above-mentioned rights as regards private use, use of short excerpts in connection with the reporting of current events, ephemeral fixation by a broadcasting organization by means of its own facilities and for its own broadcasts, use solely for the purpose of teaching or scientific research and in any other cases—except for compulsory licenses that would be incompatible with the Berne Convention—where the national law provides exceptions to copyright in literary and artistic works. Furthermore, once a performer has consented to the incorporation of his performance in a visual or audiovisual fixation, the provisions on performers’ rights have no further application.

Protection must last at least until the end of a period of 20 years computed from the end of the year in which:

(a) the fixation was made, for phonograms and for performances incorporated therein; 
(b) the performance took place, for performances not incorporated in phonograms; 
(c) the broadcast took place, for broadcasts. (However, national laws ever more frequently provide for a 50-year term of protection, at least for phonograms and for performances.)

WIPO is responsible, jointly with the ILO and UNESCO, for the administration of the Rome Convention. These three organizations constitute the Secretariat of the Intergovernmental Committee set up under the Convention and consisting of the representatives of 12 Contracting States.

The Convention does not provide for the institution of a Union or a budget. It establishes an Intergovernmental Committee composed of Contracting States, that considers questions concerning the Convention [*].

This Convention is open to States party to the Berne Convention for the Protection of Literary and Artistic Works (1886) or to the Universal Copyright Convention. Instruments of ratification or accession must be deposited with the Secretary-General of the United Nations. States may make reservations with regard to the application of certain provisions.
SUMMARY OF THE SINGAPORE TREATY ON THE LAW 
OF TRADEMARKS (2006)
The Singapore Treaty on the Law of Trademarks was adopted by the Diplomatic Conference for the Adoption of a Revised Trademark Law Treaty that took place in Singapore, from March 13 to 28, 2006.

The objective of the Singapore Treaty is to create a modern and dynamic international framework for the harmonization of administrative trademark registration procedures. Building on the Trademark Law Treaty of 1994 (TLT 1994), the new Treaty has a wider scope of application and addresses new developments in the field of communication technology. As compared with the TLT 1994, the Singapore Treaty is applicable to all types of marks registrable under the law of a given Contracting Party; Contracting Parties are free to choose the means of communication with their Offices (including communications in electronic form or by electronic means of transmittal); relief measures in respect of time limits as well as provisions on the recording of trademark licenses are introduced, and an Assembly of the Contracting Parties is established. Other provisions of the Singapore Treaty (such as the requirements to provide for multi-class applications and registrations, and the use of the International ("Nice") Classification), closely follow the TLT 1994. The two treaties are separate, and may be ratified or adhered to independently.

As opposed to the TLT 1994, the Singapore Treaty applies generally to marks that can be registered under the law of a Contracting Party. Most significantly, it is the first time that non-traditional marks are explicitly recognized in an international instrument dealing with trademark law. The Treaty is applicable to all types of marks, including non-traditional visible marks, such as holograms, three-dimensional marks, color, position and movement marks, and also non-visible marks, such as sound, olfactory or taste and feel marks. The Regulations provide for the mode of representation of these marks in applications, which may include non-graphic or photographic reproductions.

The Singapore Treaty leaves Contracting Parties the freedom to choose the form and means of transmittal of communications and whether they accept communications on paper, communications in electronic form or any other form of communication. This has consequences on formal requirements for applications and requests, such as the signature on communications with the Office. The Treaty maintains a very important provision of the TLT 1994, namely that the authentication, certification or attestation of any signature on paper communications cannot be required. However, Contracting Parties are free to determine whether and how they wish to implement a system of authentication of electronic communications.

As a new feature, the Treaty provides for relief measures when an applicant or a holder has missed a time limit in an action for a procedure before the Office. Contracting Parties must make available, at their choice, at least one of the following relief measures: extension of the time limit, continued processing and reinstatement of rights if the failure to meet the time limit was unintentional or occurred in spite of due care required by the circumstances.

The Singapore Treaty includes provisions on the recording of trademark licenses, and establishes maximum requirements for the requests for recording, amendment or cancellation of the recording of a license.

The creation of an Assembly of the Contracting Parties introduces a degree of flexibility for the definition of details concerning administrative procedures to be implemented by national trademark offices where it is anticipated that future developments in trademark registration procedures and practice will warrant the amendments of those details. The Assembly is endowed with powers to modify the Regulations and the Model International Forms, where necessary and it can also deal—at a preliminary level—with questions relating to the future development of the Treaty.

Furthermore, the Diplomatic Conference adopted a Resolution Supplementary to the Singapore Treaty on the Law of Trademarks and the Regulations thereunder, with a view to declaring an understanding by the Contracting Parties on several areas covered by the Treaty, namely: that the Treaty does not impose any obligations on Contracting Parties to (i) register new types of marks, or (ii) implement electronic filing systems or other automation systems. Special provisions are made to provide developing and least developed countries (LDCs) with additional technical assistance and technological support to enable them to take full advantage of the provisions of the Treaty. It was recognized that LDCs shall be the primary and main beneficiaries of technical assistance by Contracting Parties of WIPO. The future Assembly is charged with the task to monitor and evaluate, at every ordinary session, the progress of the assistance granted, and it is provided that any dispute arising with respect to the interpretation or application of the Treaty should be settled amicably through consultation and mediation under the auspices of the Director General of WIPO.

The Singapore Treaty on the Law of Trademarks is open for signature by States members of WIPO and certain intergovernmental organizations until March 27, 2007. Instruments of ratification or accession must be deposited with the Director General of WIPO. The Treaty shall enter into force three months after ten States or intergovernmental organizations having a regional trademark office have deposited their instruments of ratification or accession.
SUMMARY OF THE TRADEMARK LAW TREATY (TLT) (1994)
The aim of the Trademark Law Treaty (TLT) is to approximate and streamline national and regional trademark registration procedures. This is achieved through the simplification and harmonization of certain features of those procedures, thus making trademark applications and the administration of trademark registrations in multiple jurisdictions less complex and more predictable.

The great majority of the provisions of the TLT concern the procedure before the trademark office which can be divided into three main phases: application for registration, changes after registration and renewal. The rules concerning each phase are so constructed as to make it clear what the requirements for an application or a specific request are.

As to the first phase – application for registration – the Contracting Parties to the TLT may require, as a maximum, the following indications: a request, the name and address and other indications concerning the applicant and the representative; various indications concerning the mark including a certain number of representations of the mark; the goods and services for which registration is sought classified in the relevant class of the International Classification (established under the Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the Registration of Marks (1957)), and, where applicable a declaration of intention to use the mark. Each Contracting Party must also allow that an application relates to goods and/or services belonging to several classes of the International Classification. As the list of permissible requirements is exhaustive, a Contracting Party cannot require, for example, that the applicant produce an extract from a register of commerce or the indication of a certain commercial activity, or evidence to the effect that the mark has been registered in the trademark register of another country.

The second phase of the trademark procedure covered by the TLT concerns changes in names or addresses and changes in the ownership of the registration. Here too, the applicable formal requirements are exhaustively listed. A single request is sufficient even where the change relates to more than one – possibly hundreds – of trademark applications or registrations, provided that the change to be recorded pertains to all registrations or applications.

As to the third phase, renewal, the TLT standardizes the duration of the initial period of the registration and the duration of each renewal to 10 years each.

Furthermore, the TLT provides that a power of attorney may relate to several applications or registrations of the same person.

It also provides that, if requests are made on forms corresponding to the forms attached to the TLT are used, they must be accepted, subject to the use of a language accepted by the Office, and no further formalities may be required.

Most notably, the TLT does not allow a requirement as to the attestation, notarization, authentication, legalization or certification of any signature, except in the case of the surrender of a registration.

The TLT  was concluded in 1994 and is open to States members of WIPO and to certain intergovernmental organizations. Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE WIPO COPYRIGHT TREATY (WCT) (1996)
The WCT is a special agreement under the Berne Convention. Any Contracting Party (even if it is not bound by the Berne Convention) must comply with the substantive provisions of the 1971 (Paris) Act of the Berne Convention for the Protection of Literary and Artistic Works (1886). Furthermore, the Treaty mentions two subject matters to be protected by copyright, 

(i) computer programs, whatever may be the mode or form of their expression, and 

(ii) compilations of data or other material (“databases”), in any form, which by reason of the selection or arrangement of their contents constitute intellectual creations. (Where a database does not constitute such a creation, it is outside the scope of this Treaty.)

As to the rights of authors, the Treaty deals with three: 

(i) the right of distribution, 

(ii) the right of rental, and 

(iii) the right of communication to the public. 

Each of them is an exclusive right, subject to certain limitations and exceptions. Not all of the limitations or exceptions are mentioned in the following:

· the right of distribution is the right to authorize the making available to the public of the original and copies of a work through sale or other transfer of ownership, 

· the right of rental is the right to authorize commercial rental to the public of the original and copies of three kinds of works:  

(i) computer programs (except where the computer program itself is not the essential object of the rental), 
(ii) cinematographic works (but only in cases where commercial rental has led to widespread copying of such works materially impairing the exclusive right of reproduction), and 
(iii) works embodied in phonograms as determined in the national law of the Contracting Parties (except for countries that since April 15, 1994, have in force a system of equitable remuneration for such rental),

· the right of communication to the public is the right to authorize any communication to the public, by wire or wireless means, including “the making available to the public of works in a way that the members of the public may access the work from a place and at a time individually chosen by them.” The quoted expression covers in particular on-demand, interactive communication through the Internet. 

The Treaty obliges the Contracting Parties to provide legal remedies against the circumvention of technological measures (e.g., encryption) used by authors in connection with the exercise of their rights and against the removal or altering of information, such as certain data that identify works or their authors, necessary for the management (e.g., licensing, collecting and distribution of royalties) of their rights (“rights management information”).

The Treaty obliges each Contracting Party to adopt, in accordance with its legal system, the measures necessary to ensure the application of the Treaty. In particular, the Contracting Party must ensure that enforcement procedures are available under its law so as to permit effective action against any act of infringement of rights covered by the Treaty. Such action must include expeditious remedies to prevent infringement and remedies which constitute a deterrent to further infringements.

The Treaty establishes an Assembly of the Contracting Parties whose main task is to deal with matters concerning the maintenance and development of the Treaty, and it entrusts to the Secretariat of WIPO the administrative tasks concerning the Treaty.

The Treaty entered into force on March 6, 2002. The Director General of WIPO is the depositary of the Treaty.

This Treaty is open to States members of WIPO and to the European Community. The Assembly constituted by the Treaty may decide to admit other intergovernmental organizations to become party to the Treaty.
SUMMARY OF THE WIPO PERFORMANCES 
AND PHONOGRAMS TREATY (WPPT) (1996)
The Treaty deals with intellectual property rights of two kinds of beneficiaries: 

(i) performers (actors, singers, musicians, etc.), and 
(ii) producers of phonograms (the persons or legal entities who or which take the initiative and have the responsibility for the fixation of the sounds). 

They are dealt with in the same instrument because most of the rights granted by the Treaty to performers are rights connected with their fixed, purely aural performances (which are the subject matter of phonograms).

As far as performers are concerned, the Treaty grants performers four kinds of economic rights in their performances fixed in phonograms (not in audiovisual fixations, such as motion pictures): 

(i) the right of reproduction, 
(ii) the right of distribution, 
(iii) the right of rental, and 
(iv) the right of making available. 

Each of them is an exclusive right, subject to certain limitations and exceptions. Not all of those limitations and exceptions are mentioned in the following:

· the right of reproduction is the right to authorize direct or indirect reproduction of the phonogram in any manner or form,

· the right of distribution is the right to authorize the making available to the public of the original and copies of the phonogram through sale or other transfer of ownership,

· the right of rental is the right to authorize the commercial rental to the public of the original and copies of the phonogram as determined in the national law of the Contracting Parties (except for countries that since April 15, 1994, have in force a system of equitable remuneration for such rental),

· the right of making available is the right to authorize the making available to the public, by wire or wireless means, of any performance fixed in a phonogram, in such a way that members of the public may access the fixed performance from a place and at a time individually chosen by them. This right covers, in particular, on-demand, interactive making available through the Internet.

The Treaty grants three kinds of economic rights to performers in respect of their unfixed (live) performances:

(i) the right of broadcasting (except in the case of rebroadcasting),
(ii) the right of communication to the public (except where the performance is a broadcast performance), and
(iii) the right of fixation.

The Treaty also grants performers moral rights: the right to claim to be identified as the performer and the right to object to any distortion, mutilation or other modification that would be prejudicial to the performer’s reputation.

As far as producers of phonograms are concerned, the Treaty grants them four kinds of rights (all economic) in their phonograms: 

(i) the right of reproduction, 
(ii) the right of distribution, 
(iii) the right of rental, and 
(iv) the right of making available. 

Each of them is an exclusive right, subject to certain limitations and exceptions. Not all of those limitations and exceptions are mentioned in the following:

· the right of reproduction is the right to authorize direct or indirect reproduction of the phonogram in any manner or form,

· the right of distribution is the right to authorize the making available to the public of the original and copies of the phonogram through sale or other transfer of ownership,

· the right of rental is the right to authorize the commercial rental to the public of the original and copies of the phonogram as determined in the national law of the Contracting Parties (except for countries that since April 15, 1994, have in force a system of equitable remuneration for such rental),

· the right of making available is the right to authorize making available to the public the phonogram, by wire or wireless means, in such a way that members of the public may access the phonogram from a place and at a time individually chosen by them. This right covers, in particular, on-demand, interactive making available through the Internet.

As far as both performers and phonogram producers are concerned, the Treaty obliges—subject to various exceptions and limitations not mentioned here—each Contracting Party to accord to nationals of the other Contracting Parties with regard to the rights specifically granted in the Treaty the treatment it accords to its own nationals (“national treatment”).

Furthermore, the Treaty provides that performers and producers of phonograms enjoy the right to a single equitable remuneration for the direct or indirect use of phonograms, published for commercial purposes, for broadcasting or for communication to the public. However, any Contracting Party may restrict or—provided that it makes a reservation to the Treaty—deny this right. In the case and to the extent of a reservation by a Contracting Party, the other Contracting Parties are permitted to deny, vis-à-vis the reserving Contracting Party, national treatment (“reciprocity”).

The term of protection must be at least 50 years.

The enjoyment and exercise of the rights provided in the Treaty cannot be subject to any formality.

The Treaty obliges the Contracting Parties to provide legal remedies against the circumvention of technological measures (e.g., encryption) used by performers or phonogram producers in connection with the exercise of their rights and against the removal or altering of information, such as the indication of certain data that identify the performer, the performance, the producer of the phonogram and the phonogram, necessary for the management (e.g., licensing, collecting and distribution of royalties) of the said rights (“rights management information”).

The Treaty obliges each Contracting Party to adopt, in accordance with its legal system, the measures necessary to ensure the application of the Treaty. In particular, the Contracting Party must ensure that enforcement procedures are available under its law so as to permit effective action against any act of infringement of rights covered by the Treaty. Such action must include expeditious remedies to prevent infringement and remedies which constitute a deterrent to further infringements.

The Treaty establishes an Assembly of the Contracting Parties whose main task is to deal with matters concerning the maintenance and development of the Treaty, and it entrusts to the Secretariat of WIPO the administrative tasks concerning the Treaty.

The Treaty entered into force on May 20, 2002. The Director General of WIPO is the depositary of the Treaty.

The Treaty is open to States members of WIPO and to the European Community. The Assembly constituted by the Treaty may decide to admit other intergovernmental organizations to become party to the Treaty.
SUMMARY OF THE BUDAPEST TREATY ON THE INTERNATIONAL RECOGNITION OF THE DEPOSIT 
OF MICROORGANISMS FOR THE PURPOSES OF PATENT PROCEDURE (1977)
The main feature of the Treaty is that a contracting State which allows or requires the deposit of microorganisms for the purposes of patent procedure must recognize, for such purposes, the deposit of a microorganism with any "international depositary authority", irrespective of whether such authority is on or outside the territory of the said State.

Disclosure of the invention is a requirement for the grant of patents. Normally, an invention is disclosed by means of a written description. Where an invention involves a microorganism or the use of a microorganism, disclosure is not possible in writing but can only be effected by the deposit, with a specialized institution, of a sample of the microorganism. In practice, the term "microorganism" is interpreted in a broad sense, covering biological material the deposit of which is necessary for the purposes of disclosure, in particular regarding inventions relating to the food and pharmaceutical fields.

It is in order to eliminate the need to deposit in each country in which protection is sought, that the Treaty provides that the deposit of a microorganism with any "international depositary authority" suffices for the purposes of patent procedure before the national patent offices of all of the contracting States and before any regional patent office (if such a regional office declares that it recognizes the effects of the Treaty). The European Patent Office (EPO), the Eurasian Patent Organization (EAPO) and the African Regional Intellectual Property Organization (ARIPO) have made such declarations.

What the Treaty calls an "international depositary authority" is a scientific institution – typically a "culture collection" – which is capable of storing microorganisms. Such an institution acquires the status of "international depositary authority" through the furnishing by the contracting State in the territory of which it is located of assurances to the Director General of WIPO to the effect that the said institution complies and will continue to comply with certain requirements of the Treaty.

On March 1, 2010, there were 38 such authorities: seven in the United Kingdom, three in the Russian Federation and in the Republic of Korea, two each in Australia, China, Italy, Japan, Poland, Spain and the United States of America, and one each in Belgium, Bulgaria, Canada, the Czech Republic, France, Germany, Hungary, Latvia, India, the Netherlands and Slovakia.

The Treaty makes the patent system of the contracting State more attractive because it is primarily advantageous to the depositor if he is an applicant for patents in several contracting States; the deposit of a microorganism under the procedures provided for in the Treaty will save him money and increase his security. It will save him money because, instead of depositing the microorganism in each and every contracting State in which he files a patent application referring to that microorganism, he will deposit it only once, with one depositary authority. The Treaty increases the security of the depositor because it establishes a uniform system of deposit, recognition and furnishing of samples of microorganisms.

The Treaty does not provide for the institution of a budget but it does create a Union and an Assembly whose members are the States which are party to the Treaty. The main task of the Assembly is the amendment of the Regulations issued under the Treaty. No State can be requested to pay contributions to the International Bureau of WIPO on account of its membership in the Budapest Union or to establish an "international depositary authority".

The Budapest Treaty was concluded in 1977.

The Treaty is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE HAGUE AGREEMENT CONCERNING 
THE INTERNATIONAL REGISTRATION 
OF INDUSTRIAL DESIGNS (1925)
Three Acts of the Hague Agreement are currently in force, the 1999 Act, the 1960 Act and the 1934 Act. An international registration may be obtained only by a natural person or legal entity having a connection, through establishment, domicile, nationality or, under the 1999 Act residence, with a Contracting Party to any of the three Acts.

An international deposit may be governed by the 1999 Act, 1960 Act, the 1934 Act or any combination of these depending on the Contracting Party with which the applicant has the connection described above (hereafter referred to as “Contracting Party of origin”). Over 99 percent of international registrations currently obtained are governed (exclusively or in part) by either the 1999 or the 1960 Act.
THE 1960 AND THE 1999 ACTS
The system applicable under the 1960 Act or the 1999 Act may be summed up as follows. The international registration of an industrial design may be sought with the International Bureau of WIPO, either directly or through the industrial property office of the Contracting Party of origin if the law of that Contracting Party so permits or requires.

An international registration is based on an application and one or more photographs or other graphic representations of the design. The application must contain a list of the Contracting Parties in which the international registration is to have effect and the designation of the article or articles in which it is intended to incorporate the design or which constitute the design. The international registration may extend its effects to the Contracting Party of origin unless the legislation of that Contracting Party provides otherwise. The application may be in English or French.

The photographs or other graphic representations of the designs submitted by the applicant are published in the International Designs Bulletin, which issues monthly on CD-ROM and on the Internet. Depending on his selection of designated Contracting Parties, the applicant may request that the publication be deferred by a period not exceeding 30 months from the date of the international registration or, if priority is claimed, from the priority date.

The international registration has, in each of the Contracting Parties designated by the applicant, the same effect as if all the formalities required by the domestic law for the grant of protection had been complied with by the applicant and as if all administrative acts required to that end had been accomplished by the office of that State.

Each Contracting Party designated by the applicant may refuse protection within six months, or possibly 12 months under the 1999 Act, from the date of the publication of the international registration. Refusal of protection can only be based on requirements of the domestic law other than the formalities and administrative acts to be accomplished under the domestic law by the office of the Contracting Party which refuses the protection.

The term of protection is five years, renewable for at least one five-year period under the 1960 Act, or two such periods under the 1999 Act. If the legislation of a Contracting Party provides for a longer term of protection, protection of the same duration shall, on the basis of the international registration and its renewals, be granted in that Contracting Party to designs which have been the subject of an international registration.

THE 1934 ACT
The main differences between an international registration governed exclusively by the 1934 Act and an international registration governed exclusively or partially by the 1960 or the 1999 Act can be summarized as follows:

· the registration extends automatically to all States party to the 1934 Act, unless protection in any of those States is expressly renounced;

· the registration may be opened or sealed;

· the publication does not comprise a reproduction of the designs; it merely states the article or articles in which the designs are to be incorporated;

· the term of protection is 15 years, divided into an initial period of five years and, subject to renewal, a second period of 10 years;

· there is no provision for the notification of a refusal of protection;

· the registration must be made in French.

General
In order to facilitate the work of the users of the Hague Agreement, the WIPO Secretariat publishes a Guide to the International Registration of Industrial Designs.

The Hague Agreement, concluded in 1925, was revised at London in 1934 and at The Hague in 1960. It was completed by an Additional Act signed at Monaco in 1961 and by a Complementary Act signed at Stockholm in 1967, which was amended in 1979. As noted above, a further Act was adopted at Geneva in 1999.

The Hague Agreement created a Union. Since 1970, the Union has an Assembly. Every country member of the Union which has adhered to the Complementary Act of Stockholm is a member of the Assembly. Among the most important tasks of the Assembly are the adoption of the biennial program and budget of the Union and the adoption and modification of the implementing regulations, including the fixing of the fees connected with the use of the Hague system.

The 1960 and 1934 Acts of the Agreement  are open to States party to the Paris Convention for the Protection of Industrial Property (1883). The 1999 Act is open to any State member of WIPO and to certain intergovernmental organizations. Instruments of accession must be deposited with the Director General of WIPO.
SUMMARY OF THE LISBON AGREEMENT FOR THE PROTECTION OF APPELLATIONS OF ORIGIN AND THEIR INTERNATIONAL REGISTRATION (1958)
The aim of the Agreement is to provide for the protection of appellations of origin, that is, the “geographical name of a country, region, or locality, which serves to designate a product originating therein, the quality and characteristics of which are due exclusively or essentially to the geographic environment, including natural and human factors” (Article 2). Such names are registered by the Inter-national Bureau of WIPO in Geneva upon the request of the competent authorities of the interested contracting State. The International Bureau communicates the registration to the other contracting States. A contracting State may declare, within one year, that it cannot ensure the protection of a registered appellation. A registered appellation may not be declared to have become generic in a contracting State as long as it continues to be protected in the country of origin.

The Lisbon Agreement created a Union, which has an Assembly. Every State member of the Union which has adhered to at least the administrative and final clauses of the Stockholm Act is a member of the Assembly.

The Lisbon Agreement, concluded in 1958, was revised in Stockholm in 1967, and was amended in 1979.

The Agreement  is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.

SUMMARY OF THE MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS (1891) AND THE
PROTOCOL RELATING TO THAT AGREEMENT (1989)
Introduction
The system of international registration of marks is governed by two treaties:

· the Madrid Agreement, concluded in 1891 and revised at Brussels (1900), Washington (1911), The Hague (1925), London (1934), Nice (1957), and Stockholm (1967), and amended in 1979, and 

· the Protocol relating to that Agreement, which was concluded in 1989, with the aim of rendering the Madrid system more flexible and more compatible with the domestic legislation of certain countries which had not been able to accede to the Agreement.

The Madrid Agreement and Protocol are open to any State which is party to the Paris Convention for the Protection of Industrial Property. The two treaties are parallel and independent and States may adhere to either of them or to both. In addition, an intergovernmental organization which maintains its own Office for the registration of marks may become party to the Protocol. Instruments of ratification or accession must be deposited with the Director General of WIPO. States and organizations which are party to the Madrid system are collectively referred to as Contracting Parties.

The system makes it possible to protect a mark in a large number of countries by obtaining an international registration which has effect in each of the Contracting Parties that has been designated.

Who May Use the System?
An application for international registration (international application) may be filed only by a natural person or legal entity having a connection, through establishment, domicile or nationality, with a Contracting Party to the Agreement or the Protocol.

A mark may be the subject of an international application only if it has already been registered with the Trademark Office (referred to as the Office of origin) of the Contracting Party with which the applicant has the necessary connections. However, where all the designations are effected under the Protocol (see below) the international application may be based on a mere application for registration filed with the Office of origin. An international application must be presented to the International Bureau of WIPO through the intermediary of the Office of origin.

The International Application
An application for international registration must designate one or more Contracting Parties where protection is sought. Further designations can be effected subsequently. A Contracting Party may be designated only if it is party to the same treaty as the Contracting Party whose Office is the Office of origin. The latter cannot itself be designated in the international application.

The designation of a given Contracting Party is made either under the Agreement or under the Protocol, depending on which treaty is common to the Contracting Parties concerned. If both Contracting Parties are party to both the Agreement and the Protocol, the designation will be governed by the Agreement, in accordance with the so-called “safeguard clause” (Article 9sexies of the Protocol).

Where all the designations are effected under the Agreement the international application, and any other subsequent communication, must be in French. Where at least one designation is effected under the Protocol, the applicant has the option of English or French, unless the Office of origin restricts this choice to one of these.

The filing of an international application is subject to the payment of a basic fee (which is reduced to 10% of the prescribed amount for international applications filed by applicants whose country of origin is a Least Developed Country (LDC), in accordance with the list established by the United Nations), a supplementary fee for each class of goods and/or services beyond the first three classes, and a complementary fee for each Contracting Party designated. However, a Contracting Party to the Protocol may declare that when it is designated under the Protocol, the complementary fee is to be replaced by an individual fee, whose amount is determined by the Contracting Party concerned but may not be higher than the amount which would be payable for the registration of a mark with its Office.

International Registration
Once the International Bureau receives the international application, it carries out an examination for compliance with the requirements of the Agreement, the Protocol, and their Common Regulations. This examination is restricted to formalities, including the classification and comprehensibility of the list of goods and/or services; any matter of substance, such as whether the mark qualifies for protection or whether it is in conflict with an earlier mark, is left to each designated Contracting Party to determine. If there are no irregularities, the International Bureau records the mark in the International Register, publishes the international registration in the WIPO Gazette of International Marks, and notifies it to each designated Contracting Party.

Refusal of Protection
These Contracting Parties may examine the international registration for compliance with their domestic legislation and, if some substantive provisions are not complied with, they have the right to refuse protection in their territory. Any such refusal, including the indication of the grounds on which it is based, must be communicated to the International Bureau, normally within 12 months from the date of the notification. However, a Contracting Party to the Protocol may declare that, when it is designated under the Protocol, this time limit is extended to 18 months. Such a Contracting Party may also declare that a refusal based on an opposition may be communicated to the International Bureau even after this time limit of 18 months.

The refusal is communicated to the holder, recorded in the International Register and published in the Gazette. The procedure subsequent to a refusal (such as an appeal or a review) is carried out directly between the administration or court of the Contracting Party concerned and the holder, without any involvement of the International Bureau. The final decision concerning the refusal must, however, be communicated to the International Bureau, which records and publishes it.

Effects of an International Registration
The effects of an international registration in each designated Contracting Party are, as from the date of the international registration, the same as if the mark had been deposited directly with the Office of that Contracting Party. If no refusal is issued within the applicable time limit, or if a refusal originally notified by a Contracting Party is subsequently withdrawn, the protection of the mark in question is, from the date of the international registration, the same as if it had been registered by the Office of that Contracting Party.
Protection may be limited with regard to some or all of the goods or services or may be renounced with regard to only some of the designated Contracting Parties. An international registration may be transferred in relation to all or some of the designated Contracting Parties and all or some goods or services.

Advantages of the Madrid System
The system of international registration of marks has several advantages for trademark owners. Instead of filing many national applications in all countries of interest, in several different languages, in accordance with different national procedural rules and regulations and paying several different (and often higher) fees, an international registration may be obtained by simply filing one application with the International Bureau (through the Office of the home country), in one language (either English or French) and paying only one set of fees.
Similar advantages exist when the registration has to be renewed; this involves the simple payment of the necessary fees, every 10 years, to the International Bureau. Likewise, if the international registration is assigned to a third party or any other change, such as a change in name and/or address, has occurred, this may be recorded with effect for all the designated Contracting Parties by means of a single procedural step.
To facilitate the work of the users of the Madrid system, the International Bureau publishes a Guide to the International Registration of Marks under the Madrid Agreement and the Madrid Protocol. Statistics concerning international registrations may be found on the Madrid system site.
SUMMARY OF THE PATENT COOPERATION TREATY 
(PCT) (1970)
The Patent Cooperation Treaty makes it possible to seek patent protection for an invention simultaneously in each of a large number of countries by filing an “international” patent application. Such an application may be filed by anyone who is a national or resident of a PCT contracting State. It may generally be filed with the national patent office of the contracting State of which the applicant is a national or resident or, at the applicant’s option, with the International Bureau of WIPO in Geneva.
If the applicant is a national or resident of a contracting State which is party to the European Patent Convention, the Harare Protocol on Patents and Industrial Designs (Harare Protocol), the Bangui Agreement, or the Eurasian Patent Convention, the international application may also be filed with the European Patent Office (EPO), the African Regional Industrial Property Organization (ARIPO), The African Intellectual Property Organization (OAPI) or the Eurasian Patent Office (EAPO), respectively.
The Treaty regulates in detail the formal requirements with which any international application must comply.
The filing of a PCT application automatically has the effect of the designation of all PCT contracting States. The effect of the international application in each designated State is the same as if a national patent application had been filed with the national patent office of that State.
The international application is subjected to what is called an “international search.” That search is carried out by one of the major patent offices and results in an “international search report,” that is, a listing of the citations of published documents that might affect the patentability of the invention claimed in the international application. In addition, a preliminary and non-binding, written opinion on whether the invention appears to meet the patentability criteria in light of the search report results is also issued.
The international search report and the written opinion are communicated to the applicant who, after evaluating their content, may decide to withdraw his application, in particular where the content of the report and opinion suggest that the granting of patents is unlikely, or he may decide to amend the claims in the application.
If the international application is not withdrawn, it is, together with the international search report, published by the International Bureau. The written opinion is not published at this time.
If the applicant decides to continue with the international application with a view to obtaining national (or regional) patents, he can, in relation to most contracting States, wait until the end of the thirtieth month from the priority date to commence the national procedure before each designated Office by furnishing a translation (where necessary) of the application into the official language of that Office, paying to it the necessary fees and acquiring the services of local patent agents.
If the applicant wishes to make amendments to the application, for example, in order to overcome documents identified in the search report and conclusions made in the written opinion, and to have the potential patentability of the “as-amended” application reviewed, the optional international preliminary examination may be used. The result of the preliminary examination is an international preliminary report on patentability (IPRP Chapter II) which is prepared by one of the major patent offices and which contains, once again, a preliminary and non-binding opinion on the patentability of the claimed invention. It provides the applicant with an even stronger basis on which to evaluate his chances of obtaining patents, and, if the report is favourable, a stronger basis on which to continue with his application before the national and regional patent Offices.
The procedure under the PCT has great advantages for the applicant, the patent offices and the general public:

(i) applicants have up to 18 months more than if they had not used the PCT to reflect on the desirability of seeking protection in foreign countries, to appoint local patent agents in each foreign country, to prepare the necessary translations and to pay the national fees;

(ii) applicants can rest assured that, if their international application is in the form prescribed by the PCT, it cannot be rejected on formal grounds by any PCT contracting State patent Office during the national phase of the processing of the application;

(iii) on the basis of the international search report and the written opinion, applicants can evaluate with reasonable probability the chances of their invention being patented;

(iv) applicants have the possibility during the optional international preliminary examination to amend the international application and thus put it in order before processing by the various patent Offices;

(v) the search and examination work of patent Offices can be considerably reduced or eliminated thanks to the international search report, the written opinion and, where applicable, the international preliminary report on patentability which are communicated to the national and regional Offices together with the international application;

(vi) since each international application is published together with an international search report, third parties are in a better position to formulate a well-founded opinion about the potential patentability of the claimed invention; and

(vii) for applicants, international publication puts the world on notice of their applications, which can be an effective means of advertising and looking for potential licensees.
Ultimately, the PCT:

– brings the world within reach;
– postpones the major costs associated with international patent protection;
– provides a strong basis for patenting decisions; and
– is used by the world’s major corporations, research institutions and universities when they seek international patent protection.

The PCT created a Union, which has an Assembly. Every State party to the PCT is a member of the Assembly.

The Assembly of the PCT Union has established a special measure to the benefit of (1) natural persons who are nationals of and reside in States whose per capita national income is below US$ 3,000, and (2) applicants, whether a natural person or not, who are nationals of and reside in States which are classed as least developed countries by the United Nations. That benefit consists of a reduction of 75 percent of certain fees under the Treaty.
Details concerning the PCT can be obtained by consulting the PCT website as well as the PCT Applicant’s Guide, published by WIPO in English and French (there are also Chinese, German and Japanese editions, which are not published by WIPO) and the PCT Newsletter, published by WIPO in English.
The PCT was concluded in 1970, amended in 1979 and modified in 1984 and in 2001.
It is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE NICE AGREEMENT CONCERNING THE INTERNATIONAL CLASSIFICATION OF GOODS AND SERVICES FOR THE PURPOSES OF THE REGISTRATION OF MARKS (1957)
The Agreement establishes a classification of goods and services for the purposes of registering trademarks and service marks (the Nice Classification). The trademark offices of the contracting States must indicate, in the official documents and publications in connection with each registration, the numbers of the classes of the Classification to which the goods or services for which the mark is registered belong.
The Classification consists of a list of classes—there are 34 classes for goods and eleven for services—and an alphabetical list of goods and services. The latter comprises some 11,600 items. Both lists are amended and supplemented periodically by a Committee of Experts on which all contracting States are represented. The current edition of the Classification is the ninth, which entered into force on January 1, 2007.
Although only 83 States are party to the Nice Agreement, the trademark offices of at least 147 States, as well as the International Bureau of WIPO, the African Intellectual Property Organization (OAPI), the African Regional Intellectual Property Organization (ARIPO), the Benelux Organisation for Intellectual Property (BOIP) and the Office for Harmonization in the Internal Market (Trade Marks and Designs) (OHIM) of the European Communities, actually use the Classification.
The Nice Agreement created a Union, which has an Assembly. Every State member of the Union which has adhered to the Stockholm Act or the Geneva Act of the Nice Agreement is a member of the Assembly.
Among the most important tasks of the Assembly is the adoption of the biennial program and budget of the Union.
The Agreement, concluded in 1957, was revised at Stockholm in 1967 and at Geneva in 1977, and it was amended in 1979.
The Agreement  is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE STRASBOURG AGREEMENT 
CONCERNING THE INTERNATIONAL PATENT CLASSIFICATION (1971)
The Agreement establishes the International Patent Classification (IPC) which divides technology into eight sections with approximately 70,000 subdivisions. Each subdivision has a symbol consisting of Arabic numerals and letters of the Latin alphabet.

The appropriate IPC symbols are indicated on patent documents (published patent applications and granted patents), of which over 2,000,000 are issued each year. The appropriate symbols are allotted by the national or regional industrial property office that publishes the patent document.

Classification is indispensable for the retrieval of patent documents in the search for “prior art.” Such retrieval is needed by patent-issuing authorities, potential inventors, research and development units, and others concerned with the application or development of technology.

Although only some 57 States are party to the Agreement, the IPC is used by the patent offices of more than 100 States, four regional offices and the Secretariat of WIPO under the Patent Cooperation Treaty (PCT) (1970).

In order to keep the IPC up to date, it is continuously revised and a new edition is regularly published. The current (eighth) edition entered into force on January 1, 2006.

The revision is carried out by a Committee of Experts set up under the Agreement. All States party to the Agreement are members of the Committee of Experts.

The IPC Agreement created a Union. The Union has an Assembly. Every State member of the Union is a member of the Assembly. Among the most important tasks of the Assembly is the adoption of the biennial program and budget of the Union.

The Agreement—commonly referred to as the IPC Agreement—was concluded in 1971 and amended in 1979.

It is open to States party to the Paris Convention for Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
SUMMARY OF THE VIENNA AGREEMENT ESTABLISHING 
AN INTERNATIONAL CLASSIFICATION OF THE FIGURATIVE ELEMENTS OF MARKS (1973)
The Vienna Agreement establishes a classification for marks which consist of, or contain, figurative elements (the Vienna Classification). The competent offices of the contracting States must indicate in the official documents and publications relating to registrations and renewals of marks the numbers of the categories, divisions and sections of the Classification in which the figurative elements of those marks are ranged.
A Committee of Experts, on which all contracting States are represented, set up under the Agreement, is entrusted with the task of periodic revision of the Classification. The current (sixth) edition has been in force since January 1, 2008.

The Classification consists of 29 categories, 144 divisions and some 1,667 sections in which the figurative elements of marks are classified.
Although only 25 States are party to the Vienna Agreement, the Classification is used by the industrial property offices of at least 30 States, as well as by the International Bureau of WIPO, the African Intellectual Property Organization (OAPI), the Benelux Organisation for Intellectual Property (BOIP) and the Office for Harmonization in the Internal Market (Trade Marks and Designs) (OHIM) of the European Communities.
The Vienna Agreement created a Union, which has an Assembly. Every State member of the Union is a member of the Assembly.
Among the most important tasks of the Assembly is the adoption of the biennial program and budget of the Union.
The Vienna Agreement, concluded in 1973, was amended in 1985.
The Agreement is open to States party to the Paris Convention for the Protection of Industrial Property (1883). Instruments of ratification or accession must be deposited with the Director General of WIPO.
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Видавець і виготовлювач

видавництво Національного авіаційного університету «НАУ-друк»

03680. Київ-58, проспект Космонавта Комарова, 1.

Свідоцтво про внесення до Державного реєстру ДК № 977 від 05.07.2002
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